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In accordance with the Director’s March 26, 2025 “Interim Processes for
PTAB Workload Management” Memorandum (“Memorandum?”), Paper No. 6, and
authorization from the Director on June 17, 2023, Petitioner Charter
Communications, Inc. (“Petitioner” or *“Charter”) provides the following
supplemental response to the Preliminary Response on Discretionary Denial
(“Response”) of larnach Technologies Ltd. (“Patent Owner” or “larnach”) to further
address the Board’s potential Fintiv analysis in light of recent developments in the
parties underlying litigation.

With respect to Factor 1 (potential for a stay) and Factor 4 (issue overlap), and
as noted in Petitioner’s Initial Reply (Paper 9), Patent Owner has agreed to dismiss
its infringement allegations with respect to U.S. Patent 8,942,378 (the “’378 Pa-
tent”), mooting any relevance that patent and petition might have had on these fac-
tors. See Ex. 1021, Joint Stipulation of Partial Dismissal Without Prejudice dated
June 16, 2025. As previously noted, this leaves only the *035 Patent (at issue here)
and U.S. Patent 9,287,982, for which review was instituted in IPR2024-01287.

With respect to Factor 1 (potential for a stay), Factor 2 (trial timing), Factor 3
(litigation investment) and Factor 4 (other factors), the parties have now jointly
moved to stay the proceedings for a few months by filing a “JOINT SEALED
MOTION TO STAY CASE PENDING RESOLUTION OF LICENSE

DEFENSE.” larnach Technologies Ltd. v. Charter Communications, Inc. et al,
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2-24-cv-00230 (EDTX), Dkt. 135. ! In short, Charter has pleaded that “[t]hrough its
membership in CableLabs, Charter either has or has a right to a license to any patents
that purport to cover one or more portions of the DPoE specification, including the”
’035 Patent. Id. Dkt. 116 at 25-67 (Ex. 1022). In response larnach indicated it lacked
information to fully respond to these allegations. Id. Dkt. 124 at 5-11 (Ex. 1023).
The requested discovery will allow larnach to confirm that Charter holds a license
to the asserted patents, leading to dismissal of the district court case in its entirety.
If granted, a stay of the underlying litigation would further weigh against dis-
cretionary denial. Kubota North America Corp. v. Vermeer Manufacturing Co.,
IPR2025-00171 Paper 15 (PTAB June 10, 2025) (stay of litigation weighs against
denial). For example, a stay of a few months would delay the scheduled August
claim construction hearing until well after an institution decision here (Factor 4).
Samsung Elecs. v. Netlist, Inc., IPR2022-00063, Paper 13 at 8 (PTAB May 5, 2022)
(instituting where no “claim construction” had occurred). Trial would undoubtedly
be delayed at least a few months and likely longer before it could be rescheduled on
the Court’s docket (Factor 3). Lastly, if Charter is licensed, the District Court will
not address invalidity at all, weighing against discretionary denial under Factor 6.

For these additional reasons, discretionary denial is inappropriate.

L A public version of the motion to stay will be filed on Monday, June 23 and Peti-
tioner will seek permission to file a copy as an Exhibit here once it is available.



IPR2025-00473
U.S. Patent No. 9,674,035

Dated: June 19, 2025

Customer No. 04743

Respectfully submitted,

/s/ Raymond R. Ricordati Ill , Req. #62,856
Raymond R. Ricordati Il (Reg. No. 62,856)
rricordati@marshallip.com
Lead Counsel for Petitioner

Thomas L. Duston

(pro hac vice)
tduston@marshallip.com
Back-up Counsel for Petitioner

Marshall, Gerstein & Borun LLP
6300 Willis Tower

233 South Wacker Drive
Chicago, Illinois 60606-6357
Telephone: (312) 474-6300
MGBL.itDocket@marshallip.com

Attorneys for Petitioner
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