


(3) adequate representation of BHE by Talen with respect to the Delaware Litigation; (4)
the Talen’s control of the prior litigation.

6. Any indemnity requests or responses exchanged between BHE and/or its subsidiaries
and any Defendants named in the Delaware Litigation.

 
Third, Patent Owner also requests that Petitioners produce documents that are relevant to
real party-in-interest issues, including at least:

1. Documents related to BHE’s corporate relationship with MidAmerican and PacifiCorp,
including its exercise of control over those entities.

2. Documents and communications related to or describing the Petitioners' relationships
with past or current Defendants in the Delaware litigation, including Talen.

3. Documents and communications related to or describing Petitioners' knowledge or the
Talen Agreement and the negotiations leading up to the Talen Agreement.

4. Petitioners' communications with Talen (or its affiliates) regarding ME2C, ME2C's
patents, and/or the Talen Agreement.

 
Given the issues before the Board in these matters, this requested discovery is "necessary in
the interests of justice," 35 U.S.C. § 316(a)(5)(B), and meets the standard laid out in Garmin
Int’l, Inc. v. Cuozzo Speed Techs. LLC, No. IPR2012-00001, Paper 26 (PTAB Mar. 5, 2013)
(precedential). 
 
Patent Owner has conferred via email with counsel for Petitioners, who provided the following
statement:  
 
Petitioners state that they have already produced agreements with defendants in the Delaware
litigation, to the extent there are any, and Patent Owner has cited such agreements in its POPR
briefing. Patent Owner has not explained the relevance (if any) of each discovery request, how
the request is appropriately tailored, or how the request meets the Garmin factors, and thus
Petitioners oppose the above-requested discovery.
 
If the Board wishes to schedule a conference call to discuss the above, the Parties will provide
their collective availability for a call upon request.
 
Sincerely,
Hamad Hamad
Counsel for Patent Owner
 
Hamad Hamad /// Caldwell Cassady Curry P.C.
2121 North Pearl Street, Suite 1200
Dallas, Texas 75201
Direct: 214.888.4843
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