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I. Introduction 

Patent Owner requests that the Board terminate this proceeding based on the 

Director’s reasoning provided in PacifiCorp v. Birchtech Corp., IPR2025-00687, 

Paper 40 (January 12, 2026) (precedential).  

II. Background 

The Board has instituted review of the following petitions: 

“Round One Proceedings:” 

• IPR2025-00274 (Patent 10,343,114 B2) 

• IPR2025-00278 (Patent 10,343,114 B2) 

• IPR2025-00280 (Patent 10,596,517 B2) 

• IPR2025-00281 (Patent 10,596,517 B2) 

• IPR2025-00422 (Patent 10,668,430 B2) 

• IPR2025-00423 (Patent 10,668,430 B2) 

• IPR2025-00424 (Patent 10,589,225 B2) 

• IPR2025-00425 (Patent 10,589,225 B2) 

“Round Two Proceedings:” 

• IPR2025-00687 (Patent 10,933,370 B2) 

• IPR2025-00688 (Patent 10,933,370 B2) 

• IPR2025-00717 (Patent 10,926,218 B2) 

• IPR2025-00718 (Patent 10,926,218 B2) 

These proceedings all involve patents in the same family, identical or nearly 

identical asserted grounds, and Petitioners rely on the same expert. 
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Patent Owner sought Director Review of the institution decisions in all of 

these proceedings. The requests raised all the same grounds for review, except that 

in the Round One Proceedings, Patent Owner also raised arguments related to 

RPI/privity issues.1 

With respect to the Round One Proceedings, the Director denied Patent 

Owner’s review requests without prejudice and remanded to the Board to address 

the RPI/privity issues. The Director’s decision did not address any other issues 

raised in Patent Owner’s requests. Nonetheless, the Director authorized Patent 

Owner to re-file its request once the Board completed its review of the RPI/privity 

issue. 

With respect to the Round Two Proceedings, the Director granted Patent 

Owner’s review requests. It vacated the institution decisions and remanded to the 

Board “to determine which of the two petitions challenging each of the ’370 and 

’218 patents to institute.” The Director explained that “absent exceptional 

circumstances, in a case where there is a dispute over priority date, the Board 

should either resolve the priority date issue or institute, at most, the first-ranked 

petition.” Id. at 3. This decision has been designated precedential. 

 
1 The patents at issue in the Roung Two Proceedings were not asserted in the earlier 
Delaware district court litigation. Therefore, that litigation could not result in a time 
bar under 35 U.S.C. § 315(b) for the patents in the Round Two Proceedings. 
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III. Argument 

Patent Owner requests that the Board vacate the institution decisions and 

terminate the Round One Proceedings for the same reasons articulated by the 

Director in the Round Two Proceedings, and determine which single petition to 

institute for each challenged patent. While Patent Owner could raise this issue in 

its requests for Director Review in the Round One Proceedings, it is filing this 

motion now so that the Board can resolve this issue the same way in all 

proceedings, and to prevent the Board and the parties from continuing to expend 

resources in proceedings that must be terminated under the Director’s precedential 

decision.  

In responding to Patent Owner’s request for authorization to file this motion, 

Petitioners raised a number of arguments against termination. Ex. 3003. None have 

merit. 

A. Patent Owner Challenged the Multiple Petitions. 

First, Petitioners argue that Patent Owner did not challenge the multiple 

petitions. This argument cannot avoid termination. As noted above, other than 

RPI/privity issues, Patent Owner Raised the exact same arguments in its Round 

One and Round Two requests for Director Review. Whether Patent Owner 

challenged the filing of multiple petitions in its preliminary responses simply has 

nothing to do with whether the Board must follow the Director’s precedential 
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decisions on the arguments Patent Owner raised in its requests for Director 

Review. Notably, the Director’s decision did not find waiver in the Round Two 

Proceedings, and thus, the Board should not reach a different result than the 

Director in the Round One Proceedings. 

B. Patent Owner’s Request Is Timely. 

Second, Petitioners argue that Patent Owner’s request for rehearing is 

untimely. The Board already rejected this argument by authorizing the present 

motion. Patent Owner diligently notified the Board of the Director’s decision in the 

Round Two Proceedings without delay. 

C. There Was No Waiver of Patent Owner’s Challenge to Multiple 
Petitions. 

Third, Petitioners argue that the Director “implicitly” found waiver in its 

Round One Director Review decisions. According to Petitioners, if the Director 

had wanted to limit the Round One Petitions to one petition per patent, it should 

have done so in those decisions. By retreating to arguing that the Director made 

this finding “implicitly,” Petitioners acknowledge that the Director’s decision did 

not state that Patent Owner waived an argument. If the Director was going to find 

waiver, the Director would have stated that he found waiver. Moreover, 

Petitioners’ argument ignores the fact that the Director’s decision was limited to 

the RPI/privity issue, and that it specifically authorized Patent Owner to file an 
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additional request for Director Review if necessary. The task before the Board is 

not to interpret the Director’s state of mind, but rather to rule on the present motion 

in a manner consistent with the law and the Director’s precedential decision. This 

precedent plainly requires termination. 

D. The Round One and Round Two Proceedings Are Sufficiently 
Similar in Scope to Warrant the Same Result. 

Fourth, Petitioners argue that the Round Two Proceedings are different from 

the Round One Proceedings because the Round One Proceedings involve eight 

total asserted grounds, but the Round Two Proceedings involve ten and thirteen 

total asserted grounds. Nothing in the Director’s precedential opinion indicates that 

this fact is dispositive or even relevant. It states:  

In any event, absent exceptional circumstances, in a case where there is 

a dispute over priority date, the Board should either resolve the priority 

date issue or institute, at most, the first-ranked petition. Instituting more 

than one petition to challenge the same claims under two different 

priority dates effectively expands the permitted word count, places “a 

substantial and unnecessary burden on the Board and the patent 

owner[,] and could raise fairness, timing, and efficiency concerns. See 

35 U.S.C § 316(b).”  

See IPR2025-00687, Paper 40 at 3 (January 12, 2026) (citing Patent Trial 

and Appeal Board Trial Practice Guide § II.D.2 (Dec. 12, 2025)). Based on 
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this explanation, whether the multiple proceedings raise eight grounds 

instead of ten is not an exceptional circumstance. 

E. The Office Considers Decisions from Other Proceedings Involving 
“Substantially Similar Patent Claims.” 

Finally, Petitioners argued that the Director’s decision should not have 

retroactive effect. For support, they cited IPR2024-00923, where the Board 

determined that the Patent Owner could not seek review based on a change in PTO 

policy. However, that proceeding was based on the rescission of the Fintiv memo, 

where the Guidance Memorandum regarding the rescission specifically stated that 

this change in policy only applied to proceedings that were not yet instituted or 

were instituted but still within the time for seeking Director Review of the 

institution decision.2  

In contrast, here, the Director’s decision contains no such limitation, and in 

any event, the time for Director Review has not passed.3 Patent Owner was 

 
2 See Guidance Memorandum on USPTO’s recission of “Interim Procedure for 
Discretionary Denials in AIA Post-Grant Proceedings with Parallel District Court 
Litigation”, U.S. Patent & Trademark Office (March 24, 2025), 
https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_
procedure_recission_20250324.pdf. 
3 Even if the window for requesting rehearing or Director Review has closed, the 
Office may still consider decisions in other proceedings. For example, in IPR2025-
00145, the Patent Owner notified the Board of a public Initial Determination from 
the ITC, which became available after the Board instituted IPR and the window for 
Director Review had closed. Sinclair Pharma Ltd. v. Hydrafacial LLC, IPR2025-
 

https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_procedure_recission_20250324.pdf
https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_procedure_recission_20250324.pdf
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expressly authorized to seek Director Review in all of the Round One Proceedings 

once the Board has completed its review of the RPI/privity issues. Thus, Patent 

Owner is not seeking retroactive application, it is merely asking the Board to 

address this issue now to avoid inefficiency and wasted resources on proceedings 

that should be terminated.  

Furthermore, the Office’s September 16, 2025 Memorandum, entitled 

“PTAB consideration of prior findings of fact and conclusions of law,” directed the 

Board to “consider relevant materials” from other proceedings involving the same 

claims or “substantially similar patent claims.”4 The claims of each of the patents 

at issue in the Round One Proceedings and Round Two Proceedings cover similar 

subject matter, as evidenced by the claims themselves and Petitioners’ reliance on 

the same or similar grounds across the patents. 

Similarly, here, Patent Owner requests the Board take notice of the 

Director’s precedential decision in the Round Two Proceedings and apply that 

decision to the Round One Proceedings.  

 
00145, Order Initiating Sua Sponte Director Review and Staying Proceeding, Paper 
40 at 2–3 (December 22, 2025). Over six months after the Board instituted, the 
Director initiated Director Review and stayed proceedings. Id. at 3. 
4 PTAB consideration of prior findings of fact and conclusions of law, U.S. Patent 
& Trademark Office (September 16, 2025), 
https://www.uspto.gov/sites/default/files/documents/Memo_re_prior_findings_of_f
act_and_conclusions_of_law_9_16_25.pdf. 
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IV. Conclusion 

Overall, Petitioners have not presented any authority that would allow the 

Board to disregard the Director’s precedential decision. Patent Owner respectfully 

requests that the present motion be granted. 

 

Dated: January 23, 2026        Respectfully submitted, 

Birchtech Corp.  

/Hamad M. Hamad/  
Hamad M. Hamad, Reg. No. 64,641 
Justin T. Nemunaitis (pro hac vice) 
Richard A. Cochrane (pro hac vice) 
CALDWELL CASSADY CURRY, P.C. 
2121 N. Pearl St., Ste. 1200 
Dallas, Texas 75201 
Telephone: 214.888.4848 
Facsimile:  214.888.4849 
hhamad@caldwellcc.com 
jnemunaitis@caldwellcc.com 
rcochrane@caldwellcc.com 
midwest@caldwellcc.com  
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