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Section II is identical in Petitioners’ reply briefs in IPR2025-00422 and -423.

I. INTRODUCTION

In the POPR, PO does not identify any claim limitations missing from any
grounds. Rather, PO argues: (i) the Petition is time-barred; (i1)) Downs-Boiler is not
prior art because of a swear behind; and (iii) lack of motivation to combine
Vosteen589 with other references. These arguments are without merit and mirror
those the Board already rejected in previously instituted proceedings against the
ancestor 147 Patent (IPR2020-00926, -00928) and counterpart ’114 Patent
(IPR2020-00832, -00834). The same outcome is warranted here.

II. THE PETITION IS NOT TIME-BARRED

PO does not “attempt to differentiate its position as to RPI and privy, instead
simply asserting that [the unnamed party] must be one or the other.” See Uniloc
2017 LLC v. Facebook Inc., 989 F.3d 1018, 1028 (Fed. Cir. 2021). Petitioners
address both because Petitioners expect PO to present its privity arguments for the
first time in sur-reply—as PO did in its 7/23/2025 sur-replies in IPR2025-
00274,-278,-280, and -281. PO presents “[t]heoretical, hypothetical, or speculative”
assertions that “are neither probative nor persuasive.” See ASSA ABLOY AB v. CPC
Patent Techs., IPR2022-01094, Paper 19 at 13—14 (P.T.A.B. Feb. 2, 2023).

There are no unnamed RPIs. Petitioners confirmed in the petitions, and PO

does not dispute, that no “unnamed party is controlling, funding, or directing an IPR
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proceeding.” See Luminex Int’l Co. v. Signify Holdings B.V., IPR2024-00101, Paper
20 at 9 (P.T.A.B. Nov. 21, 2024) (standard for RPI); IPR2025-00422, Paper 1 at 1-
2; IPR2025-00423, Paper 1 at 1-2.

There are also no unnamed privies. This is not a case in which any Petitioner
is “now lodging a successive attack for which it already had a first bite.” Uniloc, 989
F.3d at 1028. PO does not (and cannot) contend that Petitioners were parties to the
Delaware Litigation or 2020 IPR proceedings, or that Petitioners had any role in
defending, funding, controlling, or other involvement in those proceedings. The
“general rule against nonparty preclusion” applies here, as Petitioners did not have
a “full and fair opportunity to litigate the claims and issues.” See WesternGeco LLC
v. lon Geophysical Corp., 889 F.3d 1308, 1319 (Fed. Cir. 2018).

The two groups—the Delaware defendants (in 2020) and current Petitioners
(in 2025)—have “acted independently and had [their] own motivations for pursuing”
the various proceedings, and they are not RPIs/privities of one another. See Samsung
Electrons. Co. v. NetList, IPR2022-00615, Paper 62 (Public) at 22 (P.T.A.B. June
30,2023). The reason there are two groupings of petitions—four instituted petitions
filed by Delaware defendants in 2020 (two patents) and the twelve petitions at issue
from the Petitioners in 2025 (six patents)—is solely attributable to PO “choosing to
stagger the filing of its infringement suits.” Arista Networks, Inc. v. Orckit Corp.,

IPR2024-01239, Paper 7 at 3-4 (P.T.A.B. Mar. 12, 2025); see ASSA ABLOY,



IPR2025-00422
USP 10,668,430

IPR2022-01094, Paper 19 at 33 (finding no privy, noting that PO “ignores the
practical consequences of its own actions that precipitated the current situation.”).

There is no evidence of direction, control, funding, or coordination between
the 2020 petitioners and the current Petitioners, either in 2020 or now. Petitioners
should be allowed a full and fair opportunity to defend themselves. “Without such
evidence of control, in addition to no evidence of joint funding, or even any evidence
of substantial coordination between the parties as to their respective decisions to
bring these proceedings, a finding that [Petitioners are] an RPI of or in privity with
[2020 petitioners] here would be improper.” See Uniloc, 989 F.3d at 1029.

A. Patent Owner Misrepresents the 2020 IPR Proceedings

PO misrepresents the 2020 proceedings when it argues that “Talen
specifically identified PacifiCorp as a real party in interest in its 2020 [PR” and that
“NRG identified Chem-Mod as a real party in interest, and the Board agreed with
NRG.” TPR2025-00422, Paper 19 at 48-49, 52 n.24. PO is wrong.

Talen did not name PacifiCorp “as a real party in interest.” Rather, Talen and
the 2020 petitioners named two groups of companies: (i) “real-parties-in-interest”
that were parties to the Delaware Lawsuit (which did not include any of the current
Petitioners); and (i1) “potential real parties-in-interest” that included over 100
entities, named “out of an abundance of caution,” that included co-owners of plants

(e.g., PacifiCorp) and suppliers (e.g. Chem-Mod). 1PR2020-00832, Paper 3 at 1-3.
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None of the 100+ companies in the second group ‘“agreed to be listed as a real party-
in-interest for this Petition” and “[n]one of these companies or any unnamed entity
is funding, controlling, or directing, or otherwise has an opportunity to control or
direct this Petition or proceeding.” Id. at 2. There is no evidence presented, then or
now, to suggest that the current Petitioners “funded, controlled, or influenced the
[2020] petitions,” so there 1s no privity or RPI. See WesternGeco, 889 F.3d at 1320.

The Board found the over-inclusive identification of “potential” RPIs “does
not appear problematic,” as there were “reasons for not committing those parties to
the real party-in-interest category.” IPR2020-00832, Paper 17 at 9; IPR2020-00834,
Paper 18 at 11. Notably, the PTAB had not yet made precedential SharkNinja, which
held that failing to name an RPI was “not jurisdictional” and that an unnamed RPI
can be added later. See SharkNinja Operating LLC v. iRobot Corp., IPR2020-00734,
Paper 11, at 18-20 (P.T.A.B., designated precedential Dec. 4, 2020). At no point did
the Board find PacifiCorp or Chem-Mod to be “actual” RPIs or privies.

B. Patent Owner’s RPI Analysis is Backwards

PO focuses its RPI arguments on the 2020 petitioners and Delaware
defendants, but that is the wrong perspective. When determining a time bar for RPIs,
the focus should be on the current petitions. Section 315(b) asks whether “the
petition requesting the proceeding” (e.g., [IPR2025-00422 and -00423) is filed “more

than 1 year after the date on which the petitioner, real party in interest, or privy of
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the petitioner” was served with a complaint. The “petitioner” is not Talen, Chem-
Mod, or any Chem-Mod affiliate. The petitioners are BHE, WEC, etc., and the only
relevant inquiry is whether Talen, Chem-Mod, or any unnamed party is an RPI to
the current petition. PO does not argue these entities are RPIs to the current petitions.

C. The Delaware Defendants Are Not RPIs/Privies to these Petitions

Talen, Chem-Mod, and its affiliates are licensed to the 430 Patent, as PO
concedes. IPR2025-00422, Paper 19 at 48-51; EX2004 at 26:5-25, 391:19-392:13.
Thus, they have no interest in these IPR proceedings.

The point is not to probe [Petitioner’s] interest (it does not need any);

rather, it is to probe the extent to which [the unnamed party] has an

interest in and will benefit from [Petitioner’s] actions, and inquire

whether Petitioner can be said to be representing that interest after
examining its relationship with [an unnamed party].

Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1353 (Fed. Cir.
2018). Talen, Chem-Mod, and its affiliates are not RPIs or privies to this Petition,
as none of them “provided any funding for this inter partes review,” none “desires
review of the patent,” and PO does not argue that the “Petition was filed at [the non-
party’s] behest.” See Google LLC v. DDC Tech., LLC, IPR2023-00708, Paper 41
(public version of Paper 29) at 27 (P.T.A.B. Oct. 25, 2023); see Luminex, IPR2024-
00101, Paper 20 at 8-9, 20 (“behest” standard is central to RPI and privity).

D. Petitioners Are Not RPIs/Privies to the Delaware case or 2020 IPRs

None of the current Petitioners were parties to the Delaware Litigation or 2020
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IPRs. “[T]here is a general rule against nonparty preclusion” because “[a] person
who was not a party to a suit generally has not had a ‘full and fair opportunity to
litigate’ the claims and issues in that suit.”” WesternGeco, 889 F.3d at 1319 (quoting
Taylor v. Sturgell, 553 U.S. 880, 892 (2008)). Petitioners did not have any
opportunity to litigate the claims in the Delaware Litigation or 2020 IPRs, and
PO does not contend otherwise. Indeed, no one litigated validity of the 430
Patent, as 1t was not asserted at trial in Delaware or in an IPR. And for the
patents actually asserted at trial, the Delaware defendants did not present any
evidence of invalidity, instead presenting a pure non-infringement case.
EX2004 at 117:2-4,921:12-17, 1194:11-1120:8, 1135:13-16, 1139:11-1141:5.
PO asserts that “Petitioners have argued that Chem-Mod and its affiliates
defended [PO]’s infringement claims and negotiated a license on their behalf” and
that “PacifiCorp has alleged that Talen defended that claim and obtained a
license on its behalf. EX2008 at 94-100.” IPR2025-00422, Paper 19 at 49-51
(citing EX2009 at 91); IPR2025-00423, Paper 19 at 31-33. PO’s cited pleadings
do not support its “on their behalf” assertions. Rather, certain Petitioners argued
that PO cannot pursue infringement claims against them, because PO granted a
covenant-not-to-sue. This covenant was so broad that it not only benefited the
Delaware defendants, but also others—including some Iowa defendants and

others that were never sued. None of the Petitioners defended the Delaware
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Litigation, were involved in the 2020 IPR proceedings, negotiated the licenses,
or had the licenses negotiated “on their behalf.”

PO cannot have it both ways. On one hand, it claims that Delaware defendants
or 2020 IPR petitioners acted “on behalf” of the current Petitioners—negotiating a
license/covenant and defending against infringement for their benefit. On the other
hand, PO sues the Petitioners in lowa and the MDL Court, contending that the
covenants do not cover Petitioners. Either the covenants apply or they don’t—but
PO’s attempt to play both sides cannot be reconciled.

In reality, the 2020 IPR petitioners and Delaware defendants independently
defended themselves in 2020 (with no coordination from the current Petitioners),
and the current Petitioners are independently defending themselves after ME2C sued
them in 2024 (with no coordination from the Delaware defendants or 2020 IPR
petitioners). There is no “evidence of control, in addition to no evidence of joint
funding, or even any evidence of substantial coordination between the parties as to
their respective decisions to bring these [IPR] proceedings,” so the two groups are
not RPIs or privities of one another. Uniloc, 989 F.3d at 1028-1029.

E. A Generic Business Relationship Is Insufficient for RPI or Privity

Whether privity is viewed from the perspective of the earlier Delaware action
or the current IPRs, the result is the same: there is no control, coordination, or shared

interest to link Petitioners to the Delaware defendants. Talen and PacifiCorp co-
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owning a power plant (among many other co-owners, EX1113) is not sufficient to
create RPI or privity. Nor is it sufficient that Chem-Mod and affiliates supplied
refined coal to some Petitioners through agreements that expired in 2021. These are
nothing “other than a traditional business relationship between [third party] and
Petitioner.” Assa Abloy, IPR2022-01094, Paper 19 at 35. A general business
relationship “does not establish a relationship sufficient to make [the third party] a
real party-in-interest or a privy of Petitioner in this inter partes review.” Id. That
is, the “mere existence of some relationship between a petitioner and another entity
is not sufficient—that relationship must be related to the lawsuit and be sufficiently
close that it can be fairly said the petitioner had a full and fair opportunity to litigate
the validity of the patent in that lawsuit.” See Google, IPR2023-00708, Paper 41 at
23. Petitioners had no prior ability to litigate validity of the 430 Patent

PO argues that agreements with Chem-Mod and its affiliates (Louisa, Portage,
Arbor Fuels) “contain indemnity provisions.” [PR2025-00422, Paper 19 at 51. An
“indemnity provision does not amount to a sufficiently-close relationship to warrant
... privity.” WesternGeco, 889 F.3d at 1321-22; see ASSA ABLOY, 1IPR2022-
01094, Paper 19 at 34 (no privity where option to indemnify was not exercised).

PO cites an agreement (EX2037) between WPL and Portage Fuels that
expired in 2021 with generic indemnity language regarding patent infringement

of refined coal. IPR2025-00422, Paper 19 at 50. This is nothing more than a “fairly
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standard customer-manufacturer relationship”; referencing “the accused product” in
an agreement does not suggest, “without more, that the parties were litigating either
the district court action or [PRs as proxies for the other.” WesternGeco, 889 F.3d at
1321; see Luminex, IPR2024-00101, Paper 20 at 11 (Director explaining that “a
standard, non-exclusive, manufacturer-customer indemnification agreement
relating to patent infringement” is not enough for RPI or privity).

The relationship between Arbor Fuels and a subsidiary of Petitioner WEC is
even more tenuous (PO incorrectly names WPSC as the parent of WEC). POPR at
51-52. There is “no authority” to apply “Section 315(b) to a party that may be a real
party in interest to a conjectured privy of a petitioner.” Semiconductor Component
Indus. v. Greenthread, IPR2024-00266, Paper 23 at 30 (P.T.A.B. Aug. 4, 2024).

PO cites to Ventex and suggests that because the petitioner in that case “was
obligated to indemnify” an accused infringer (that was not a petitioner), the Board
found the accused infringer “was a real party in interest with respect to [petitioner].”
POPR at 47-48. But “Patent Owner mischaracterizes the holding in Ventex. The
existence of an indemnification agreement was not the determining factor in finding
the existence of an RPI relationship,” because “the Board has held repeatedly that
an indemnification agreement, without something more, is insufficient to establish
an RPI relationship.” See ASSA ABLOY, IPR2022-01094, Paper 19 at 24

(distinguishing Ventex Co. v. Columbia Sportswear N. Am., IPR2017-00651, Paper
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148 (P.T.A.B. Jan. 24, 2019)). Rather, the Board found that Seirus (customer) should
have been named as an RPI/privy to the petition filed by Ventex (manufacturer),
because the two had an “Exclusive Manufacturing Agreement” and Ventex had an
“express desire to shield its customers and potential buyers from infringement
lawsuits.” Id. at 25 (distinguishing Ventex). Here in contrast, the customers filed
the instant Petition, and PO argues that the non-exclusive manufacturer (e.g., Chem-
Mod) should have been named as an RPI or privy. Chem-Mod supplies other entities
beyond Petitioners (such as also supplying NRG, see IPR2025-00422, Paper 19 at
47-48). Chem-Mod did not file IPR petitions in 2020, and PO does not argue that
they are contributing to the current Petition.

PO cites to Greenthread and argues that “sales agreements that included
indemnity provisions ... can create privity.” POPR at 49-50. In Greenthread, the
Director did not rule on the ultimate issue of privity, but instead faulted the Board

2

for “denying the discovery motions.” Semiconductor Components Indus. v.

Greenthread, LLC,I1PR2023-01242, Paper 94 at 2-3 (P.T.A.B. Apr. 24,2025). Here,
Petitioners agreed to PO’s discovery requests before PO filed its POPR.

III. DOWNS-BOILER IS PRIOR ART

The ’430 Patent was filed in 2018, purportedly claiming priority to a
Provisional filed August 30, 2004. Both dates are after the March 22, 2004, prior

art date for Downs-Boiler. Accordingly, Downs-Boiler is presumptively prior art.

10
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The burden of production shifts to PO to produce evidence: (i) that the 430 Patent
qualifies as a pre-AIA patent and PO can avail itself of a swear behind; and (i1)
supporting a date of invention before the prior art. Sonos, Inc. v. Implicit, LLC,
IPR2018-00767, 2019 WL 4419356, at *6 (P.T.A.B. Sept. 16, 2019). PO has not
met its burden for either, and PO does not even seek to swear behind Vosteen589,
Starns, or Mass-EPA. The Board already rejected nearly identical arguments in
IPR2020-00834 in connection with a related patent that PO concedes “cover][s]
similar subject matter” (EX1134; see also EX1114 at 20-25): “[W]e are not
persuaded that the evidence and arguments before us are sufficient to show the
asserted conception date, reduction to practice date(s), or diligence.” IPR2020-
00834, Paper 18 at 33; see also [IPR2020-00926, Paper 19 at 32-33 (similar reasoning
when rejecting conception/RTP for ancestor ’147 Patent). The same result is
warranted here, as PO relies upon the same Pavlish declaration from 2020. Ex. 2018.

A. A Swear Behind Is Not Available

As stated in the Petition, “PO bears the burden to come forward with evidence
that it is entitled to a priority date earlier than the actual filing date. PowerOQasis, Inc.
v. T-Mobile USA, Inc., 522 F.3d 1299, 1304-05 (Fed. Cir. 2008).” Paper 1 at 18.
This 1s because Petitioners provided evidence that Downs-Boiler is prior art by
March 2004, which is before the filing date of the 430 Patent (May 2018) and the

earliest filing date set forth on the cover (August 2004). Paper 1 at 61-62; see

11
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Mueller Sys., LLC v. Rein Tech, Inc., IPR2020-00100, 2020 WL 2478524, at *10
(P.T.A.B. May 12, 2020) (burden on PO to ‘“argue or produce evidence that ... the
reference is not prior art because the claims are entitled to an earlier filing date”).
PO has not produced evidence that the *430 Patent is entitled to a pre-AlA filing
date, such that that a “swear behind” is available. See Ex. 1004; Paper 1 at 13 (citing
EX1063-EX1064); M.P.E.P. § 2152.01 (“no longer possible to antedate or ‘swear
behind’” references for post-AIA patents). The Board addressed the issue in
IPR2020-00834, holding that PO was obligated to establish pre-AIA status when
asserting a pre-filing invention date. See 1PR2020-00834, Paper 18 at 36-38
(“Petitioner, however, appears to make its Reply argument in response to Patent
Owner’s assertion of a prior invention date in their Preliminary Response .... Patent
Owner argues that Petitioner may not ‘raise the issue after the fact,” but we are not
directed to any authority indicating that we must disregard this potentially
dispositive issue entirely, particularly if the parties are on notice that the issue is
relevant to this proceeding.”); see also IPR2020-00926, Paper 19 at 35 (similar
reasoning for *147 Patent, an ancestor of the *430 Patent).

B. No Evidence of Early Conception

PO’s assertion of early conception should be rejected. First, the only support

for the August 2002 date is an uncorroborated declaration related to other patents

(i.e., not the *430 Patent), discussing a hodgepodge of “research ideas” from others

12
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that “Mr. Pavlish maintained.” POPR at 23; Ex. 2015. PO fails to describe the
“specific, settled idea, [the] particular solution to the problem at hand” required for
conception, and is “just a general goal or research plan he hopes to pursue.”
Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1228 (Fed. Cir. 1994)
(requiring “every feature of [the] claimed invention” for conception). Nor does PO
articulate diligence in reduction to practice. See IPR2020-00834, Paper 18 at 32-33.
PO’s assertions of early conception are irrelevant.

C. No Evidence of Early Actual Reduction to Practice

Though PO asserts that “reduction to practice is confirmed by testimony from
all three inventors” (POPR at 29), PO submits an inventor declaration only from Mr.
Pavlish (Ex. 2018), who does not even discuss the *430 Patent. PO asserts, based on
unwitnessed laboratory notebooks, that “the inventors reduced the claims of the *430
Patent to practice by performing tests using sodium bromide [(NaBr)] as the pre-
combustion chamber additive and activated carbon as a post-combustion sorbent.”
POPR at 24. But “an unwitnessed notebook is insufficient on its own to support a
claim of reduction to practice.” Medichem, S.A. v. Rolabo, S.L.,437F.3d 1157,1170
(Fed. Cir. 2006). There is also no evidence of an actual reduction to practice “that
met all the limitations of the claim.” In re Steed, 802 F.3d 1311, 1318 (Fed. Cir.
2015). There is no corroborating evidence for limitations from the independent

claims, such as: (1) “the coal comprises an additive comprising Br,, HBr, bromide

13
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compound, or a combination thereof, wherein the additive is added to the coal before
the coal enters the combustion chamber”; (i1) the “combustion chamber comprises”
these species; and (iii) “the mercury-containing gas comprises a halogen or halide
promoter comprising HBr, Br—, or a combination thereof.” Disclosure of one
species (NaBr) does not demonstrate possession of the undisclosed “HBr” or “Br,”
species or the “bromide compound” genus. See Tronzo v. Biomet, Inc., 156 F.3d
1154, 1158-60 (Fed. Cir. 1998) (denying priority where earlier application did not
support the full scope of alternative shapes in the claims).

Beyond the above deficiencies in independent claims, PO ignores the vast
majority of 430 Patent claims. SAS Inst., Inc. v. lancu, 584 U.S. 357, 365 (2018)
(“reasonable prospect of success on a single claim justifies review of all”). For
claims 2-4, 6-7, 10-12, 14, and 18-29, PO points only to “the same reasons described
above and also with respect to claim 1 of the 114 Patent,” citing to the Pavlish

declaration which never once mentions the 430 Patent. POPR at 47 (citing Ex.

2018). That cannot carry PO’s burden.

Last, where “[t]he evidence of the dates of conception and actual reduction to
practice consists of declaration testimony from [] people who have not yet had their
testimony tested by deposition,” that inquiry “is best left for trial after full
development of the record.” Shenzhen Tuozhu Technology Co., Ltd. v. Stratasys,

Inc., IPR2025-00321, Paper 10 at 20-21 (P.T.A.B. June 18, 2025). Petitioners have

14
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had no opportunity to depose the declarants to probe their declarations.

IV. COMBINATIONS WITH THE VOSTEENS89 REFERENCE

PO is wrong that “Petitioners offer no evidence to support [obviousness] other
than the fact that the references qualify as prior art.” POPR at 11.

First, PO admits that “activated carbon injection was known in the art,” as was
“the use of halogen additives.” POPR at 13; see also EX1008 at 2 (““most mature,
retrofit technology available today [i.e., in 2002] is the injection of sorbents such as
powdered activated carbon (PAC) into the flue gas”).

Second, the Petition includes a section entitled “Reasons to Combine.” Paper
1 at 25-30. Dr. Niksa also explains, consistent with KSR, how “injecting” activated
carbon (as in Starns and Mass-EPA) represents no more than combining prior art
elements according to known methods to yield predictable results. EX1002 94997-
115, 129-151, 302-315. This contrasts with Virtek cited by PO, where the expert
“stated eleven times that he did not provide any reason to combine the references in
his expert declaration.” Virtek Vision Int’l ULC v. Assembly Guidance Sys., Inc., 97
F. 4th 882, 887 (Fed. Cir. 2024).

V. CONCLUSION

Petitioners respectfully request that IPR of the 430 Patent be instituted.
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