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Zhuhai CosMX Battery Co., Ltd. (“Petitioner”) hereby submits this
Authorized Response to Ningde Amperex Technology Limited’s (“Patent Owner”)
Request for Director Review of the Board’s Decision Granting Institution of Inter
Partes Review (Paper 16, “Patent Owner’s Request”) under the Director’s August 27,
2025, email authorization (Exhibit 3100). Patent Owner’s Request actually makes two
separate requests: (1) a request for Director Review of the Board’s Institution
Decision; and (2) a request for rehearing the Director’s earlier decision to not grant
discretionary denial. Both requests should be denied.

First, Patent Owner’s claim that the Board abused its discretion in instituting
review lacks merit. The Board found that Petitioner was likely to prevail on the vast
majority of claims and grounds presented in the Petition. Even assuming that Patent
Owner is correct that the challenges to claims 20-26 are forfeited (they are not), this
small minority is outweighed by the challenges likely to prevail by a factor of 2:1.
Thus, consistent with the law and PTAB precedent, the Board correctly instituted this
IPR.

Second, seeking a second bite at the apple, Patent Owner rehashes prior
discretionary denial arguments that the Director already considered and rejected.
Patent Owner fully briefed the potential impact of denial of institution of a separate
IPR on this proceeding in its request for discretionary denial. The Director weighed

those arguments, along with all of the other arguments and evidence presented, and
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correctly concluded that referral to the panel was appropriate. It remains so, as is the

panel’s decision to institute.

l. LEGAL STANDARD

Requests for Director Review of a Board’s decision are governed by 37 C.F.R.
8 42.75. Requests are limited to decisions that present “(a) an abuse of discretion,
(b) important issues of law or policy, (c) erroneous findings of material fact, or (d)
erroneous conclusions of law.” Director Review Process § 2(B). A decision presents
an abuse of discretion only if it:

(1) is clearly unreasonable, arbitrary, or fanciful; (2) is based on an
erroneous conclusion of law; (3) rests on clearly erroneous fact
findings; or (4) follows from a record that contains no evidence on

which the Board could rationally base its decision.

VidStream LLC v. Twitter, Inc., 981 F.3d 1060, 1064 (Fed. Cir. 2020) (quoting Shu-
Hui Chen v. Bouchard, 347 F.3d 1299, 1307 (Fed. Cir. 2003)).

1. ARGUMENT
A.  The Board did not err in instituting this IPR.

Patent Owner argues that the Board should have declined to institute “in the
interest of efficiency” because challenges to a subset of claims have purportedly
been “forfeited” and a subset of grounds are purportedly unlikely to succeed. Paper
16 at 5-7. More specifically, Patent Owner contends that the Board did not consider

or address Patent Owner’s efficiency argument, and that constitutes error. Id. at 11.
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For the reasons explained below, the Board correctly determined to institute this IPR
and did not abuse its discretion or make any erroneous findings of fact or conclusions
of law, in instituting review.

1. The Board thoroughly evaluated Patent Owner’s arguments.

Unhappy with the Board’s nearly 100-page Institution Decision, Patent
Owner contends the Board erred by not expressly addressing a conclusory assertion
made in its Preliminary Response (“POPR”). Paper 16 at 11. The Board did not err.
To start, Patent Owner vastly overstates the argument it made in its POPR. The
POPR merely had a single conclusory assertion that “[g]iven that all grounds lack
merit ... it would not be an efficient use of resources for the Board to institute.”
Paper 9 at 59. The Board considered, and rejected this argument, when it determined
to institute this IPR in its thorough Institution Decision. See Medtronic, Inc. v. Daig
Corp., 789 F.2d 903, 906 (Fed. Cir. 1986) (“We presume that a fact finder reviews
all the evidence presented unless he explicitly expresses otherwise.”).

As the sole support for this argument, Patent Owner cites Nokia of America
Corporation v. Soto. Paper 16 at 5 (citing IPR2023-00680, Paper 18 (PTAB Mar.
28, 2024), Paper 30 at 7, 15 (PTAB Dec. 3, 2024)). But Nokia addressed whether

the Board sufficiently analyzed the first part of the Advanced Bionics® framework in

1 Advanced Bionics, LLC v. MED-EL Elektromedizinische Gerate GmbH, IPR2019-
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support of its denial of institution under 35 U.S.C. § 325(d). Nokia, IPR2023-00680,
Paper 18 at 4, 8-9 (PTAB Mar. 28, 2024), Paper 30 at 4 (PTAB Dec. 3, 2024). Here,
by contrast, no stringent framework governs whether institution should be denied
for efficiency reasons alone. Moreover, Nokia should be interpreted narrowly, as the
Federal Circuit has held that “[t]he Board is not required to address every argument
raised by a party or explain every possible reason supporting its conclusion.”
Novartis AG v. Torrent Pharms. Ltd., 853 F.3d 1316, 1327 (Fed. Cir. 2017) (citation
modified). Nor does silence on a specific argument—especially an incidental one—
indicate that the Board did not consider it. Id.; Medtronic, Inc. v. Teleflex Innovations
S.ar.l, 70 F.4th 1331, 1348 (Fed. Cir. 2023). The Board is well aware of the
efficiency considerations articulated in Chevron and Deeper when a petition fails to
present a sufficient number of grounds/challenged that meet the reasonable
likelihood standard. Chevron Oronite Co. v. Infineum USA LP, IPR2018-00923,
Paper 9 (PTAB Nov. 7, 2018); Deeper, UAB v. Vexilar, Inc., IPR2018-01310, Paper
7 (PTAB Jan. 24, 2019). The Board is further aware that efficiency is a discretionary
issue that it “may consider.” Chevron, IPR2018-00923, Paper 9 at 9-11 (emphasis
added). Here, where the Board determined Petitioner established a reasonable

likelihood of prevailing on the vast majority of the grounds and claims (and Patent

01469, Paper 6 at 8 (PTAB Feb. 13, 2020) (precedential).
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Owner did not ask the Board to address explicitly Chevron-Deeper), the Board’s
silence merely indicates the Board correctly determined this IPR does not warrant
denial because of efficiency considerations.

2. The Board ruled that Petitioner is likely to prevail on at least
the majority of the challenged claims and grounds.

The Board did not err in in implicitly finding that institution was an efficient
use of its resources. Petitioner challenged claims 1-6 and 12-26. Paper 3 at 1. The
Board ruled that Petitioner is likely to prevail as to at least claims 1-6 and 12-19—
that is, at least the majority of the challenged claims. Paper 12 at 40, 44, 48, 55, 62,
72, 88-90. The Board likewise ruled that the majority of Petitioner’s grounds (12 out
of 15) were likely to prevail in whole or in part. 1d. The below table summarizes the
Board’s preliminary findings, with the claims for each Ground found likely to

prevail highlighted in green:

Ground Claims References
1A 1-6, 12, 16-19, 20-26 | e Zeng
1B 1-6, 12, 16-19, 20-26 | ¢ Zeng, Matsuoka
1C 1-6,12,16-19, 20-26 | ¢ Zeng, Matsuoka, Kim
2A 13,14 e Zeng, Sunose
2B 13,14 e Zeng, Sunose
e Zeng, Matsuoka, Sunose
2C 13,14 e Zeng, Kim, Sunose
e Zeng, Matsuoka, Kim, Sunose
3A 15 e Zeng, Sunose, Su
3B 15 e Zeng, Sunose, Su
e Zeng, Matsuoka, Sunose, Su
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Ground Claims References
3C 15 e Zeng, Kim, Sunose, Su
e Zeng, Matsuoka, Kim, Sunose, Su
4A 1-6,12,16-19, 20-26 | e Zhou
4C 1-6, 12, 16-19, 20-26 | e Zhou, Kim
5A 13,14 e Zhou, Sunose
5C 13, 14 e Zhou, Sunose
e Zhou, Kim, Sunose
6A 15 e Zhou, Sunose, Su
6C 15 e Zhou, Sunose, Su

e Zhou, Kim, Sunose, Su

In light of these findings, the Board’s decision to institute is both reasonable and an
efficient use of the Board’s resources.

Moreover, here, the facts are highly distinguishable from Chevron and
Deeper. In Chevron, institution was denied because there was only “a reasonable
likelihood of prevailing with respect to two dependent claims out of a total of twenty
challenged claims.” IPR2018-00923, Paper 9 at 11. Similarly in Deeper, institution
was denied because “Petitioner challenged twenty-three claims under four asserted
grounds” but was only likely to prevail on “two claims on one asserted ground.”
IPR2018-01310, Paper 7 at 42-43. These cases bear no resemblance to the situation
here, where the Board found Petitioner is likely to prevail on at least the majority of
claims and grounds. Paper 12 at 40, 44, 48, 55, 62, 72, 88-90.

Patent Owner’s attempt to paint a different picture relies on creative math—

including double-counting grounds—to make institution seem less efficient. For
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example, Patent Owner inflates the number of grounds presented by double counting
Grounds 5C and 6C. Paper 16 at 11. Patent Owner also claims that “ten of the raised
grounds[] were fatally flawed,” but they only identify Grounds 4C, 5C, and 6C. 1d.2
Elsewhere Patent Owner refers to Grounds 1A, 1B, 1C (double counted), and 4A,
but these grounds are not “fatally flawed” — Patent Owner admits the Board found
these grounds were likely to prevail with respect to claims 1-6, 12, and 16-19. Paper
16 at 10.

At bottom, the Board found that a least the majority of the asserted grounds
are likely to prevail and at least the majority of the challenged claims will likely be
found unpatentable. Thus, the efficiency concerns articulated in Chevron-Deeper are
simply inapplicable here and, rather than being an abuse of discretion, it would have
been unreasonable to deny institution based on efficiency concerns.

3. Petitioner did not forfeit challenges to claims 20-26.

As an initial matter, whether Petitioner purportedly forfeited challenges to

claims 20-26 is irrelevant to the propriety of granting institution. As explained

2 The Board did not state that these Grounds were fatally flawed, but merely that
based on the “preliminary record” they did not appear to meet the threshold for
institution. Paper 12 at 90-91. Petitioner respectfully disagrees and contends that

Grounds 4C, 5C, and 6C will prevail at trial.
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above, the Board found that Petitioner is likely to prevail on at least claims 1-6 and
12-19. So, even if Patent Owner were correct, institution remains reasonable based
on the Board’s finding that two-thirds of the challenged claims are likely to be
unpatentable as obvious. Nevertheless, and to the extent the Director wishes to delve
deeper into Patent Owner’s argument at this stage, Petitioner addresses it below.

a. The Petition and Dr. Lucht’s declaration identify

disclosure of fluoroethylene carbonate in both Zeng and
Zhou.

Institution is appropriate if “the information presented in the petition” shows
“a reasonable likelihood that the petitioner would prevail.” 35 U.S.C. § 314(a). And
the Office rules require “[t]he petition [to] specify where each element of the claim
is found in the prior art patents or printed publications relied upon.” 37 C.F.R.
8 42.104(b)(4). The Petition meets these standards for all challenged claims,
including claims 20-26.

Claim element [20.7] recites the same subject matter as earlier claims but adds

that the electrolyte also includes “fluoroethylene carbonate” (FEC).® Accordingly,

3 Element [20.7] further recites that the electrolyte further comprises “0.1 wt% to 3
wt% propanesultone” (PS), but Patent Owner does not dispute that the Petition
sufficiently addresses where the PS component is disclosed in the prior art—because

the Petition sufficiently does so. Thus, Petitioner mainly focuses its analysis on the
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as will be shown in trial, the Petition properly references prior analysis of the Zeng
and Zhou references covering the same material. Paper 3 at 29* and 68-69°. Patent
Owner contends that “the Petition and Dr. Lucht’s declaration both lack any
argument explaining how claim element [20.7] is allegedly met by the prior art.”
Paper 16 at 8. Not so. Again, as will be shown in trial, both the Petition and Dr.
Lucht’s declaration expressly highlight that the Zeng and Zhou references both use
FEC in their electrolytes.

Zeng: In its overview of the Zeng Grounds, the Petition explains that the Zeng
Embodiments 4 and 6 electrolytes contain FEC (and PS):

To this base electrolyte of Zeng Embodiments 4 and 6: “the following
are added on the basis of the total weight of the electrolyte solution: 4
wt% of fluoroethylene carbonate (FEC)...and 4.0 wt% of 1,3-

propane sultone.”

element being contested: FEC.

4 “Claims 12 and 16-26 recite an electrolyte—substantively identical to or similar to
that of claims discussed above—in an electrochemical device having electrodes. For
the reasons discussed above ... Zeng discloses or suggests claims ... 16-26.” Paper 3
at 29.

® Citing to “SectionsX111.B.8 ([1.7]), X111.D.1 ([3.1])” for claim element [20.7].
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Paper 3 at 16 (citing EX1003, 11 [0044]-[0049], [0069]) (bold emphasis added).
Likewise, Dr. Lucht’s declaration discusses Zeng’s inclusion of FEC in the disclosed
electrolytes. EX1003, 166-73 (“Zeng’s electrolytes have the following main
components ... fluoroethylene carbonate (FEC)”). Further, both the Petition and Dr.
Lucht’s declaration provide the following figures depicting Zeng Embodiments 4
and 6 and showing that they contain FEC (and PS):

Embodiment 4 of Zeng

LiPF, +1501vent Additives

ADN T,

+ B3e I PS
FB 5 wt% Dinitrile Trinitrile
EP 10 wt%
PP 20 wt%
A A ] )
T | 1 1
! (A Wt% 0.2 wt% 0.5 wt% 2wt% 1wt% 4wt% ,
100 wt%-11.7 wt%=88.3 wt% Y
11.7 wt%
\ J
1
100 wt%
Embodiment 6 of Zeng
LiPF, + Solvent Additives
1 L

ADN T,
Dinitrile Trinitrile

PS

FB 5 wt%
EP 10 wt%
PP 20 wt%

|_'_ll Y A Y I\ Y || I\ J

(| ) T T
I 4 wt% 0.5 wt% 0.5 wt% 2wt% 1wt% 3.5 wt%
100 wt%-11.5=88.5 wt% 1 J
1
\ 11.5% ]
1
100 wt%

10
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Paper 3 at 17-18; EX1003,  73.°

In short, in the discussions of claim 1 and element [3.1], the Zeng Grounds
sufficiently elaborated that Zeng Embodiments 4 and 6 disclose FEC (and PS) and
render element [20.7] obvious. Therefore, the Petition adequately addresses element
[20.7].

Zhou: Similarly, in the overview of the Zhou Grounds, the Petition and Dr.
Lucht’s declaration similarly provide a figure for Zhou Example 8 showing that

Zhou’s electrolyte includes FEC (and PS):

Example 8 of Zhou

Solvent Additives
A
f  f
EC - 25 wt%
DEC - 30 wt% Fluoro 4 . Lithium
-propy] R A
EMC - 10 wt% +ove | ps JOTl e 0 SRS iR,
3 A e borate
EA-20 wt% Trinitrile Dinitrile
Fluorobenzene 5 wt%
\_'_l; A | I [ | A A ]
\ e r L. ¥ T Y T Y
1 0.5wt% ) wiop S Wt% 1.0 wit% 0.5 wt% 1 wt%
100 wt%-25.5 wt%=74.5 wt% \ 1.5 wt% 14.0 wt%'
1
L 25.5 wt% ]

1
100 wt%

® For the purposes of this Response, the FEC component disclosed in the above

figures have been outlined in red.

11
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Paper 3 at 57-58; EX1003, 1 184.” Dr. Lucht’s declaration additionally discusses
how “Example 8 of Zhou contains ... 2% by mass of 1,3-propane sultone, 5% by
mass of fluoroethylene carbonate” in the electrolyte solution. EX1003, { 183.

Accordingly, as Petitioner will establish during trial, “the information in the
Petition” demonstrates that both Zeng and Zhou disclose FEC and 0.1 wt% to 3 wt%
PS and, further, “specif[ies] where [that] element of the claim” is found in Zeng and
Zhou. This meets the statutory standard under 35 U.S.C. 8 314(a) and the Office’s
standard under 37 C.F.R. §42.104(b)(4)—regardless of the summary tables
provided for convenience.

b. The Board should address the substance of the Petition.

Patent Owner suggests that the Board should not address Petitioner’s
arguments regarding claims 20-26 because the Petition relied on internal citations,
and those internal citations are imperfect. That is not the standard under 35 U.S.C.
8 314(a) and 37 C.F.R. § 42.104(b)(4). Instead, as discussed, the “information in the
Petition” must show a likelihood of prevailing, including by “specify[ing] where
each element of the claim is found in the prior art patents.” As explained above, the

Petition did that in the overview sections for the Zeng and Zhou Grounds.

" For the purposes of this brief, the FEC component disclosed in the above figure

has been outlined in red.

12
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To the extent that Patent Owner argues for a higher standard, that is
misguided. While the Board should not have to “decode a petition,” neither should
it “take an overly mechanistic view of a petition and decline to address an argument
because the petitioner did not present it with ideal vigor and clarity.” Netflix, Inc. v.
DivX, LLC, 84 F.4th 1371, 1377 (Fed. Cir. 2023). Instead, petitions should be
reviewed holistically. Id. at 1379. Here, no decoding is necessary. As detailed above,
the Petition addresses that both Zeng and Zhou disclose the use of FEC in the relied-
upon electrolytes. As FEC is only a required element for claim 20, the prior
discussions of FEC in Zeng and Zhou could only relate to claim 20. While this could
have been more explicitly clear in the Petition, a holistic reading of the Petition
makes plain that claim element [20.7] was addressed. Thus, Petitioner has not
forfeited any challenge to claims 20-26 and will show during trial that the Petition
establishes these claims are unpatentable.

B.  Denial of Patent Owner’s Request for Discretionary Denial was Not
an Abuse of Discretion.

Patent Owner asks the Director to overturn her prior ruling rejecting Patent
Owner’s request for discretionary denial. Patent Owner does not allege that the
Director abused her discretion, but instead that purported “changed circumstances”

warrant a reversal. Paper 16 at 12. But that is not the standard for Director Review

13
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under 37 C.F.R. § 42.75. See Section I. For this reason alone, Patent Owner’s request
should be denied.

Even if “changed circumstances” met the standard for Director Review, there
are no changed circumstances. Patent Owner argues that because the Board denied
institution as to another patent involved in the same underlying district court case,
and that claims 20-26 in this IPR will fail, a district court trial “is certain to occur
without any stay.” Paper 16 at 12-13. This is not a new argument or circumstance.
Patent Owner’s brief requesting discretionary denial discussed this possible situation
at length. Paper 8 at 2, 11-12, 20-23. The Director considered all of Patent Owner’s
arguments (including this one) and still denied the request for discretionary denial.
Paper 11 at 2-3 (“the determination not to exercise discretion to deny institution is
based on a holistic assessment of all of the evidence and arguments presented.”).
Nothing has changed warranting reversal of the Director’s decision. Notably,
counter to Patent Owner’s argument, two more IPRs have been instituted (IPR2025-
00431 for the *131 Patent and IPR2025-00432 for the *148 Patent) and Petitioner is
preparing a request for Director Review for the Denial of Institution of IPR2025-
00385 for the 927 Patent. To the extent “changed circumstances” are considered,
these circumstances (including the institution of the related IPRs and the likelihood
of a district court stay based on Petitioner’s pending motion) are further reasons

weighing against denial.

14
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Patent Owner’s second argument is another rehash—this time concerning
Petitioner’s Sotera stipulation. Patent Owner argues that the Director gave it too
much weight. Paper 16 at 13-14. This argument fails. First, there is no indication of
how much weight the Director gave to Petitioner’s Sotera stipulation. The Director’s
decision regarding discretionary denial makes no mention of the Sotera stipulation,
but instead discusses other factors. Paper 11 at 2-3. Second, the Director already
considered this argument during the discretionary denial briefings. See Paper 8 at
31-35. Thus, this is not a “changed circumstance,” but is in fact the identical
argument already presented to the Director. There is no abuse of discretion here.

1. CONCLUSION

For these reasons, the Director should deny Patent Owner’s Request for
Director Review and either decline to revisit the decision denying discretionary
denial or reaffirm that decision.

Respectfully submitted,

LEeE & HAYES, P.C.

[ James D. Stein /

James D. Stein
Registration No. 63,782
Lead Counsel for Petitioner

Date: September 4, 2025
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CERTIFICATION UNDER 37 C.F.R. §42.24

Pursuant to 37 C.F.R. § 42.24(d), | certify that this motion complies with the

page limits of 37 C.F.R. 842.24(a)(I)(v) because it contains 15 pages.

Respectfully submitted,

LEE & HAYES, P.C.

[ James D. Stein /

James D. Stein
Registration No. 63,782
Lead Counsel for Petitioner

Date: September 4, 2025



Case IPR2025-00405
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CERTIFICATE OF SERVICE (37 C.F.R. 88 42.6(e)), 42.105(a))

Pursuant to 37 C.F.R. 842.6(e), the undersigned hereby certifies that a true
and correct copy of the above-captioned AUTHORIZED RESPONSE TO
DIRECTOR REVIEW REQUEST was served in its entirety on September 4, 2025,
via filing through the Patent Trial and Appeal Case Tracking System (P-TACTS)
and electronic mail on the following counsel of record for Patent Owner:

Christopher TL Douglas (Reg. No. 56,950) Madeline Byrd (Reg. No. 78,522)

christopher.douglas@alston.com maddy.byrd@alston.com

Alston & Bird LLP Alston & Bird LLP

Miranda Sooter (Reg. No. 57,126) Casey Hickey (Reg. No. 78,978)
miranda.sooter@alston.com casey.hickey@alston.com
Alston & Bird LLP Alston & Bird LLP

Brady Cox (pro hac vice to be filed) ATL-CosMX-IPRs@alston.com

brady.cox@alston.com
Alston & Bird LLP

Respectfully submitted,

LEe & HAYES, P.C.

/James D. Stein/

James D. Stein

Registration No. 63,782

Lead Counsel for Petitioner
Date: September 4, 2025



