UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MERCK SHARP & DOHME LLC,
Petitioner,

V.

GENENTECH, INC.,
Patent Owner.

Case PGR2021-00036

U.S. Patent No. 10,611,836

PETITIONER’S UPDATED MANDATORY NOTICES

MERCK_PGR00458

Petitioner Merck, Ex. 1165, p. 1
Merck Sharp & Dohme LLC v. Halozyme Inc.
PGR2025-00017



PGR2021-00036
U.S. Patent No. 10,611,836

Petitioner Merck Sharp & Dohme LLC (“Merck”) hereby submits the
following updated mandatory notices for the above-captioned proceeding.

I.  37C.F.R.§42.8(b)(1) - REAL PARTY-IN-INTEREST

Petitioner Merck Sharp & Dohme Corp. is now Merck Sharp & Dohme LLC.
Accordingly, the real party-in-interest is Merck Sharp & Dohme LLC.

II. 37 C.F.R. § 42.8(b)(2) - RELATED MATTERS
U.S. Patent No. 10,611,836 (“the *836 patent”) issued on April 7, 2020 from

underlying U.S. Application No. 15/239,569, filed on August 17, 2016 (“the *569
application”). The ’569 Application is a divisional of U.S. Application No.
14/333,375 (“the ’375 application”), filed on July 16, 2014. According to the
USPTO’s Patent Center, one unpublished application claiming priority to the *375
application is pending before the USPTO: U.S. Application No. 16/818,820, filed
on March 13, 2020. Additionally, on January 20, 2021, Merck filed a Petition for
Post Grant Review of U.S. Patent No. 10,626,174, which is also a divisional of
the *375 application.

III. 37 C.F.R. § 42.8(b)(3) - LEAD AND BACKUP COUNSEL

Petitioner hereby designates lead and backup counsel as follows:

Lead Counsel Backup Counsel
Raymond N. Nimrod (Reg. No. Matthew A. Traupman (Reg. No.
31,987) 50,832)
QUINN EMANUEL URQUHART QUINN EMANUEL URQUHART
& SULLIVAN, LLP & SULLIVAN, LLP
51 Madison Ave., 22nd Floor 51 Madison Ave., 22nd Floor
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New York, NY 10010

General Tel: (212) 849-7000
Direct Tel: (212) 849-7412
Fax: (212) 849-7100
raynimrod@quinnemanuel.com

New York, NY 10010

General Tel: (212) 849-7000

Direct Tel: (212) 849-7322

Fax: (212) 849-7100
matthewtraupman@quinnemanuel.com

IV. 37 C.F.R § 42.8(b)(4) - SERVICE INFORMATION

Please send all correspondence to the lead and backup counsel at the addresses

shown above. Petitioner consents to service by e-mail at the addresses of lead and

back-up counsel shown above.

DATED: May 27, 2023

Respectfully submitted,

By s/ Raymond N. Nimrod

Raymond N. Nimrod (Reg. No. 31,987)
raynimrod@quinnemanuel.com
Matthew A. Traupman (Reg. No. 50,832)
matthewtraupman@quinnemanuel.com
QUINN EMANUEL URQUHART

& SULLIVAN LLP
51 Madison Avenue, 22" Floor
New York, NY 10010
Tel: (212) 849-7000
Fax: (212) 849-7100

Attorneys for Petitioner Merck Sharp &
Dohme LLC
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing PETITIONER’S

UPDATED MANDATORY NOTICES was served on May 27, 2023 by filing this
document through the Patent Office’s electronic system as well as delivering a copy

via electronic mail upon the following counsel of record for Patent Owner:

Adam R. Brausa (Reg. No. 60,287)

Daralyn Durie (pro hac vice to be filed)
MORRISON & FOERSTER LLP

425 Market Street

San Francisco, California 94105

Tel: (415) 268-6053

Fax: (415) 268-7522

abrausa@mofo.com

ddurie@mofo.com
GenentechPGR-MerckSharpDohme@mofo.com

DATED: May 27,2023 Respectfully submitted,

By _ /s/ Raymond N. Nimrod
Raymond N. Nimrod (Reg. No. 31,987)
raynimrod@quinnemanuel.com
QUINN EMANUEL URQUHART
& SULLIVAN LLP
51 Madison Avenue, 22™ Floor
New York, NY 10010
Tel: (212) 849-7000
Fax: (212) 849-7100
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