UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

BOE TECHNOLOGY GROUP CO.. LTD.,
Petitioner,

V.

OPTRONIC SCIENCES, LLC,
Patent Owner.

IPR2024-01315
Patent 8,158,477 B2

PATENT OWNER’S RESPONSE
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IPR2024-01315
U.S. Patent No. 8,158,477

Patent Owner’s Exhibit List for IPR2024-01315

Pursuant to 37 C.F.R. § 42.63(e), Patent Owner Optronics Sciences LLC
hereby submits its exhibit list associated with the above-captioned inter partes

review of U.S. Patent No. 8,158,477.

Exhibit No. | Description

2001 Declaration of Benjamin T. Wang in Support of Motion to Appear
Pro Hac Vice

2002 Declaration of Andrew D. Weiss in Support of Motion to Appear
Pro Hac Vice

2003 Declaration of Christian W. Conkle in Support of Motion to
Appear Pro Hac Vice

2004 Declaration of Paul A. Kroeger in Support of Motion to Appear
Pro Hac Vice

2005 May 16, 2025 Disclaimer Regarding U.S. Patent Number
8,158,477 Under CFR 1.321(a)
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IPR2024-01315
U.S. Patent No. 8,158,477

On May 16, 2025, Patent Owner filed a disclaimer in the U.S. Patent and
Trademark Office, disclaiming claims 1 and 3 of U.S. Patent No. 8,158,477. Ex.
2005. Petitioner requested the cancelation of claims 1 and 3 of the *477 patent, both
of which have been disclaimed. Paper 1 at 1. Patent Owner therefore respectfully

submits that this IPR 1s now moot and should be terminated.

Date: May 19, 2025 Respectfully submitted,
/ Qi (Peter) Tong /

Qi (Peter) Tong (Reg. No. 74,292)
RUSS AUGUST & KABAT

8080 N. Central Expy., Suite 1503
Dallas, TX 75206

(310) 826-7474

Attorney for Patent Owner
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IPR2024-01315
U.S. Patent No. 8,158,477

CERTIFICATION REGARDING WORD COUNT

Pursuant to 37 C.F.R. §42.24(d), Patent Owner certifies that there are 41
words in the paper excluding the portions exempted under 37 C.F.R. §42.24(a)(1).

Date: May 19, 2025 Respectfully submitted,
/ Qi (Peter) Tong /

Qi (Peter) Tong (Reg. No. 74,292)
RUSS AUGUST & KABAT

8080 N. Central Expy., Suite 1503
Dallas, TX 75206

(310) 826-7474

Attorney for Patent Owner
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IPR2024-01315
U.S. Patent No. 8,158,477

CERTIFICATE OF SERVICE (37 C.E.R. § 42.6(e)(1))

The undersigned hereby certifies that the above document was served on May
19, 2025, by filing this document through the Patent Trial and Appeal Case Tracking
System as well as delivering a copy via electronic mail upon the following attorneys

of record for the Petitioner:

Alan A. Limbach
alan.limbach@us.dlapiper.com

Brian Erickson
Brian.erickson@us.dlapiper.com
dla-boe-optronicsciences-IPR@us.dlapiper.com

Date: May 19, 2025 Respectfully submitted,
/ Qi (Peter) Tong /

Q1 (Peter) Tong (Reg. No. 74,292)
RUSS AUGUST & KABAT

8080 N. Central Expy., Suite 1503
Dallas, TX 75206

(310) 826-7474

Attorney for Patent Owner
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