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Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless
Mobile Devices

[0001] This application claims the benefit of U.S provisional patent applications nos.:
60/393,024; 60/392,383; 60/393,041; and 60/392,999, each of which was filed 6n June
28, 2002, and each of which is incorporated herein by reference.

FIELD OF THE INVENTION

[0002] At least one embodiment of the present invention pertains to systems and

methods for providing digital content to wireless services subscribers, and more
particularly, to facilitating management and delivery of digital content from multiple
content suppliers to multiple wireless services subscribers in multiple domains.
BACKGROUND

[0003] Personal mobile communication/computing devices, such as cellular

telephones, personal digital assistants (PDAs) and two-way pagers, have become
commonplace in many countries. These devices are referred to collectively herein as
“mobile devices” or “wireless devices”. The current state-of-the-art of mobile devices
has advanced far beyond that of their predecessors. For example, early cellular
telephones were used analog signals to.communicate over wireless
telecommunications networks (or simply "wireless networks") and were nothing more
than mobile telephones. Today's cellular telephones typically are all digital and provide
many other functions in addition to telephony capability. For example, many of the
latest generation of mobile telephones (and other mobile devices) allow their users to
play games, access World Wide Web pages, exchange email, exchange and download
files, exchange short messaging service (SMS) messages, and send and receive video.
[0004] With new mobile devices providing a wider range of capabilities, there is
increasing demand among the users of these devices (i.e., wireless services
subscribers) for new and interesting types of digital content that can be used on these
mobile devices, such as games and other applications, images, ring tones,
screensavers, wallpapers, etc. Although newer mobile devices often come pre-
provisioned with certain digital products when first acquired by the subscriber, it is
desirable to allow subscribers to acquire additional digital products for use in their
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mobile devices as such products become available. While this capability already exists,
currently subscribers acquire digital content directly from the content suppliers (typically
via the wireless network and the Internet). This process is inconvenient if a subscriber
wishes to acquire various different items of digital content from different suppliers, since
the subscriber must navigate to the web sites of different suppliers. Therefore, it is
further desirable to make many different types of digital content available to subscribers
at one time through a centralized “store”. _

[0005] From the content supplier’s perspective, another impediment to the efficient
distribution of digital content is the fact that different mobile devices often require
different content packaging formats and provisioning protocols. In order to make a
given item of digital content available to multiple mobile devices supporting different
provisioning models, a digital content supplier will normally deploy that item of content
multiple times, packaging it differently for each of the provisioning models. For
example, an image to be delivered to Nokia-COD phones and Sprint-GCD OTA phones
would be deployed twice, custom-packaged for each of those two delivery modes. Itis
very burdensome for digital content suppliers to have to package and provision the
digital content they produce in a manner that is suitable for all of the devices in the
marketplace. Moreover, it is difficult for content suppliers to keep up with the constant
changes in device capabilities for the many mobile devices in the marketplace.
Consequently, there is often a gap between the interoperability of a given digital
product and how effective it can be used on a device. Therefore, the problem exists of
how to efficiently allow many digital content providers to distribute many different types
of digital content to subscribers using many different types of mobile devices.

[0006] A related problem is how to charge subscribers for the digital content they
acquire. In one known system. The wireless carrier's system is capable of connecting
to an external billing system and provides billing events to that system when a
subscriber performs a chargeable action. However, this scenario assumes that all
subscribers belong to a single organization that also owns the billing system.
Furthermore, it assumes that a single currency is used. Yet many multi-national
organizations have a parent company with subsidiaries in many countries. Different
countries have different currencies, taxes and other charges. Each subsidiary may
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implement its own support/business infrastructure to deal with local regulations and
customs, particularly with respect to the billing process. Consequently, the carrier's
system must be able to generate billing events and direct them to the appropriate
external billing system. Furthermore, it must be able to present the customer with a
charge for each service, in the applicable currency and expressed in a way that is
appropriate considering local taxes, fees and other regulations.

[0007] One way to address this problem, which only partially solves it, is to use credit
card systems. In this scenario, the credit card company acts as an intermediary in the
billing process. This approach consolidates all billing at one point. Settlement is done
between the product/service provider and the subscriber provider (e.g., the wireless
carrier) for a fee. This approach, however, does not handle the currency, taxes, fees

and regulations issues mentioned above.
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SUMMARY OF THE INVENTION
[0008] One aspect of the invention is a method and apparatus for providing access to

content for use on wireless communication devices. Multiple items of content are
stored in a server system, to be made available for use in wireless communication
devices used by multiple wireless services subscribers. Each of the items of content is
associated in the server system with multiple different provisioning modeis for
provisioning the content in wireless communication devices. Each of the provisioning
models corresponds to a different set of device capabilities.

[0009] In another aspect of the invention, multiple different implementations of at least
one of the items of content are received, where each implementation corresponds to a
different set of device capabilities. A product catalog containing a description of the
items of content is also maintained. The product catalog includes, in association with
each item of content, a reference to each implementation of the item of content.

[0010] Other features of the present invention will be apparent from the
accompanying drawings and from the detailed description which follows.
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BRIEF DESCRIPTION OF THE DRAWINGS
[0011] One or more embodiments of the present invention are illustrated by way of

example and not limitation in the figures of the accompanying drawings, in which like
references indicate similar elements and in which:

[0012] Figure 1 illustrates the relationship between the download manager, content
suppliers, and subscribers;

[0013] Figure 2 shows a network architecture in which a download manager in
accordance with the invention can be deployed;

[0014] Figure 3 schematically shows the components of the download manager,
[0015] Figure 4 shows the components of the device capability manager,

[0016] Figure 5 shows the relationship between a product entry and implementations
of the product in the product catalog;

[0017] Figure 6 shows the relationship between a product and its implementations;
[0018] Figure 7 shows how various data elements are used in the billing process;
[0019] Figure 8 illustrates a simplified process by which a product can be listed in the
product catalog in a way that facilitates device-tailored product discovery and
provisioning; |

[0020] Figure 9 shows a process by which the product catalog is displayed to a
subscriber;

[0021] Figure 10 shows a process by which a purchase of a product can be made
using the download manager;

[0022] Figure 11 illustrates the separation, within the download manager, of content
from how the content is provisioned, _

[0023] Figure 12 illustrates a process by which a product is provisioned in a client
device using the appropriate one of various provisioning protocols;

[0024] Figure 13 shows an example of the software deployment architecture of the
download manager; and

[0025] Figure 14 illustrates the hardware architecture of a computer system in which

the download manager can be implemented.
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DETAILED DESCRIPTION

[0026] A system and method for efficiently managing the publication, purchase and
delivery of digital content from multiple content suppliers to multiple wireless services
subscribers in multiple domains are described below. As used in this description, the
terms "digital content”, “digital product”, “content’, and “product” are used
interchangeably and mean software and/or data embodying things such as games and
other applications, applets or the like; images; screensavers; wallpaper; ring tones; etc.,
particularly (but not necessarily exclusively) those designed for use in mobile devices
such as cellular telephones, personal digital assistants (PDAs), and other small-
footprint wireless/mobile devices. For convenience the terms “purchase” or “buy” are
used to mean either actual purchase or any other conventional way in which a
subscribér can acquire rights to use digital content (e.g., by acquiring a license).

Overview

[0027] As described in greater detail below, a system which manages publication,
purchase and delivery of digital content is implemented in a network server system that
includes one or more server computer systems on a network. The server system
includes an application server referred to herein as the “download managef’.' Digital
content suppliers can publish and manage their products using the download manager
via a computer network, such as the Internet, and can make their products available to
wireless services subscribers through the download manager for purchase or licensing.
Subscribers can access the server system via wireless networks to purchase rights to
download and use the digital content on their wireless communication devices.

[0028] Figure 1 illustrates the relationship between the download manager, content
suppliers, and wireless services subscribers (users of mobile devices). The download
manager 1 acts as an intermediary between multiple content suppliers 2 (e.g., 2A, 2B,
etc.) and multiple customers (e.g., 3A, 3B, etc.), e.g., wireless services subscribers,
belonging to multiple “domains”. In the supply chain process for distribution of digital
content, a content supplier 2 adds a digital product to the set of products managed by
the download manager 1 (i.e., products “in the store”). The supplier 2 then associates
various attributes with the product. Once the product has been submitted to the
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product store, a product administrator associated with the download manager 1 verifies
its quality and determines whether it should be made available to the customers 2 or if it
should be rejected. Once the product is approved, customers 2 can buy the product by
accessing the download manager 1 from their client devices.

[0029] To facilitate description, it is henceforth assumed herein that the customers are
users of mobile devices and, therefore, are subscribers of warless services (although
that need not be the case); thus, customers are henceforth called “subscribers” herein.
Note, however, that the techniques described herein need not be limited to wireless
services subscribers or mobile client devices.

Domains and Partner Management

[0030] Among other advantageous features, the download manager 1 facilitates
partner management. A “partner’, as the term is used herein, is an entity that holds a
relationship to a subscriber for purposes of delivery of digital products, billing, returns,
etc. For example, a partner can be an Internet portal, an Internet Service Provider
(ISP), a wireless carrier, an application service provider (ASP), etc. A partner also
appoints'a number of content suppliers to supply products to the product store. Partner
management is the concept of being able to assign responsibility for various parts of
the digital product supply chain to different categories of users.

[0031] The entities “within the store” (managed by the download manager 1)
belonging to a partner are partitioned into entities called “domains”. A “domain”, as the
term is used herein, is an entity, defined in the download manager 1, that describes the
billing relationship between a partner and a set of subscribers, as well as describing a
partitioning of product space and administrative responsibilities. As such, a domain can
represent a grouping of wireless services subscribers, such as a wireless carrier or a
subsidiary of a wireless carrier, a business enterprise, or any other defined group of
wireless services subscribers. The domain manager maintains a database of data
defining the associations between domains and partners, administrators, subscribers
and products.

[0032] Domains facilitate the proper billing of subscribers from multiple organizations
and/or with multiple wireless carriers (or other subscriber providers), and facilitate

EX1002 - Page 17



presentation of product descriptions to subscribers in the languages and currencies
appropriate for their local countries or regions.
[0033] The domain entity is also used in the download manager 1 to classify other
entities as belonging to a domain 1-to-1, belonging to a domain 1-to-many, many-to-
many, or not belonging to a domain. In general, a domain captures the following
relationships to the subscribers: '
1) how subscribers are charged for the products they purchase and in which
currency; /
2) to which user groups the subscribers can belong;
3) from which product categories the subscribers can select products; and
4) which products are accessible to the subscribers.
[0034] In certain embodiments of the invention, a domain has the following properties:
- aname (localized)
- adescription (localized)
- auniform resource locator (URL) to a web site giving further description of
the domain
- a contact address including contact person, contact telephone numbers,
fax numbers and postal address
- the currency to use for billing and display purposes
- reference to handlers for various different payment models (e.g., online
payment, pre-payment and post-payment)
- aset of references to rating handlers used for adjustment of product
prices
[0035] The name and the descriptions have localized values for the set of languages
registered in the system.
[0036] The distinction between domain entities and non-domain entities also forms
the basis for delegated administration. More specifically, for each domain, the
responsibility for supplying products, approving or rejecting products, etc. can be
delegated to different suppliers and administrators. Thus, each domain is associated
with a set of administrators that handle the products in the store. In certain
embodiments of the invention, these administrators include a system administrator, a
domain administrator, a product administrator, and a customer care administrator.
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[0037] The system administrator is the overall administrator for the download
manager 1, who can create new domains and their respective domain administrators to
help regulate it. He also maintains the ability to control non-domain entities such as
devices, content types, etc. The domain administrator is the overall administrator for a
given domain. He has the ability to manage all of the suppliers and subscribers for his
domain as well as create product and customer care administrators for the domain.
The product administrator is responsible for managing the entire product lifecycle for
the content submitted by the domain’s suppliers. The customer care administrator is
responsible for managing subscribers belonging to the domain. Each subscriber
belongs to only one domain and can only see products for the domain to which he
belongs.

[0038] A partner appoints a number of content suppliers who provide products to the
product store. A supplier can only submit products to the domain(s) to which he
belongs. The relationship between suppliers and domains is many-to-many. Products
are approved and deployed separately for each domain.

[0039] From the content supplier's perspective, all entities in the download manager 1
that are domain-related are only selectable based on the domains to which the supplier
can provide products. For example, a supplier can only choose from among the
product categories and license models that belong to the domains to which the supplier

has the right to supply products.

Network Environment

[0040] Figure 2 shows a network architecture in which a download manager in
accordance with the invention can be advantageously deployed. One or more wireless
networks 22 are connected to a computer network 24 through corresponding gateways
23. The computer network 24 may be the Internet, although alternatively, it could be
essentially any other type of computer network, such as a corporate intranet, a local
area network (LAN), etc., or a combination of such networks.

[0041] A number of mobile client devices 21 (e.g., 21A, 21B, etc.) operate on each
wireless network 22. A number of servers 25 (e.g., 5A, 5B, etc.) operate on the
computer network 24 to provide a variety of services for the mobile devices 21 and/or to
one or more non-mobile client devices 29 coupled to the computer network 24. For
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~ example, the servers 25 may include World Wide Web servers, file servers, application
servers, etc.

[0042] Each gateway 23 is operated by the wireless carrier of the wireless network to
which it is directly connected. Each gateway 23 provides an interface between a
particular wireless network 22 and the computer network 24 (e.g., the Internet),
providing routing and, if necessary, appropriate protocol translation and/or content
transcoding. In some cases, the gateway 23 may be a standalone device or system. In
other cases, the gateway 3 may be part of a more-capable server system that provides
additional value-added services to users of client devices 21; such as a proxy service
27, a provisioning manager 28, etc.

[0043] A download manager 1 in accordance with the present invention is connected
to the computer network 24, either directly (as shown) or indirectly. The download
manager 1 can be, but does not havé to be, operated by a wireless carrier.

Download Manager
[0044] Figure 3 schematically shows the download manager in greater detail,
according to certain embodiments of the invention. In the illustrated embodiment, the
major components of the download manager include a delivery manager31, a product
manager 32, a business & operations manager 33, and multiple protocol handlers 34.
Each of these components is preferably implemented as software, data, or a
combination of software and data. However, in other embodiments, some or all of
these components could be implemented in hardwired circuitry. The download
manager 1 may also include a database 35 of published content, as shown, although at
" least some of the published content may instead be stored remotely.
[0045] The product manager 32 is the download manager’s interface to the various
content suppliers and provides centralized product cataloging (including enabling
qualified content suppliers to register content for analysis and publication) and complete
product life cycle support (i.e., management of content submission, analysis, approval,
publication, use, maintenance, and eventual deactivation). The term “publication”, as
used herein, means making a product available on the download manager to wireless
services subscribers for downloading to their client devices. The delivery manager 31
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is the download manager’s interface to the various subscribers and is responsible for
delivering purchased digital content to subscribers, including invoking a protocol
handler appropriate for communicating with each requesting mobile device. The
protocol handlers 34 support multiple product discovery protocols and multiple product
delivery protocols simultaneously. Hence, the protocol handlers 34 include product
discovery handlers (e.g., a WAP handler, a Web handler, a Motorola Discovery handler)
and product delivery handlers (e.g., a MIDP OTA handler, a Motorola OTA handler, a
Nokia COD OTA handler). The business & operations manager 33 is mainly
responsible for managing domain information and processes for charging subscribers
for purchases of content. These components are described further below.

[0046] As shown in Figure 3, the delivery manager 31 in certain embodiments
includes a security manager 36, a device capability manager 37, a personal vault 38, a
storefront 39, and a notification manager 40. The storefront 39 is a conventional
'graphical user interface for aIIowingfsubscribérs to make online purchases. It can be
branded to a particular wireless carrier, for example, or other business entity. The
security manager 36 is responsible for authentication of subscribers and client devices
for purposes of purchasing content and preferably can support multiple authentication
schemes, such as HTTP-based authentication, MSISDN/NIA based authentication, etc.
The personal vault 38 stores, on a subscriber-by-subscriber basis, information to
facilitate digital rights management (DRM), such as product licenses and/or other
“purchase” information of the products purchased by each subscriber. This allows a
subscriber to remove downloaded content from a mobile device without losing rights to
the product, or to recover products on a device in cases of device hard reset, loss, etc.
[0047] The notification manager 40 can provide various types of notifications to
subscribers using various communication channels, such as email, SMS, and WAP
Push. The notification manager 40 can generate notifications automatically, such as
notifications of new products or product upgrades, or in response to commands from a
system administrator, such as account notifications, notifications of special promotions,
etc.

[0048] The device capability manager 37 is responsible for device recognition (e.g.,
supporting device recognition through UAProf using Profile headers and Profile-Diff

11

EX1002 - Page 21



headers), device capability determination (e.g., retrieving device descriptors using best
efforts and appending device capabilities to the session context), and device capability
management (e.g., automated management of UAProf capable devices and quarantine
of undefined or partially defined devices). As described further below, recognition of
devices and their capabilities is used for a variety of purposes, such as to filter the set
of available products that a subscriber can discover when connecting to the download
manager 1, to select the appropriate implementations of products that are purchased,
and to select the appropriate provisioning model for provisioning a purchased product in
a client device.

[0049] Figure 4 shows the components of the device capability manager 37 according
to an embodiment of the invention. The device capability manager 37 includes a device
manager 41, a device handler manager 42, a delivery context cache 43, a set of device
recognition handlers 44, a device data access object (DAO) 45, a device information
database 46, a UAProf parser 47, a UAProf resolver 48, a dm-config.xml file 49, and a
DeviceVocabulary file 50. The device information database 46 stores information
identifying mobile devices and their corresponding capabilities. The device manager 41
contains all of the business logic that supports the user interface and the rest of the
download manager 1. The device DAQ 45 contains all data logic and scripted query
language necessary to communicate with the device information database 46.

[0050] The device handler manager 42 is responsible for discovering and determining
the types of devices accessing the download manager 1. Upon startup of the download
manager 1, the device handler manager 42 loads the device recognition handlers 44
ordered by the dm-config.xml file 49. This order is then used to determine which
headers are to be processed first. The delivery context cache 43 is used to help
improve performance on subsequent look-ups. If no device capabilities can be found or
processed by the chain of handlers 44, the device handler manager 42 then uses a
default delivery context as defined by an administrative user interface.

[0051] The illustrated embodiment includes three device recognition handlers 44: an
XwapProfile handler, a UserAgent handler, and a quarantine handler. The Xwaplsrofile
handler is responsible for processing the “x-wap-profile” and “x-wap-profil-diff’ request
headers in requests from mobile (client) devices. It makes use of the UAProf parser 47
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to parse RDF-compliant files and the UAProf resolver 48 to resolve the differences of
the headers. The UAProf parser 47 parses RDF-compliant files. The UAProf resolver
48 reads resolution rules from the device-vocabulary.xml configuration file 50 and uses
these rules to help merge x-wap-profile and x-wap-profile-diff headers.

[0052] The UserAgent handler is responsible for processing the “user-agent” request
headers. It uses regular expression matching to best match the capabilities with the
incoming “user-agent” header. If no user-agent header can be found or one is found
but does not match to any existing capabilities, the request header is passed to the next
handler in the chain.

[0053] The quarantine handler is responsible for processing any “accept” request
headers. If the quarantine handler finds a user-agent header, it will add a new record in
a device match table. Otherwise, it will simply return a delivery context with a set of
capabilities determined by the “accept” headers and capabilities already defined by the
default device profile.

[0054] The device capability manager 37 is capable of managing client devices in
either of two categories: actual devices and generic devices. In response to client
device requests, the device capability manager 37 uses actual device information from
the request and any applicable stored generic device definitions to recognize the
accessing client device and its capabilities. The system administrator can define
devices (or device capabilities) in either category. An actual device is a particular make
and model of client device, such as “Nokia 6310". Actual devices are identified solely
from incoming requests, based on the UserAgent and x-wap-profile headers in the
requests, for example. A generic device is a predefined device or set of device
capabilities. Examples of some generic device definitions are: all Nokia devices (e.g.,
“vendorname=nokia”), all devices with display size > 40, and all devices which support
SMS. In response to client device requests, the device capability manager 37 uses the
UserAgent or x-wap-profile header to identify the actual device accessing the system
and to look up its corresponding capabilities in the device information database 46,
which are combined with any applicable generic device definitions to determine the
capabilities of the client device. The use of this information is described further below.
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[0055] It is useful now to define two types of device capabilities which the device
capability manager is able to resolve: static capabilities and active capabilities. As
defined in the download manager, “static” capabilities are the well-known set of
attributes for a given device which are defined during pre-processing, not on-the-fly.
These are associated with a client device as identified in the UserAgent or x-wap-profile
headers. Generic devices, as defined above, only have static capabilities. “Active”
capabilities represent a dynamic collection of attributes extracted during an interaction
between the client device and the download manager, typically from the Accept
headers. These two types of device capabilities are stored separately in the device
information database 46.

[0056] The ability for a user to discover content based on the static (well-known)
‘capabilities of his device is valuable. With the number of device manufacturers and
content providers in the market, there is often a gap between the interoperability of a
given content and how effective it can be run on a device. By using the system’s
unique ability to capture the capabilities of a device and for content suppliers to select
compatible devices for their content, the download manager 1 is capable of targeting
supported products to their respective devices for a subscriber. In addition, the
download manager 1 is able to easily adapt to the ever-changing modifications to
capabilities and requirements and is highly scalable as more devices and content are
pushed into the system, without a substantial decrease in performance.

[0057] Referring again to Figure 3, the product manager 32 in certain embodiments
includes a product workflow manager 51, a content analysis manager 52, a pricing
manager 53, and a product catalog 54. The product workflow manager 51 allows the
system administrator to define and modify details of the product workflow for processing
content submitted by content providers. An example of a product workflow is (n
chronological order): 1) submission, 2) content analysis, 3) listing of content in the
product catalog, 4) usage of the content, 5) maintenance of content, and 6) content
retirement (i.e., cancellation or deletion).

[0058] The content analysis manager 52 manages the process of verifying content
quality and compliance with various requirements when the content is initially submitted
by the content supplier (e.g., compliance with its declared type, content structure
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resourée utilization, etc.). Content must pass the content analysis process satisfactorily
before being listed in the product catalog 54 (i.e., published).

[0059] The pricing manager 53 allows administrators to add, modify and delete
license for products in the store. The pricing manager 53 also includes and invokes a
set of rating handlers at the time of purchase, which can adjust the price of the product
based on various factors (e.g., promotions, applicable rebates, etc.), as described
further below.

[0060] The product catalog 54 contains descriptions of all published items of content
(products). Referring to Figure 5, the catalog 54 includes, for each product entry 56, a
reference 58 to at least one implementation 57 of that product. An implementation 57
can be simply a binary file (a “binary”) representing the product. In some cases,
however, an implementation 57 may represent two or more binaries 61, as shown in
Figure 6. Also as represented in Figures 5 and Figure 6, any particular product may
have multiple implementations published on the download manager, each of which may
be designed for a different specific client device or set of client devices.

[0061] Hence, any particular product entry in the catalog 54 can include references to
multiple implementations of the product. However, the products shown to any particular
subscriber when the subscriber views the catalog are filtered according to the device
capabilities of the subscriber’s device. More specifically, only those products that have
at least one implementation compatible with the subscriber’s device are shown to the
subscriber. As shown in Figure 5, each implementation entry 57 also includes a list
(59A or 59B) of devices supported by that implementation. Each product entry 56 in
the catalog 54 includes a list 59 of the devices that are supported by that product.
Which represents the aggregation of all of the devices supported by all of the
implementations 57 of that product.

[0062] In addition, for any particular product, the catalog may include a description 60
of the product in multiple different languages, to accommodate subscribers in different
countries. Product descriptions 60 are shown to each subscriber in the appropriate
language, and the prices of products are shown in the appropriate currency, according
to the domain of which the subscriber is a member. The domain of the subscriber is
identified by the domain manager 62, as described below.
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[0063] Referring again to Figure 3, the business & operations manager 33 in certain
embodiments includes an operation administration and management (OA&M) module
61, a domain manager 62, and a payment manager 63. The OA&M module 61
provides a Web based user interface for administering the download manager 1. It
supports role-based delegation of administration duties (e.g., system administrator,
domain administrator, product administrator, customer care administrator, etc.) and
interfaces with the provisioning manager to provide logging and reporting of key events
and transactions.

[0064] The payment manager 63 is responsible for the process of charging
subscribers when they purchase content and supports multiple different languages and
currencies, partitioned by domain. The approach to billing and payment assumes that
there are local billing mechanisms in place, each of which has an established
relationship to the subscriber already. The local billing mechanism operates in the local
currency using the local taxes, fees and other applicable charges for the subscriber's
region. It also invoices at intervals that are customary for the region.

[0065] In certain embodiments of the invention, a subscriber can select the preferred
payment model to use of three available payment models:

- Online payment — payment is .performed ‘just-in-time’. A typical
implementation performs the payment transaction at the time of the
purchase.

- Pre-paid payments — payment is performed before purchase and the
purchase is deducted from the pre-paid amount.

- Post payments — payment is performed after the purchase by invoice.

[0066] A separate payment handler of a set of payment handlers 64 is accessible to
the payment manager 63 for each of these payment models (see Figure 3), and the
payment manager is responsible for invoking the appropriate payment handler 64 at the
time of purchase.

[0067] Referring now to Figure 7, anytime a subscriber logs in to the download
manager, a session 71 is created. The session 71 holds a reference to a unique
subscriber profile 72 associated with the subscriber. Each subscriber has such a
subscriber profile, which points to the organization that holds the billing relationship with
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the subscriber (i.e., the partner responsible for invoicing the subscriber) and an
indication of the subscriber’s selected payment model (i.e., post-paid, pre-paid, or
online).

[0068] The download manager 1 also maintains a subscriber provider profile 73 for
each subscriber provider (e.g., wireless carrier, etc.). Each subscriber provider profile
73 holds a reference to each of the payment handlers 64, an indication of the local
currency, and an indication of any value added tax and/or other charges that normally
apply to the offered services in the region.

[0069] The product catalog 54, as described above, holds the name, description and
price of each product, as well as information indicating the supported devices. There is
a separate entry for each supported local currency. There are no dependencies
between the prices in various currencies for the same product.

[0070] This approach allows a product (or service) to have many different prices, on in
each supported currency. There are no dependencies between prices other than that
they all apply to one product. This approach, therefore, supports localized pricing
policies and local taxes, etc.

[0071] The payment manager 63 includes a set of rating handlers (not shown), which
are responsible for adjusting the price of products based on various factors, such as
promotional offers, applying rebates, etc. Prices of content may change from time to
time, subject to factors such as rebates, promotions, etc. At the time of purchase, the
price of the product is determined by invoking the rating handlers. Each rating handler
is called by the payment manager 63 with a reference to the corresponding product
license and a reference to the subscriber. The rating handler is responsible for
adjusting the price, if appropriate, and returning a new price.

[0072] Each of the payment handlers includes a charge method. During purchase the
charge method of the registered payment handler for the payment model selected by
the subscriber is called. The argument to the charge method is a data structure,
ChargeDetailRecord, generated by the payment manager 63, which holds information
about the subscriber, the product, the product license with the price, and the domain of
the subscriber. The charge method can either approve the charge and, thus, allow the
purchase, or it can deny the purchase.
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[0073] Referring again to Figure 3, the domain manager 62 manages the associations
between domains and partners, subscribers, suppliers, and products, and stores all of
the domain information. As noted above, each domain can have the following
properties:

- aname (localized)

- adescription (localized)

- auniform resource locator (URL) to a web site giving further description of

the domain
- acontact address including contact person, contact telephone numbers,
fax numbers and postal address

- the currency to use for billing and display purposes

- reference to handlers for online payment, pre-payment and post-payment

- a set of references to rating handlers
[0074] The domain manager 62 enables flexible business models to be implemented
via revenue sharing between, and charging by, different stakeholders (partners).
[0075] Various aspects of the operation of the download manager 1 will now be
described further with reference to Figures 8 through 13. Figure 8 illustrates a
simplified process by which a product can be listed in the product catalog in a way that
facilitates device-tailored product discovery and provisioning, according to an
embodiment of the invention. Certain operations in the product workfiow are not shown
in Figure 8 to facilitate explanation, such as content analysis and approval. Initially, at
block 801 the download manager 1 receives inputs from a product supplier defining a
product and one or more implementations of that product. At block 802, the download
manager receives inputs from the supplier specifying one or more devices (actual or
generic) which support each implementation and one or more provisioning protocols to
be used for each implementation. At block 803 the download manager 1 stores the
product definition, the implementations, and a list of all of the supported devices and
provisioning protocols. Finally, at block 804 the download manager 1 determines the
set of all possible devices which support the product and stores this information in
association with the product information in the product catalog 54.
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[0076] Figure 9 shows a process by which the catalog is displayed to a subscriber,
according to an embodiment of the invention. At block 901 a client device operated by
the subscriber connects to the download manager 1. The domain manager 62 then
identifies the domain of the subscriber at bock 902 based on its stored domain and
subscriber associations. At block 903, the product manager 32 selects the language
and currency to be used based on the domain of the subscriber (each domain has one
language and currency). At block 904, the device capability manager 37 identifies the
client device (e.g., from the UserAgent or x-wap-profile header) and its corresponding
set of static (well-known) device capabilities. When a request to view available
products is received from the client device (block 905), at block 906 the product
manager 32 determines from the product catalog 54 which products are supported by
the client device, based on the (Static) capabilities of the client dévice. The download
manager 1 then sends a response to the client at block 907, to cause the client device
to display product information relating to only those products supported by the client
device, in the appropriate currency and language for the subscriber's domain.

[0077] Figure 10 shows a process by which a purchase of a product can be made,
according to an embodiment of the invention. After displaying the product catalog 54 to
the subscriber, the download manager 1 receives the subscriber’s selection of the
product to purchase at block 1001. At block 1002 the pricing manager 53 calls all of the
registered rating adapters. The rating adapters then adjust the price of the selected
product, if appropriate, at block 1003. At block 1004 the pricing manager 53 then
presents a license object indicating the price to the subscriber. If the subscriber
confirms the purchase (block 1005), then at block 1006 the provisioning manager
requests the payment manager 63 to charge the applicable price for the product. The
payment manager 63 responds at block 1007 by selecting the applicable payment
handler 44 based on the domain to which the subscriber belongs and the subscriber’s
preferred payment model (prepaid, post-paid, or online). Finally, at block 1008 the
selected payment handler 44 performs the charge method to complete the transaction.
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Muitiple Provisioning Models

[0078] Different client devices often require different content provisioning protocols
and packaging formats. In order to make a given item of digital content available to
multiple mobile devices supporting different provisioning models, a digital content
supplier would normally have to deploy that item of content multiple times, packaging it
differently for each of the provisioning models. The download manager 1, however,
separates content from how it is provisioned to a device. As described above and as
illustrated conceptually in Figure 11, in the download manager 1 the product information
is separated from the content itself, the content is separated from how it is packaged for
delivery, the packaged content is separated from the delivery mechanism, and the
delivery mechanism is separated from the discovery mechanism (the mechanism by
whiéh the subscriber discovers a product). By virtue of this separation, a content
supplier is able to deploy content only once, targeting a wide range of devices, and the
download manager 1 will deliver the content to those devices over a wide range of
provisioning protocols.

[0079] When a product is submitted to the download manager 1 by a supplier, the
supplier specifies which devices are supported by each implementation of the product.
This information is then stored by the download manager 1 and used to select the
proper packaging and provisioning protocol when the product is subsequently
purchased.

[0080]1 The provisioning model used to provision a particular product in a particular
client device is based on the device capabilities of the client device as well as the
content type of the best-fit implementation. A provisioning “model”, in this context,
includes a particular provisioning protocol and a content packaging format. The ability
to deliver the “best-fit’ content based on “active” (dynamic) capabilities of a device is
advantageous. Content provisioning brovides the second part of targeting products to a
given subscriber based on his device’s capabilities. Whereas product discovery as
described above relies on the “static” capabilities, provisioning relies on the “active”
capabilities to determine the exact and often new enhancements of the client device.
Given that a device can be fitted or enhanced with new features not described by the
default set of capabilities originally intended for the device, the download manager 1
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can use these active capabilities to find the best match content to provision to the
device.

[0081] Figure 12 illustrates a process by which a product is provisioned in a client
device using the appropriate one of various provisioning protocols. At block 1201, in
response to a subscriber purchasing a product, the delivery manager 31 selects the
best implementation of the product based on the device capabilities (static and active)
of the client device. At block 1202 the download manager retrieves the content type of
the selected implementation (e.g., MIDlet, EXE file, applet, iAppli, etc.). At block 1203
the download manager 1 selects the appropriate provisioning model available for that
implementation, based on the device capabilities of the client device and the content
type of the selected implementation. The provisioning manager 28 then creates a
content descriptor for the implementation at block 1204, based on the selected
provisioning model. The content descriptor specifies the name of the content to be
provisioned, the size of the content, a location (e.g., a URL) at which the content is
stored, and the content type of the content. The content descriptor is unique to the
provisioning handler (protocol) of the selected provisioning model.

[0082] The provisioning manager 28 then downloads the content descriptor to the
client device at block 1205. The client device parses the descriptor and then requests
the content. When the provisioning manager 28 receives the request for the content
from the client device at block 12086, the provisioning manager 28 responds at block
1207 by downloading the content using the provisioning protocol of the selected
provisioning model (e.g., COD OTA, Openwave Download Fun, MIDP OTA, etc.)

Download Manager Deployment Architecture

[0083] Figure 13 shows an example of the software deployment architecture of the
download manager 1 at a high level, according to an embodiment of the invention.
Each instance of the download manager 1 resides on a host 131 that has access to a
database 140. The host 131 is a server-class computer system including an operating
system (e.g., Solaris). The database 140 may represent multiple physical databases,
which in aggregate store all of the data used by the download manager 1 (i.e., product
information, subscriber information, partner information, domain information, etc.). In
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the illustrated embodiment, each host 131 includes a Java Virtual Machine (JVM) 132
which runs on top of the operating system and which hosts an application server 133.
On top of the application server 133 is a Web container 134 that contains Java Server
Pages (JSPs) 135 and serviets 136 as well as application components 137 including
the business logic and data access layer 138 of the download manager 1.
[0084] The download manager 1 is formed by the Web container 134 and its
contents, the application components 137, and at least a portion of the database 140.
Horizontal scaling can be achieved by adding more hosts131 hosting instances of the
download manager 1. In that case, an Internet Protocol (IP) load balancer 139 provides
sticky load balancing, i.e., directing all session-specific traffic'to the same host.
[0085] The above-described software architecture (i.e., the download manager) can
be implemented in one or more conventional server-class computer systems. Figure 14
illustrates the hardware architecture of such a computer system at a high-level. Note
that this architecture is also representative of at least some client devices that access
the download manager 1. Note also that Figure 14 is a conceptual representation
which represents any of numerous possible specific physical arrangements of hardware
| components; however, the details of such arrangements are not germane to the
present invention and are well within the knowledge of those skilled in the art.
[0086] The processing system shown in Figure 14 includes one or more processors
140, i.e. a central processing unit (CPU), read-only memory (ROM) 141, and random
access memory (RAM) 142, each connected to a bus system 146. Also coupled to the
bus system 146 are a mass storage device 143, a data communication device 144, and
in some embodiments, one or more additional input/output (1/0) devices 145.
[0087] The processor(s) 140 may be, or may include, one or more programmable
general-purpose or special-purpose microprocessors or digital signal processors
(DSPs), microcontrollers, application specific integrated circuits (ASICs), programmable
logic devices (PLDs), or a combination of such devices. The bus system 146 includes
one or more buses or other physical connections, which may be connected to each
other th‘rough various bridges, bus controllers and/or adapters such as are well-known
in the art. For example, the bus system 146 may include a “system bus”, which may be
connected through one or more adapters to one or more expansion buses, such as a

22

EX1002 - Page 32



Peripheral Component Interconnect (PCI) bus, HyperTransport or industry standard
architecture (ISA) bus, small computer system interface (SCSI) bus, universal serial bus
(USB), or Institute of Electrical and Electronics Engineers (IEEE) standard 1394 bus
(sometimes referred to as “Firewire”). In alternative embodiments, some or all of the
aforementioned components may be connected to each other directly, rather than
through a bus system.

[0088] The mass storage device 143 may be, or may include, any one or more
devices suitable for storing large volumes of data in a non-volatile manner, such as a
magnetic disk or tape, magneto-optical (MO) storage device, or any of various types of
Digital Versatile Disk (DVD) or Compact Disk (CD) based storage, or a combination of
such devices.

[0089] The data communication device 144 is a device suitable for enabling the
processing system to communicate data with a remote processing system over a data
communication link 148, and may be, for example, a conventional telephone modem, a
wireless modem, an Integrated Services Digital Network (ISDN) adapter, a Digital
Subscriber Line (DSL) modem, a cable modem, a radio transceiver, a satellite
transceiver, an Ethernet adapter, or the like.

[0090] The I/O devices 145 (which may be omitted in a system that operates
exclusively as a server and provides no direct local user interface) may include, for
example, one or more devices such as: a pointing device such as a mouse, trackball,
touchpad, or the like; a keyboard; audio speakers; and/or a display device such as a
cathode ray tube (CRT), a liquid crystal display (LCD), or the like. Other variations
upon the illustrated set of components can be implemented in a manner consistent with
the invention.

[0091] Software (including instructions and data) 147 to implement the techniques
described above may be stored in one or more of ROM 141, RAM 142, and mass
storage device 143. In certain embodiments, the software 147 may be initially loaded
into the processing system by downloading it from a remote system through the
communication device 144.

[0092] Thus, a system and method for managing the publication, purchase and
delivery of digital content from multiple content suppliers to multiple wireless services
subscribers in multiple domains have been described. Although the present invention
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has been described with reference to specific exemplary embodiments, it will be
recognized that the invention is not limited to the embodiments described, but can be
practiced with modification and alteration within the spirit and scope of the appended
claims. Accordingly, the specification and drawings are to be regarded in an illustrative

sense rather than a restrictive sense.
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CLAIMS
What is claimed is:

1. A method of providing access to content for use on wireless communication devices,
the method comprising:

receiving and storing in a server system a plurality of items of content to be
made available for use in wireless communication devices used by a plurality of .
wireless services subscrib'ers; and

associating each of the items of content in the server system with a plurality of
different provisioning models for provisioning the content in wireless communication
devices, each of the provisioning models corresponding to a different set of device

capabilities.

‘2. A method as recited in claim 1, wherein each provisioning model includes a
provisioning protocol and a corresponding set of provisioning descriptors.

3. A method as recited in claim 1, further comprising:

receiving a request for one of.the items of content from a wireless services
subscriber; ’
' identifying device capabilities of a wireless communication device used by the
subscriber in response to the request;

selecting one of a plurality of provisioning models associated in the server
system with the requested item of content, based on the device capabilities of the
wireless communication device used by the subseriber;

packaging the requested item according to the selected provisioning model; and

provisioning the requested item in the wireless communication device used by

the subscriber according to the selected provisioning model.

4. A method as recited in claim 3, wherein:
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said packaging the requested item comprises creating a provisioning descriptor
for the requested item according to the selected provisioning model, and associating
the provisioning descriptor with the requested item; and

said provisioning the requested item in the wireless device comprises sending
the packaged requested item to the wireless communication device used by the
subscriber according to a provisioning protocol associated with the selected

provisioning model.

5. A method of providing access to content for use on wireless communication devices,
the method comprising:

receiving and storing a plurality of items of content to be made available for use
in wireless communication devices used by a plurality of wireless services subscribers,
including receiving a plurality of different implementations of at least one of the items of
content, where each implementation of any given item of content corresponds to a
different set of device capabilities; and

maintaining a product catalog containing a description of the items of content,
the product catalog including, in association with each item of content, a reference to
each implementation of said item of content.

6. A method of providing access to digital content for use on wireless communication
devices, the method comprising: v

receiving and storing in a server system a plurality of items of digital content to
be made available for use in wireless communication devices used by a plurality of
wireless services subscribers, including receiving and storing a plurality of different
implementations of at least one of the items of digital content, where each
implementation of any given item of digital content corresponds to a different set of
device capabilities;

operating the server system to maintain a product catalog containing a
description of the items of digital content, wherein the product catalog includes, in
association with each item of digital content, a reference to each implementation of said

item of digital content;
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receiving a request from a wireless device used by one of the subscribers;

in response to the request, selecting a portion of the product catalog to be
presented to the subscriber, based on device capabilities of the wireless device used by
the subscriber; and

presenting the selected portion of the product catalog to the subscriber via a
wireless network, such that the selected portion, as presented to the subscriber,
provides only a single description of each item of digital content in said portion,
regardless of the number of implementations of each said item.

7. A method as recited in claim 6, wherein said selecting a portion of the product
catalog comprises:

in response to the request, determining the idehtity of the wireless device used
by the subscriber, wherein each implementation of the plurality of items of digital
content has been previously associated in the server system with at least one device
identity, according to corresponding device capabilities supported by the
implementation; and

selecting the portion of the product catalog to be presented to the subscriber
based on the identity of the wireless device used by the subscriber.

8. A method as recited in claim 6, further comprising:

receiving from the subscriber a request for one of the items of digital content in
said portion of the product catalog; '

selecting an implementation of the requested item of digital content, based on
device capabilities of the wireless device used by the subscriber; and

downloading the selected implementation of the item of digital content to the

wireless device used by the subscriber.

9. A method as recited in claim 1, further comprising associating each of the items of
digital content in the server system with a plurality of different provisioning models, each
of the provisioning models corresponding to a different set of device capabilities, each
provisioning model including a provisioning protocol and a corresponding set of

27

EX1002 - Page 37



provisioning attributes and descriptors for provisioning digital content in wireless
devices.

10. A method as recited in claim 9, further comprising:

receiving from the subscriber a request for one of the items of digital content in
said portion of the product catalog;

identifying device capabilities of the wireless device used by the subscriber,

selecting one of a plurality of provisioning models associated with the requested
item in the server system, based on the device capabilities of the wireless device used
by the subscriber;

packaging the requested item according to the selected provisioning model; and

provisioning the requested item in the wireless device used by the subscriber

according to the selected provisioning model.

11. A method as recited in claim 10, wherein:

said packaging the requested item comprises creating a provisioning descriptor
for the requested item according to the selected provisioning model, and associating
the provisioning descriptor with the requested item; and

said provision‘ing the requested item in the wireless device comprises sending
the packaged requested item to the wireless device used by the subscriber according to

a provisioning protocol associated with the selected provisioning model.
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ABSTRACT OF THE DISCLOSURE

A network server system includes a download manager that manages the
publication, purchase and delivery of digital products from multiple suppliers to wireless
services subscribers in multiple domains. Product suppliers can publish and manage
their products on the server system via a computer network and make their products
available to the subscribers for purchase or licensing. The subscribers in each domain
can access the server remotely to purchase rights to download and use the products on
associated wireless communication devices. Multiple different implementations of any
product can be maintained, where each implementation corresponds to a different set
of device capabilities. Each product can also be associated with multiple different
provisioning models, each corresponding to a different set of device capabilities.
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E 1 AFTER ‘ PREVIOUSLY EXTRA RATE |TIONAL RATE | TIONAL
g T, ~\=ENOMENT PAID FOR FEE FEE
g Total * Minhus e = X$ 9= OR X$18=
g Independent |+ Minus ok =
- X42= or| X84=
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM |
+140= OR{ +280=
* If the entry in column 1 is less than the entry in column 2, write “0” in column 3. = TOTA
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20." ADDII’?JQE OR ADDITPJF‘E\:E-

+f the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3."
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

FORM PTO-875 (Rev. 12/02) *

*U.S. Government Printing Office: 2003 — 498-278/69151
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orney’s Docket No.: _3399P103/1218 Patent
First Named Inventor: __ Rikard M. Kjellberg

Check One: Complete If Known:
Declaration Submitted with Application No.: _10/600,746
Initial Filing OR Filing Date: __06/19/2003
X Declaration Submitted After Art Unit:
Initial Filing (Surcharge under Examiner Name:

37 C.F.R. § 1.16(e) Required).

DECLARATION AND POWER OF ATTORNEY FOR PATENT APPLICATION

As a below named inventor, | hereby declare that:
My residence, mailing address, and citizenship are as stated below next to my name.

| believe | am the original, first, and sole inventor (if only one name is listed below) or an original, first,
and joint inventor (if plural names are listed below) of the subject matter which is claimed and for which
a patent is sought on the invention entitled

Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile

Devices

the specification of which

_ is attached hereto.
_X_ was filed on (MM/DD/YYYY) __06/19/2003 as
United States Application Number _10/600,746
or PCT International Application Number.
and was amended on (MM/DD/YYYY)

(if applicable)

| hereby state that | have reviewed and understand the contents of the above-identified specification,
including the claim(s), as amended by any amendment specifically referred to above.

| acknowledge the duty to disclose information which is material to patentability as defined in 37 C.F.R.
1.56, including for continuation-in-part applications, material information which became available

between the filing date of the prior application and the national or PCT international filing date of the
continuation-in-part application.

Rev. 05/01/03 (D2) Page 1 of 3
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| hereby claim foreign priority benefits under 35 U.S.C. 119(a)-(d) or (f), or 365(b) of any foreign
application(s) for patent, inventor's or plant breeder’s rights certificate(s), or 365(a) of any PCT
international application which designated at least one country other than the United States of America,
listed below and have also identified below, by checking the box, any foreign application for patent,
inventor's or plant breeder’s rights certificate(s), or any PCT international application having a filing date
before that of the application on which priority is claimed:

Priority Certified

Prior Foreign Application(s) Claimed? Copy Attached?
{Number) (Country) (Foreign Filing Date - Yes No Yes No
MM/DD/YYYY)
(Number) (Country) (Foreign Filing Date - Yes No Yes No
MM/DD/YYYY)
(Number) (Country) (Foreign Filing Date - Yes No Yes No
MM/DD/YYYY)

| hereby appoint the Practitioners associated with Customer Number 26529 as my respective patent
attorneys and patent agents, with full power of substitution and revocation, to prosecute this application
and to transact all business in the U.S. Patent and Trademark Office connected herewith.

Direct all correspondence to (check one):

_X_ Customer Number 26529

Rev. 05/01/03 (D2) Page 2 of 3
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| hereby declare that all statements made herein of my own know! dge are true and that all
statements made on informati n and belief are bellevedt be tru ; and further that these
statements were made with the knowledg that willful false statements and the like = made are
punishable by fine rimpris nment, rboth, under 18 U.S.C. 1001 and that such willful false
statements may je pardize the validity of the application or any patent issued thereon.

;L;Ilerr;l;r:e of Sole/First  Rikard M. Kjellberg Citizenship: Sv;eden
;2 (’;@ = /2 - 03
Inventor’'s Signature: \ /] Date of Signature:
Residence: (City)  santa Cruz (State/Country) CA/US
Mailing Address: 23911 East Clitf Drive, Santa Cruz, CA 95062, US
Full Name of Sheng Llang o - us
Second/Joint Inventor: Citizenship:
| C Slewp &)20/e3

Iinventor’s Signature: <= Date of Signature: —
Residence: (City)  cupertino (State/Country) CA/US
Mailing Address: 10440 Oakville Ay dino, CA 4, US
Full Name of Tomas G. Lund - . Sweden
Third/Joint Inventor: A / Citizenship:

A 2
Inventor’s Signature: Date of Signature: g/ 7-/ 03
Residence: (City)  +FosterOity— M EANLo P4 Bl(,ﬁ:ate/Country) CAUS

[

Mailing Address: : ;

Fult Name of
Fourth/Joint Inventor:

Inventor’s Signature:
Residence: (City)

Mailing Address:

Full Name of
Fifth/Joint Inventor:

Inventor’s Signature:
Residence: (City)

Mailing Address:

Full Name of
Sixth/Joint Inventor:

Inventor’s Signature:
Residence: (City)

Mailing Address:

Rev. 05/01/03 (D2)

.218-Bounty-Drive-#1815-Foster Gity-GA-84404:US __ _
1010 NJOEL D& #/4, MENLD PACK, CA T4025 LS
us

Willlam Chan Citizenship:
UMV Date of Signature: Kj Lig/ 03
San Mateo (State/Country) CA/US
1341 David Street #314, San Mateo, CA 94403, US
Ramakrishna Chinta Citizenship: India .
NS o> =
~— Date of Signature:
Sunnyvale (State/Country) CAUS
874 Flin Way, Sunnyvale, CA 94087, US
Xinbi Chen Citizenship: China
) 2
&/27/7
M % Date of Signature: / }
Palo Alto (State/Country)  cA/US

524 Kendall Avenue Apt. 1, Palo Alto, CA 94306, US

Page 3of 3
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\K’ftggrney Do\g;_{{. t No.: 3399P103 Patent

& roaneed
T aney IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application for:
Rikard M. Kjellberg Examiner: Not Yet Assigned

Serial No.: 10/600,746 Group Aﬁ Unit: 2681

Filing Date: 06/19/2003

For: DEVICE CAPABILITY BASED
DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR
WIRELESS MOBILE DEVICES

Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

INFORMATION DISCLOSURE STATEMENT

Sir:
Enclosed is a copy of Information Disclosure Citation Form PTO-1449 or
PTO/SB/08 together with copies of a European search report for related European

patent application no. 03254137.7, dated August 17, 2004 and the documents cited in

that report, except for copies not required to be submitted (e.g., copies of U.S. patents
and U.S. published patent applications need not be enclosed). It is respectfully
requested that the cited documents be considered and that the enclosed copy of
Information Disclosure Citation Form PTO-1449 or PTO/SB/08 be initialed by the
Examiner to indicate such consideration and a copy thereof returned to applicant(s).
Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure
Statement is not to be construed as a representation that a search
has been made and is not to be construed as an admission that the information cited in
this statement is material to patentability or constitutes prior art with respect to the

present invention.

-1- LIV/cak (10/27/08)
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Pursuant to 37 C.F.R. § 1.97, this Information Disclosure Statement is being
submitted under one of the following (as indicated by an “X” to the left of
the appropriate paragraph):
_X 37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). If so, then enclosed with this Information
Disclosure Statement is one of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.17(p).

37 C.F.R. §1.97(d). If so, then enclosed with this lnformAation
Disclosure Statement are the following:

(1) A statement pursuant to 37 C.F.R. §1.97(e); and

(2) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the Information Disclosure Statement.

If there are any additional charges, pjlease charge Deposit Account No. 02-2666.

Respectfully submitted,

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: _11-18-04 //L/ﬂ ﬂ\

Jorda . Becker
Reg.MNo. 39,602

12400 Wilshire Bivd.
Seventh Floor
Los Angeles, CA 90025
(408) 720-8300
| hereby certify that this correspondence is being deposited with the United States Postal Service as first
class mail with sufficient postage in an envelope addressed to the Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450 on
~11-18-04

(Date of Deposit)
Harleen Bains
(Typed or printed name of person mailing correspondence)

Ty

- (Signature of person mailing correspondence)

-2- LJV/cak (10/27/04)
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Substitute for Form 1449/PTO SAK & Compilete if Known
Ny lication Number
INFORMATION DISCLOSU = PR e 10/600,746
=" 22 z19 §Filing Date 06/19/2003
STATEMENT BY APPL'CA f, &/First Named Inventor: Rikard M. Kjellberg
(use as many sheets as necessary) ,g[,”, QQ\’ C« D Art Unit 2681
Examiner Name Not Yet Assigned
Sheet I 1 l of [ 2 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Cite No.” Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant
Number-Kind Code® (if known) Figures Appear
us- 6,161,140 12-12-2000 Moriya
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
FOREIGN PATENT DOCUMENTS
Examiner Cite Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initials* No.' Date Applicant of Cited Document Lines, Where Relevant
Passages or Relevant
s MM-DD-YYYY Figures Appear
Country Code’ Number' Kind Code’
(if known)
WO 02/27543 A2 04-04-2002 Volantis Systems Limited
International Business Machines
EP 0992 922 A2 04-12-2000 Corporation
Examiner Date Considered
Signature

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant's unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. °Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). *For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the senal number of the patent document. *Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. ®Applicant is to place a check mark here if English language
translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Substitute for Form 1449/PTO {

VL { /{\, Complete if Known
Application/Number 10/600,746
INFORMATION DISCLOSUR o0 [ Fiing 58 06/19/2008
STATEMENT BY APPLICANT “{rstNamed inventor: Rikard M. Kjellberg
(use as many sheets as necessary) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet I 2 I of | 2 Attorney Docket Number 3399P103
NON PATENT LITERATURE DOCUMENTS
Examiner Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the T
Initials* No' item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue

number(s), publisher, city and/or country where published

AUSTALLER, GERHARD, et al.: “Gulliver Beans: Generating Device Optimized and
Individualized Content for WAP Applications”, Proc. Workshop Information Design for
Mobile Web Services, [Online] May 15, 2000, pages 1-7, XP-002266242.

ELLIPSUS SYSTEMS: “Ellipsus’ Mobile Application Provisioning System”, White Paper,
[Online] September 23, 2001, pages 0-10, XP-002266188.

Examiner Date
Signature Considered

*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered. Include
copy of this form with next communication to applicant.

'Applicant’s unique citation designation number (optional). 2Applicant is to place a check mark here it English Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT
SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Atforney Docket No.: 3399P103 Patent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Patent Application for:
Rikard M. Kjellberg, et al. Examiner: Not Yet Assigned

Serial No.:  10/600,746 Group Art Unit: 2681

I hereby certify that this correspondence is being
deposited with the United States Postal Service as
first class mail with sufficient postage in an
envelope addressed to the Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-

Filing Date: 06/19/2003

For: DEVICE CAPABILITY BASED
DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR 1450 on
WIRELESS MOBILE DEVICES January 24, 2005
(Date of Deposit)
— Harleen Bains
Commissioner for Patents (Printed name)
P.O. Box 1450 m
Alexandria, VA 22313-1450 ) January 24, 2005

(Signature) (Date)

REQUEST FOR STATUS

Sir:

Applicant respectfully requests the current status for the above-referenced
patent application. Applicant has timely filed all required documents. To date,
Applicant has not received an Office Action.

In support of this Request for Status, attached please find a copy of the filing
receipt received on December 11, 2003.

In view of the information presented, Applicant hereby respectfully requests the
current status for the above-referenced apblication.

Respectfully submitted,

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP
Jogflan M. Becker -

Ré&g. No. 39,602

Dated: _01-24-2005

12400 Wilshire Bivd.

Seventh Floor

Los Angeles, CA 90025-1026
(408) 720-8300
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»UNITED-STATES PATENT AND TRADEMARK OFFIGE IMB
\'\“i':;}"/“ UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AMCOW]SS‘IONER FOR PATENTS
Z‘mn'."\?m 22313-1450
WWW.Usplo.gov
APPL NO. F'L:;GD,??E”‘ ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cLms | IND CLms
10/600,746 06/19/2003 2681 880 3399P103 14 11 3

CONFIRMATION NO. 5994
26529 UPDATED FILING RECEIPT

BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC il T
L or T A0S T
SEVENTH FLOOR :
LOS ANGELES, CA 90025 )

e
R

Date Mailed: 12/09/2003

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. if an
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if
appropriate).

Applicant(s) E C E I V E
Rikard M. Kjellberg, Santa Cruz, CA;
Sheng Liang, Cupertino, CA;
Tomas G. Lund, Menlo Park, CA: ‘ DEC 1 1 2003
William Chan, San Mateo, CA;
Ramakrishna Chinta, Sunnyvale, CA; BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP
Xinbi Chen, Palo Alto, CA: """ 108 ANGELES

Domestic Priority data as claimed by applicant

This appln claims benefit of 60/393,024 06/28/2002
and claims benefit of 60/392,383 06/28/2002
and claims benefit of 60/393,041 06/28/2002
and claims benefit of 60/392,999 06/28/2002

Foreign Applications

If Required, Foreign Filing License Granted: 09/12/2003

Projected Publication Date: 03/18/2004

ENTERED
DEC 1 2 2003
STATUS DB-1.2

Non-Publication Request: No

Early Publication Request: No
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Title

Device capability based discovery, packaging and provisioning of content for wireless mobile
- devices

Preliminary Class
455

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED
The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardiess of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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Attorney Docket No.: 3399P103
IN THE UNITED STATES

- Inre Patent Application for:

Rikard M. Kjellberg, et al.

Serial No.: 10/600,746 |

Filing Date: 06/19/2003

For: DEVICE CAPABILITY BASED
DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR
WIRELESS MOBILE DEVICES

Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

/m

Patent

Examiner: Not Yet Assigned

Group Art Unit: 2681

I hereby certify that this correspondence is being
deposited with the United States Postal Service as
first class mail with sufficient postage in an
envelope addressed to the Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-
1450 on

August 10, 2005

(Date of Deposit)
Harleen Bains

(Printed name)

August 10, 2005

(Signature) (Date)

INFORMATION DISCLOSURE STATEMENT

Sir:

Enclosed is a copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08

together with copies of the documents cited on that form, except for copies not required to be

submitted (e.g., copies of U.S. patents and U.S. published patent applications need not be

enclosed). It is respectfully requested that the cited documents be considered and that the

enclosed copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08 be initialed by

the Examiner to indicate such consideration and a copy thereof returned to applicant(s).

Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure Statement is

not to be construed as a representation that a search has been made and is not to be

construed as an admission that the information cited in this statement is material to patentability

or constitutes prior art with respect to the present invention.

LJV/cak (10/27/04)
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Pursuant to 37 C.F.R. § 1.97, this Information Disclosure Statement is being submitted
under one of the following (as indicated by an “X” to the left of
the appropriate paragraph):

X 37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). If so, then enclosed with this Information Disclosure
Statement is one of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.17(p).

37 C.F.R. §1.97(d). If so, then enclosed with this Information Disclosure
Statement are the following:

(1 A statement pursuant to 37 C.F.R. §1.97(e); and

(2) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the Information Disclosure Statement.

If there are any:additional charges, please charge Deposit Account No. 02-2666.

. Respectfully submitted, ‘

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: _August 10, 2005 M /@

Jori M. Becker
Reg.égo. 39,602

12400 Wilshire Blvd.
Seventh Floor

Los Angeles, CA 90025
(408) 720-8300

-2. LJV/cak (10/27/04)
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Substitute for Form 1448/PTO Complete if Known
|NFORMAT|ON DISCLOSU RE Application Number 10/600,746
Filing Date 06/19/2003
ENT BY APPLICANT First Named Inventor: Rikard M. Kjellberg,
as many sheets as necessary) et al.
Art Unit 2681
Examiner Name Not Yet Assigned
Sheet of 2 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Publication Date Name of Patentee or Pages, Columns, Lines,
Initials™ Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant
Number-Kind Code®(it known) Figures Appear
uUs- 6,076,166 06-13-2000 Moshfeghi et al.
us- 6,167,441 12-26-2000 Himmel
us- 6,275,692 B1 08-14-2001 Skog
us- 6,311,215 B1 10-30-2001 Bakshi et al.
us- 2001/0037192 At 11-01-2001 Shimamoto et al.
us- 2002/0194219 At 12-19-2002 Bradiey et al.
us-
us-
us-
us-
us-
us-
Us-
us-
us-
FOREIGN PATENT DOCUMENTS
Examiner Cite Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initials* | No.' Date Applicant of Cited Document Lines, Where Relevant
Passages or Relevant
MM-DD-YYYY Figures Appear
Country Code’ Number' Kind Code’®
(if known)
WO 01/97482 A1 12-20-2001 Telefonaktiebolaget LM Ericsson
WO 02/23857 A2 03-21-2002 Viafone, Inc.
WO 98/35469 A2 08-13-1998 The Sabre Group, Inc.
WO 98/35469 A3 08-13-1998 The Sabre Group, Inc.
Examiner Date Considered
Signature

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant’s unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. *Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). “For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. *Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. ®Applicant is to place a check mark here if English language
translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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| 'substitute for Form 144$/PT&§ \1 Complete if Known
INFORMATION DISCLESURE [ Aspicaton Number 10/600,746
- ) Filing Date 06/19/2003
STATEMENT LICANT [ First Named Inventor: Rikard M. Kjellberg, et al.
(use as many sheets as necessary) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet | l of l 2 Attorney Docket Number 3399P103
NON PATENT LITERATURE DOCUMENTS
Examiner Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the
Initials* No' item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published
Erik Bladh et al., "GPRS — Applicability and Expectations”, Vaxjé University, School of Mathematics
and Systems Engineering, Reports from MSI, August 2002, pages 1-64.
Examiner Date
Signature Considered

“Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered. Include

copy of this form with next communication to applicant. .
*Applicant’s unique citation designation number (optional). 2Applicant is to place a check mark here if English Translation is attached.

This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT

SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Attorney Docket No.: 3399P103 . .. Patent
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

d57 re Patent Application for: Examiner: Not Yet Assigned

Rikard M. Kjellberg, et al. Group Art Unit: 2681
Serial No.: 10/600,746

- . 1 hereby certify that this correspondence is being
Filing Date: 06/19/2003 deposited with the United States Postal Service as
first class mail with sufficient postage in an
For: DEVICE CAPABILITY BASED envelope addressed to Mail Stop Amendment,
DISCOVERY, PACKAGING AND Commissioner for Patents, P.O. Box 1450,
PROVISIONING OF CONTENT FOR Alexandria, VA 22313-1450 on
WIRELESS MOBILE DEVICES October 12. 2005
(Date of Deposit)
Mail Stop Amendment zlpafleieg Bains)
issi : rinted name
g%“"gf:':’zseg for Patents —HETD October 12, 2005
el ’ Signat Dat
Alexandria, Virginia 22313-1450 (Signature) (Date)

INFORMATION DISCLOSURE STATEMENT

Sir:

Enclosed is a copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08
together with copies of the documents cited on that form, except for copies not required to be
submitted (e.g., copies of U.S. patents and U.S. published patent applications need not be
enclosed). It is respectfully requested that the cited documents be considered and that the
enclosed copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08 be initialed by
the Examiner to indicate such consideration and a copy thereof returned to applicant(s).

Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure Statement is
not to be construed as a representation that a search has been made and is not to be
construed as an admission that the information cited in this statement is material to patentability

or constitutes prior art with respect to the present invention.

-1- LJV/cak (10/27/04)
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Pursuant to 37 C.F.R: §71.97, this Information Disclosure Statement is being submitted
| under one of the following (as indicated by an “X” to the left of
the appropriate paragraph):

X 37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). If so, then enclosed with this Information Disclosure
Statement is one of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.17(p).

37 C.F.R. §1.97(d). If so, then enclosed with this Information Disclosure
Statement are the following:

(1) A statement pursuant to 37 C.F.R. §1.97(e); and

(2) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the Information Disclosure Statement.

If there are any additional charges, please charge Deposit Account No. 02-2666.

Respectfully submitted,
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: October 12, 2005 / //17 /Z

Jorddn M. Becker

Red. No. 39,602
12400 Wilshire Bivd.
Seventh Floor
Los Angeles, CA 90025
(408) 720-8300
-2- LJV/cak (10/27/04)
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. Substitute for Form 1449/PTO Complete if Known
|NFORMAT|ON DISCLOSURE Application Number 10/600,746
- Filing Date 06/19/2003
STATEMENT BY APPLIC First Named Inventor: Rikard M. Kjellberg,
(use as many sheels as necessary) (Zo et al.
& it
%) S Examiner Name Not Yet Assigned
Sheet 1 of \4’: | ;«"7 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Cite No.” Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant

Number-Kind Code?(if known) Figures Appear

us- 5,835,724 11-10-1998 Smith

us- 5,895,471 04-20-1999 King et al.

us- 6,049,892 04-11-2000 Casagrande et al.

us- 2003/0084165 A1 05-01-2003 Kijellberg et al.

us- 2004/0024867 A1 02-05-2004 Kjellberg

us- 2004/0054787 A1 03-18-2004 Kjellberg et al.

us- 2005/0071418 A1 03-31-2005 Kjellberg et al.

us-

us-

us-

us-

us-

us-

us-

us-

FOREIGN PATENT DOCUMENTS

Examiner Cite1 Foreign Patent Document Publication Name of Patentee or Pages, Columns, | Te
initials* | No. Date Applicant of Cited Document I’;ines. WhereFl(R?Ievar:t
assages or Relevan
MM-DD-YYY Figures Appear
Country Code> Numbert Kind Code®
(if known)
WO 00/44147 A1 07-27-2000 Telefonaktiebolaget LM Ericsson
WO 00/70826 A2 11-23-2000 Tang, Bob
WO 99/08208 A1 02-18-1999 Aoraki Corporation Limited
WO 99/26159 A2 05-27-1999 Microsoft Corporation
Examiner Date Considered

Signature

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant's unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.qov or MPEP 901.04. 3Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). ‘For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. 5Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. ®Applicant is to place a check mark here if English language
translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.Q. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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1 Sul;stitute for Form 1449/PTO Complete if Known
INFORMATION DISCLOSURE [ Applcation Number 10/600,746 —
Filing Date 06/19/2003
STATEMENT BY APPLICANT First Named Inventor: Rikard M. Kjellberg, et al.
(use as many sheets as necessary) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet | | of l 2 Attomey Docket Number 3399P103
NON PATENT LITERATURE DOCUMENTS
Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the T
Initials* No' item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published
"A Vision for Dynamic Java Services Provisioning, The Java Services Vending Machine Concept”,
June 2001, Version 1.0, Sun Microsystems, Inc., pages 1-25.
Sheila Riley, "Sun-Microsoft Spat Now Carrying Over To Wireless World", Investor's Business Daily, 1
page.
Examiner Date
Signature Considered

*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered. Include
copy of this form with next communication to applicant.
'Applicant’s unique citation designation number (optional). 2applicant is to place a check mark here if English Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public whichiis to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or

suggestions for reducing this burden, should be sent to the Chief Information Offi

SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9189) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Patent Application for:

Rikard M. Kjellberg et al.
Serial No.: 10/600,746
Filing Date: 06/19/2003
For: DEVICE CAPABILITY BASED
DISCOVERY, PACKAGING AND
PROVISIONING OF CONTENT

FOR WIRELESS MOBILE
DEVICES

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Patent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Examiner: Not Yet Assigned

Group Art Unit: 2681

I hereby certify that this correspondence is being
deposited with the United States Postal Service as
first class mail with sufficient postage in an envelope
addressed to Mail Stop Amendment, Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-
1450 on

April 25, 2006

(Date of Deposit)
Harleen Bains

. (Printed name)
i ) April 25, 2006

< (Signature) (Date)

INFORMATION DISCLOSURE STATEMENT AND NOTICE OF OTHER

PENDING APPLICATION(S)

Sir:

Enclosed is a copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08
together with copies of the documents cited on that form, except for copies not required to be

submitted (e.g., copies of U.S. patents and U.S. published patent applications need not be

enclosed). It is respectfully requested that the cited documents be considered and that the

enclosed copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08 be initialed by

the Examiner to indicate such consideration and a copy thereof returned to applicant(s).

Applicant would like to bring to the Examiner’s attention the following co-pending patent
application(s), which is/are assigned to the assignee of the present application, and which may

be relevant to the present application:

1) U.S. patent application no. 10/269,133, entitled, "User-Centric Session

Management for Client-Server Interaction using Multiple Applications and Devices," filed

on October 10, 2002, publication no. 2003/0084165 A1, of Rikard M. Kjellberg et al.,
which was previously cited in the IDS filed by applicant October 14, 2005.

LJV/cak (10/27/04)
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2) U.S. patent application no. 10/282,557, entitled, "Method and Apparatus for
Determination of Device Capabilities on a Network," filed on October 28, 2002,
publication no. 2004/0024867 A1, of Rikard M. Kjellberg, which was previously cited in
the IDS filed by applicant October 14, 2005.

3) U.S. patent application no. 10/601,022, entitled, "Domain-Based Management of
Distribution of Digital Content from Multiple Suppliers to Multiple Wireless Services
Subscribers," filed on June 19, 2003, publication no. 2004/0054787 A1, of Rikard M.
Kjellberg et al., which was previously cited in the IDS filed by applicant October 14,
2005.

4) U.S. patent application no. 10/794,826, entitled, "Federated Download of Digital
Content to Wireless Devices," filed on March 4, 2004, publication no. 2005/0071418 A1,
of Rikard M. Kjellberg et al., which was previously cited in the IDS filed by applicant
October 14, 2005.

Applicants respectfully request that the above-listed items not be printed on the

face of any patent which may issue from the present application.

Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure Statement is
not to be construed as a representation that a search has been made and is not to be
construed as an admission that the information cited in this statement is material to patentability
or constitutes prior art with respect to the present invention.

Pursuant to 37 C.F.R. § 1.97, this Information Disclosure Statement is being submitted
under one of the following (as indicated by an “X” to the left of the appropriate paragraph):

X 37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). If so, then enclosed with this Information Disclosure
Statement is one of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.17(p).

37 C.F.R. §1.97(d). If so, then enclosed with this Information Disclosure
Statement are the following:

-2- LJV/cak (10/27/04)
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(1) A statement pursuant to 37 C.F.R. §1.97(e); and

(2) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the Information Disclosure Statement.

If there are any additional charges, please charge Deposit Account No. 02-2666.

Dated: __ April 25, 2006

Respectfully submitted,

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

[ f

Customer No. 26529
12400 Wilshire Bivd.
Seventh Floor

Los Angeles, CA 90025
(408) 720-8300

Jordan M. Becker
Reg. N®. 39,602

-3- LJV/cak (10/27/04)
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Substitute for Form 14498/PTO Complete if Known
ORMAT'ON DlSCLOSURE Application Number 10/600,746
Filing Date 06/19/2003
STAREMENT BY APPLICANT First Named Inventor. | Fikard M. Kjellberg et
APR 21 2006 8 (use as many sheets as necessary) al.
0 Art Unit 2681
Examiner Name Not Yet Assigned
Sheet of | 1 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Cite No.” Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant

Number-Kind Code® (i known) Figures Appear

us- 6,438,576 08-20-2002 Huang et al.

us- 2001/0047477 A1 11-29-2001 Chiang

Us- 2002/0065944 A1 05-30-2002 Hickey et al.

us- 2002/0078253 A1 06-20-2002 Szondy et al.

us- 2002/0194473 A1 12-19-2002 Pope et al.

us- 2003/0017826 A1 01-23-2003 Fishman et al.

us- 2003/0101329 A1 05-29-2003 Lahti et al.

us- 6,223,289 B1 04-24-2001 Wall et al.

Us- 6,587,880 B1 07-01-2003 Saigo et al.

us-

us-

us-

us-

us-

us-

FOREIGN PATENT DOCUMENTS
Examiner Citg Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initials* | No. : Date Applicant of Cited Document Lines, Where Relevant
Passages or Relevant
s MM-DD-YYYY Figures Appear
Country Code’ Number' Kind Code®
(if known)

Examiner Date Considered
Signature

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. *Applicant’s unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. SEnter Office that issued the document, by the two-letter code (WIPO Standard ST.3). “For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. *Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. °Applicant is to place a check mark here if English language
translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is govemned by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.
If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

TELEPHONE: (408) 720-8300 INTELLECTUAL PROPERTY Law FACSIMILE: (408) 720-8383
12400 WILSHIRE BOULEVARD, 7TH FLOOR
REBEVEY

L.os ANGELES, CA 90025

CENTRAL FA} GENTER
FACSIMILE COVER SHEET MAY 2 3 2008
Detiver to: ,USPTO B Art Group: 2681
Facsimile No.: (571)273-8300 Date: May 23,2006
From: Jordan M. Becker Reg No 39,602,
Our Docket No.: 3399P103 Number of pages .3 __including this sheet.
Application No.: 10/600,746___ Filing Date: 6/1902003_______

Docket Due Date(s): !

Enclosed are the following documents:

Amendment: .. ( —pgs) Issue Fee Transmintal

a [H]
O AppealBriei (__—_pgs) [ Naotice of Appeal
[] Application: . [0 Petition for: -
{ ——pgs) w/cover & abstract) O Reqguest for Continued Examination (RCE)
] Assignment & Cover Sheet (___pgs) 3 Reply Brief { —__pgs)
B Certfficate of Facsimile [ Request & Certification Under 35 USC 122(b)(2)(B)(i)
0 Continued Prosecution Application (GPA) O Regusst to Rescind Previous Nonpublication Request
0O Declaration & POA ( ___pgs) [ Response to Nofice of Missing Parts & Formalities Letter
O Drawings: .._sheets, __ figures O Response to Written Opinien ( . pgs)
[ Extension of Time: [0 Terminal Disclaimer
[d Fee Transmittal (in duplicate) O Transmittal of Publication Fee Due
B IDS & PTO/SB/O8 ( 2 pgs) O Transmittal Letter
B3 Other 1 cited refarance .

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.84)

1 hereby certify that this correspondence is being transmitted by facsimile on the date shown below to the United States
Patent and Trademark Office.

= 5/23/2006
< Harleen Bains Date

Confidenilality Note: The documents accompanying this facsimile transmission contain information from the law firm of Blakely, Sokoloff, Taylor
& Zafman whigh is confidential or privileged. The information s intended to be for the use of the individual or entity named on this transmission
sheet. If you are not the intended recipient, be aware that any disclosura, copying, distribution or use of the contents of this faxed information Is
prohibited. If you have received this lacsimite in eror, please notfy us by telephone immediately so that we can amange for the retrieval of the
original documents at no cost to you,

If you do not racelve all the paaes, or If there is any dificulty In receiving, please call: (408) 720-8300 and ask for Harteen Baeins.

PAGE 1/3* RCVDAT 52312006 6:52:52 PM [Eastem Dayfight Time]* SVR:USPTO-EFXRF-§/44 * DIS:2738300* CSID: 14089478280 * DURATION (mm-ss).01-08
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MAY 2 3 2006
Attorney Docket No.: 3399P103 Patent
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application for:

Rikard M. Kjellberg et al. Examiner: Not Yet Assigned
Serial No.: 10/600,746 Group Art Unit: 2681
Filing Date: 06/19/2003 Ceortificate of Transmission

1 hereby certify that this correspondance is belng facsimile

For: DEVICE CAPABILITY BASED
transmitted to the Fatent and Trademark Qffice on:

DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR (Dm:'g;'ggni?nf’gsm
WIRELESS MOBILE DEVICES e
- (Printed name)
Commissioner for Patents /ﬁgm May 23, 2006
P.0O. Box 1450 (Signature) (Date)

Alexandria, VA 22313-1450

INFORMATION DISCLOSURE STATEMENT
Sir:
It is respectfully requested that the information listed below be considered and that a
copy of this Information Disclosure Statement be initialed by the Examiner to indicate such
consideration and a copy thereof returned to applicant(s).

Applicants note that an Office Action has been received in a related, copending
application. In particular, a Final Office Action for U.S. Patent Application No. 10/601,022 was
mailed on 05/05/2006. A copy of this Final Office Action is available through the Patent
Application Information Retrieval (PAIR) system. If the Examiner so requests, Applicants will
provide the Examiner with a copy of this Final Office Action.

Applicants respectfully request that the above-listed item not be printed on the
face of any patent which may issue from the present application.

Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure Statement is
not to be construed as a representation that a search has been made and is not to be
construed as an admission that the information cited in this statement is material to patentability
or constitutes prior art with respect to the present invention.

-1- LJV/cak (10/27/04)
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Pursuant to 37 C.F.R. § 1.97, this Information Disclosure Statement is being submitted
under one of the following (as indicated by an “X" to the left of the appropriate paragraph):

X 37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). !f so, then enclosed with this information Disclosure
Statement is one of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.1 7(p)-

37 C.F.R. §1.97(d). ! so, then enclosed with this Information Disclosure
Statement are the following:

1) A statement pursuant to 37 C.F.R. §1.97(e); and

@) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the Information Disclosure Statement.

If there are any additional charges, please charge Deposit Account No. 02-2666.

Respectiully submitted,
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: __May 23, 2006 / /’/M — /é//

JordapftBecker
Reg.MNo. 39,602

Customer No. 26529
12400 Wilshire Bivd.
Seventh Floor

Los Angeles, CA 90025
(408) 720-8300

I -2- LJV/cak (10/27/04)
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

P
% Trrtons: (408) 720-8300 INTCLLECTUAL PROFERTY 1AW FACSIMiLE: (408) 720-8383
12400 WILSIIRE BOULEVARD, 7TH FLOOR
o LLos ANGFLES, CA 90025 RECEIVED
H CENTRAL FAX CENTER
m
S FACSIMILE COVER SHEET JUL 17 2006
<
>
<
- Deliverto: ,USPTO . .. . Art Group: . 2681
$ Facsimile No.: (571} 273-8300 Date: July 17,2006 ...
o From: Jordan M. Becker, Reg. No. 39,602 -
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Applicalion for:
Rikard M. Kjellberg et al.

Serial No,: 10/600,746

Filing Date: 06/19/2003

For; DEV|CE CAPABILITY BASED
DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR
WIRELESS MOBILE DEVICES

Examiner: Not Yet Assigned

Group Art Unit: 2681

. 02

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Cartificate of Transmissiof
1 hereby certify that this correspondence Is being facsimile
transmitted la the Patent and Trademark Offico on:
July 17, 2008

(Dale of Transmission)
Harlsen Bains

el (Prinled name)

{Signaturs) (Date)

July 17, 2006

INFORMATION DISCLOSURE STATEMENT

Sir:

Enclosed is a copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08
together with copies of the documents cited on that form, except for copies not required to be
submitted (e.g., copies of U.S. patents and U.S. published patent applications need not be
enclosed). It is respectiully requested that the cited documents be considered and that the
enclosed copy of Information Disclosure Citation Form PTO-1449 or PTO/SB/08 be initialed by
the Examiner to indicate such consideration and a copy thereof returned to applicant(s).

Applicants note that an Office Action has been received in a related, copending
application. In particular, a Final Office Action for U.S, Patent Application No. 10/282,557 was
mailed on 06/09/2006. A copy of this Final Office Action s available through the Patent

Application Information Retrieval (PAIR) system. If the Examiner so requests, Applicants will
provide the Examiner with a copy of this Final Office Action.

Applicants respectfully request that the above-listed item not be printed on the
face of any patent which may issue from the present application.

-1
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Pursuant to 37 C.F.R. § 1.97, the submission of this Information Disclosure Statement is
not to be construed as a representation that a search has been made and is not to be
construed as an admission that the information cited in this statement is material to patentability
or constitutes prior art with respect to the present invention.

Pursuant to 37 C.F.R. § 1.97, this Information Disclosure Staternent is being submitted
untler one of the following (as indicated by an “X” to the left of the appropriate paragraph):
37 C.F.R. §1.97(b).

37 C.F.R. §1.97(c). If so, then enclosed with this Information Disclosure
Statement is gne of the following:

A statement pursuant to 37 C.F.R. §1.97(e) or
A check for $180.00 for the fee under 37 C.F.R. § 1.17(p).

37 C.F.R. §1.97(d). If so, then enclosed with this Information Disclosure
Statement are the following:

(1) A statement pursuant to 37 C.F.R. §1.97(e); and

2) A check for $180.00 for the fee under 37 C.F.R. §1.17(p) for
submission of the information Disclosure Statement.

If there are any additional charges, please charge Deposit Account No. 02-2666.

Respectfully submitted,
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: __July 17, 2006 / ,f/w - /@,/
Jordan ecker
Reg. No/39,602

Customer No. 26529
12400 Wilshire Blvd.
Seventh Floor

Los Angeles, CA. 20025
(408) 720-8300

.2. LJV/cak (10/27/04)
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'N FO RMATION DI SC LOSU R E \ Application Number 10/600,746
Filing Date 06/19/2003
STATEM ENT BY APPL'CANT First Named Inventor: gikard M. Kjellberg et
(use as many sheels as necassary) :
Art Unit 2681
Examiner Name Nol Yet Assigned
Sheet | 1 I of | 1 Altorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
[Examiner Cito No.” Publication Date Name of Patentsa or Pages, Columns, Lines,
Iniflals® Document Number MM:-DD-YYYY Applicant of Cited Document Where Relavant
. Passages or Aslpvant
Numbor-Kind Coda’ (i known) Figures Appear
N T 6,430,624 08-06-2002 Jamigaard et al.
SR st 2003/0054794 A1 03-20-2003 Zhang
. us- 2004/0248570 Al 12-09-2004 Denenberg et al.
us-
uy-
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o Us-
FOREIGN PATENT DOCUMENTS
xaminer Cltq Foralon Palent Dogumaent Publication Nams of Patenige or Pages, Columns, Te
nitials™ | No. Dato Applicant of Gited Document Linas, Where Relevant
Passagos or Relevant
‘ MM-DD-YYYY Figuros Appear
Country Code' Number' Kind Code®
(if knawn)
Examiner - ] Date Considered
Signalure

*EXAMINER: Initial if reference considered, whethar or not ¢ltation Is In conformanca with MPEP 609; Draw fine through cilation if not in conformance and not
conslderad. eludo copy of this form wilh next communication to applicant. *Applicant’s uniquse citation dasignation number (optional). ?ses Kinds Codes of
USPTO Patont Documents at www.uspto.cov or MPEP 901.04. “Entor OHico that issued tho document, by the two-lelter code (WIPO Standard ST.3). ‘For
Japanese patont documents, tha indication of the year of reign of the Emperor must precede tha sarial number of tho patent document. *Kind of documant by
il:l?n B :prc;pﬂl“atot1 sy:nhols as indicatcd on tho document under WIPO Standard ST. 16 il possible. *Applicant is to place a check mark here if English languago
anslanon s atlachod.,
This ealleetion of nforrnation Is required by 37 GFR 1.87 and 1,98, The information is reduired 16 oblain or ratain a benefit by the public which is to tile (and by
tho USI'TO to process) an appiication. Confidentiality is govemed by 35 U.5.C. 122 and 37 CFR 1.14. This collection Is astimatad to tako 2 hours to comploto
including gatharing, proparing, and submiliting tho cempleted application form 1o tha USPTO. Timo will vary depending upon the individual case, Any
cumments on tho dranunt of time You require to completo this form and/or suggestions for reducing this burden, should ba sent 1o tho Chiof Information Officer,
U.5, Patont and Tradamark Offico, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.

SEND TO: Commissloner for Patents, P,Q. Box 1450, Alexandria, Virginla 22313-1450.
It you need assistance In completing the form, call 1-800-PT0-3199 (1-B00-786-9139) and select option 2.

BRased on Form PTO/SB/OBA (08-03) as moditicd by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLF on 09/10/03.
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US-PGPUB; USPAT;
13 [BRS 17 mobile adj profile same Sé USOCR; EPO; JPO;
DERWENT; IBM TDB
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223131450

WWW.USpLo.gov

L APPLICATION NO. [ FILING DATE l FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. ] CONFIRMATION NO. |
10/600,746 06/19/2003 Rikard M. Kjeliberg 3399P103 5994
26529 © 7590 10/20/2006 | EXAMINER |
BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC SMITH, CREIGHTON H
12400 WILSHIRE BOULEVARD
SEVENTH FLOOR ] L ART UNIT | PAPER NUMBER I
LOS ANGELES, CA 90025 2614

DATE MAILED: 10/20/2006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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Application No. Applicant(s)

10/600,746 KJELLBERG ET AL.
Office Action Summary Examiner Art Unit

Creighton H. Smith 2614

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- IfNO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)J Responsive to communication(s) filedon ___
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X Claim(s) 1-11 is/are pending in the application.
4a) Of the above claim(s) _____is/are withdrawn from consideration.
5 Claim(s) 5-8 is/are allowed.
6)X] Claim(s) 1-4 and 9 is/are rejected.
7)X Claim(s) 10 and 11 is/are objected to.
8)[] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

9)[_] The specification is objected to by the Examiner.
10)(] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)J The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)lJAll b)[] Some * c)[] None of:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. _____
3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) |Z| Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)

2) [T Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _

3) [X] Information Disclosure Statement(s) (PTO/SB/08) 5) L] Notice of Informal Patent Application

Paper No(s)/Mail Date % / l: 061 qLL’)_ 0’6110‘ H‘- 0( 6) D Other:

U.S. Patent and Trademark Office 4
PTOL-326 (Rev. 08-06) Fo N AT y | ( .22. 04 office Action Summary Part of Paper No./Mail Date 20061016
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Application/Control Number: 10/600,746 Page 2
Art Unit: 2614

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

Claims 1-4, 9 are rejected under 35 U.S.C. 102(e) as being anticipated by
Namba et al ‘385 or Gidron et al.

Namba et al disclose the downloading of content data to a wireless device, col. 4,
lines 1-5; a server system (50), col. 5, lines 54-55, that store various data contents and
profiles of such data in its storage. Namba et al disclose that plural content items, i.e.,
various data such as video, sound, and graphics, col. 10, lines 35-48, are the
downloadable data items.

Namba et al disclose in cols. 5-6, lines 66-67 & 1-10, that they use an evaluation
function to determine which communication system, A or B, to use that corresponds/
suitable for the contents of the data. Some of the different types of communications
systems contemplated by Namba et al are PDC, CDMA, W-CDMA, PHS, LAN, or the
like, with the communication system (PDC, CDMA, W-CDMA, PHS, etc.) that
corresponds to the contents of the data. In col. 9, lines 21 et seq, Namba et al disclose
a request signal for data from the mobile terminal 10 to a provider 400. That request
signal includes a mobile profile (various information including moving speed,

communication rate, terminal environment, user environment, and the like. The provide
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Application/Control Number: 10/600,746 Page 3
Art Unit: 2614

400 will then access site 300, in response to a user's request signal to check to check if
the site 300 has the contents which are requested by the user. Namba et al next
discloses that a profile M1 is divided into 3 profiles: M2a, M2b, M2c. Each one of the
profiles M2a-M2c contains various information including the specification of division of
the data, specification of the data path (specification of the communication system),
data wait time, delivery time and the like.

Therefore, with Namba'’s disclosure in col. 6 of the different communications systems
(PDC, CDMA, W-CDMA, PHS, LAN, etc.), and the disclosure in col. 9 of each of the
profiles M2a-M2c specifying a certain communication system, like those systems
disclosed in col. 6, it is readily apparent that Namba et al has different provisioning
models that correspond to the different terminal’s capabilities.

See 0042 of Gidron et al.

Claims 10 and 11 are objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.

Claims 5-8 are allowed.

Any inquiry concerning this communication should be directed to Creigkiton H.

Smith at telephone number 571/272-7546. c/
/Jl{sL ﬂL,

16 OCT ‘06 Creighton H Smith
Primary Examiner
Art Unit 2614
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Application/Control No. Applicant(s)/Patent Under
Reexamination
. ) 10/600,746 KJELLBERG ET AL.
Notice of References Cited _ .
Examiner Art Unit
Creighton H. Smith 2614 Page 10f 1
U.S. PATENT DOCUMENTS
* Countre%%%r:-ﬁﬂtm,::i?z:; Code MMD.$$YY Name Classification
* | A | US-6,912,385 06-2005 | Namba et al. 455/419
* | 8 | US-2003/0060188 03-2003 Gidron et al. 455/408
* | ¢ | US-2003/0027581 02-2003 Jokinen et al. 455/456
D | US-
E | US-
F | US-
G | US-
H | US-
1 | US-
J | US-
K | US-
L | US-
M | US-
FOREIGN PATENT DOCUMENTS
* CountrE;‘)C%:ir:-eNr:}mhll):T}zgg Code MIV‘I)-\a(tsYY . Country Name ’ Classification
N
(o]
P
Q
R
S
T
NON-PATENT DOCUMENTS
* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)
V)
\
w
X

*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates iq MM-YYYY format are publication dates. Classifications may be US or foreign.

U.S. Patent and Trademark Office
PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20061016
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Substitute for Form 1449/PTO VT Complete if Known
4 lication Number 10/600,746
INFORMATION DISCLOSU e :
By 22 3 Filing Date 06/19/2003
STATEM ENT BY APPLICA A ‘fj First Named Inventor: Rikard M. Kjellberg
(use as many sheets as necessary) ,'?4[\[;,‘..50,\’. ‘\f Art Unit 2681
Examiner Name Not Yet Assigned
Sheet I 1 I of [ 2 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Cite No.” Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant
Number-Kind Code® (1 known) Figures Appear
Vil
A D) us- 6,161,140 12-12-2000 Moriya
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
us-
FOREIGN PATENT DOCUMENTS
Examiner | Cite Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initals* | No.' Date Applicant of Cited Document Lines, Where Relevant
Passages or Relevant
, MM-DD-YYYY Figures Appear
Country Code’ Number' Kind Code®
(if known)
FAAN : :
C T WO 02/27543 A2 04-04-2002 Volantis Systems Limited
HA 5,‘ International Business Machines
ﬁ, EP 0992 922 A2 04-12-2000 Corporation
Examiner C‘ % ¢ é Date Considered /
Signature / & 0{

“EXAMINER: Initial if reference considered, whather or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant’s uniqus citation designation number (optional). See Kinds Codes of
USPTO Patent Documents at www.uspto.qov or MPEP 901.04. *Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). *For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. ®Applicant is to place a check mark here if English language

translation is attached.

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individua! case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.
if you need assistance In completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/0BA (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Substitute for Form 1449/PTO [ Wi 1 B 3 Complete if Known
INFORMATION DISCLOSURY,, {Aepicatehlumber 10/600.7 46
&y | Filing 036 06/19/2003
STATEM ENT BY APPL'CANT T-FirstNamed Inventor: Rikard M. Kjellberg
(use as many sheels as necessary) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet | 2 [ot | 2 Attorney Docket Number 3399P103
NON PATENT LITERATURE DOCUMENTS
Examiner Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the T
Initials* No' item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published
. AUSTALLER, GERHARD, et al.: “Gulliver Beans: Generating Device Optimized and
c AS Individualized Content for WAP Applications”, Proc. Workshop Information Design for

Mobile Web Services, [Online] May 15, 2000, pages 1-7, XP-002266242.

C l‘l’> ELLIPSUS SYSTEMS: “Ellipsus’ Mobile Application Provisioning System”, White Paper,
[Online] September 23, 2001, pages 0-10, XP-002266188.

Examiner Date \
Signature M{ (/ Considered /%(

“Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered. Include
copy of this form with next communication to applicant.

'Applicant's unique citation designation number (optionat). *Applicant is to place a check mark here it English Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450, DO NOT
SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: C issloner tor P , P.O. Box 1450, Alexandria, Virginia 22313-1450.

it you need assi. in pleting the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Substitute for Form 1449/PTO Complete if Known
INFORMATION DISCLOSURE Application Number 10/600,746
Filing Date 06/19/2003
ENT BY APPLICANT First Named Inventor: Rikard M. Kjellberg,
Q) as many sheels as necessary) etal
) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet of | 2 Attorney Docket Number | 3339P103
U.S. PATENT DOCUMENTS
Examiner Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant
Number-Kind Code? (it known) Figures Appear
CEHS us- 6,076,166 06-13-2000 Moshfeghi et al.
us- 6,167,441 12-26-2000 Himmel
us- 6,275,692 B1 08-14-2001 Skog
uUs- 6,311,215 B1 10-30-2001 Bakshi et al.
uUs- 2001/0037192 At 11-01-2001 Shimamoto et al.
[ F- us- 2002/0194219 A1 12-19-2002 Bradley et al.
- us-
us-
us-
us-
us-
us-
us-
uUs-
us-
FOREIGN PATENT DOCUMENTS
Examiner Cite Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initials* | No.' Date Applicant of Cited Document Lines, Where Relevant
Passages or Refevant
MM-DD-YYYY Figures Appear
Country Code’ Number' Kind Code®
(if known)
A
L D WO 01/97482 A1 12-20-2001 Telefonaktiebolaget LM Ericsson
WO 02/23857 A2 03-21-2002 Viafons, Inc.
[ WO 98/35469 A2 08-13-1998 The Sabre Group, Inc.
L9 WO 98/35469 A3 08-13-1998 The Sabre Group, Inc.
Examiner i Date Considered /
Signature lofd 6

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw ling through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant's unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. *Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). ‘For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. *Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 18 if possible. ®Applicant is to place a check mark here if English language
translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450,

If you need assistance in completing the form, call 1-800-PT0-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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‘| Substitute for Form 1349/PTQG \ 1 Complete if Known
B [ ) .

INFORMATION DISCLEISURE [ Agptication Number 10/500,7468

- 39 Filing Date 06/19/2003
STATEMENT B¥cABPLICANT [ First Named inventor: Rikard M. Kjellberg, et al.

(use as many sheels as necessary) Art Unit 2681
Examiner Name Not Yet Assigned
Sheet l 2 l of l 2 Attomey Docket Number 3399P103

NON PATENT LITERATURE DOCUMENTS

Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the T
Initials* No' item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published

C % Erik Bladh et al., "GPRS — Applicability and Expectations®, Vaxjé University, Schoo! of Mathematics
and Systems Engineering, Reports from MSI, August 2002, pages 1-64.

Examiner Date >
Signature WA Considered l "A 6

“Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conf and not consid . Include
copy of this form with next communication to applicant. .

‘Applicant’s unique citation designation number (optional). 2Applicant is to ptace a check mark here It English Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT
SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450,

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-788-9199) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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L Substitute for Form 1449/PTO Complete if Known
INFORMATION DISCLOSURE Aoplcaton Number | 10/600,746
. . 1 Filing Date 1.06/19/2003
STATEMENT BY APPL'C First Named Inventor: Rikard M. Kjellberg,
(use as many sheels as necessary) -’go et al.
0CT 14 1005 &) | At Unit 2681 '
%k S Examiner Name Not Yet Assigned
Sheet 1 I of ol ;«7 Attomney Docket Number | 3399P103
A
U.S. PATEN CUMENTS
Examiner Cite No." Publication Date Name of Patentee or Pages, Columns, Lines,
Initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant
Number-Kind Code?(tf xnown) Figures Appear
[ c
¥ n) us- 5,835,724 11-10-1998 Smith
us- 5,895,471 04-20-1999 King et al.
us- 6,049,892 04-11-2000 Casagrande et al.
us- 2003/0084165 A1 05-01-2003 Kjellberg et al.
us- 2004/0024867 A1 02-05-2004 Kjellberg
y us- 2004/0054787 A1 03-18-2004 Kijellberg et al.
[, < TAN us- 2005/0071418 A1 03-31-2005 Kjellberg et al.
us-
us-
us-
us-
us-
us-
us-
us-
FOREIGN PATENT DOCUMENTS
Examiner Cite1 Foreign Patent Document Publication Name of Patentee or Pages, Columns, | Te
tnitials* | No. Date Applicant of Cited Document Lines, Where Relevant
Passages or Refevant
MM-DD-YYYY Figures Appear
Country Code® Numbert Kind Code®
(if knowm)
WO 00/44147 A1 07-27-2000 Telefonaktiebolaget LM Ericsson
WO 00/70826 A2 11-23-2000 Tang, Bob
WO 99/08208 A1 02-18-1999 Aoraki Corporation Limited
WO 99/26159 A2 05-27-1999 Microsoft Corporation
Examiner 3 / Date Considered N/
Signature W /b/ %

14

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. 'Applicant’s unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 801.04. *Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). ‘For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serlal number of the patent document. SKind of document by
the appropriata symbols as Indicated on the document under WIPO Standard ST. 16 if possible. ®Applicant s to place a check mark here if English language
translation Is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is (o file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of ime you require to complets this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissloner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/08A (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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K Substitute for Form 1449/PTO Complete if Known
INFORMATION DISCLOSURE | Avplication Number . . 1 10/500,746 c oo
Filing Date 06/19/2003
STATEMENT BY APPLICANT First Named Inventor: Rikard M. Kjellberg, et al.
(use as many sheets as necessary) ' Art Unit 2681
Examiner Name Not Yet Assigned
Sheet J 2 L of l 2 Attorney Docket Number 3399P103

NON PATENT LITERATURE DOCUMENTS

Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the T
Initials* No' item (book, magazine, joumal, serial, symposium, catalog, etc.), date, page(s), volume-issue
number(s), publisher, city and/or country where published

Ct_l,g "A Vision for Dynamic Java Services Provisioning, The Java Services Vending Machine Concept”,
June 2001, Version 1.0, Sun Microsystems, Inc., pages 1-25.
6{_‘/5 Sheila Riley, "Sun-Microsoft Spat Now Carrying Over To Wireless World", Investor's Business Daily, 1
" page.

— 2 ra
e | Citl/ S | 06
Signature Considered ]
*Examiner: Initial if ref idered, whether or not citation is in conf with MPEP 809. Draw line through citation if not in conformance and not considered. Include
copy of this form with next communication to applicant.
'Applicant’s unique citation designation number (optional). 2Applicant is to place a check mark here if English Translation is attached.
This collection of information is required by 37 CFR 1.88. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to comptete Including gathering, prep ring, and submitting
the completad application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT
SENT FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: C Issl for P P.0. Box 1450, Alexandria, Virginla 22313-1450.
It you need assistance In completing the form, call 1-800-PTO-8189 (1-800-788-8188) and select option 2.

Based on Form PTO/SB/08B (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.

EX1002 - Page 98



. »

Substitute for Form 1449/PTO Complete if Known

ORMATION DISCLOSURE Application Number 10/600,746

Filing Date 06/19/2003
STAREMENT BY APPLICANT

First Named Inventor: Rikard M. Kiellberg et

APR 21 2006 -3 (use as many sheets as necessary) al.
Art Unit 2681

Examiner Name Not Yet Assigned
e I of l 1 Attorney Docket Number | 3399P103
U.S. PATENT DOCUMENTS
Examiner Cite No. Publication Date Name of Patentee or Pages, Columns, Lines,
initials* Document Number MM-DD-YYYY Applicant of Cited Document Where Relevant
Passages or Relevant

Number-Kind Code®(lf known) Figures Appear

C KD us- 6,438,576 08-20-2002 Huang et al.

¥ us- 2001/0047477 A1l 11-29-2001 Chiang
us- 2002/0065944 A1 05-30-2002 Hickey et al.
us- 2002/0078253 A1 06-20-2002 Szondy et al.
us- 2002/0194473 A1 12-19-2002 Pope et al.
us- 2003/0017826 A1 01-23-2003 Fishman et al.
us- 2003/0101329 A1 05-29-2003 Lahti et al.
L, Us- 6,223,289 B1 04-24-2001 Wall et al.

/ /) us- 6,587,880 B1 07-01-2003 Saigo et al.
us-
us-
us-
us-
us-
us-

FOREIGN PATENT DOCUMENTS
Examiner Citg Foreign Patent Document Publication Name of Patentee or Pages, Columns, Te
Initials* No. - Date Applicant of Cited Document Lines, Where Relevant
Passages or Relevant
MM-DD-YYYY Figures Appear

Country Code® Number' Kind Code®
(if koown)

Examiner g Date Considered N
Signature /g, 6_6

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. "Applicant's unique citation designation number (optional). *See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. *Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). “For
Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. °Applicant is to place a check mark here if English language
transiation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, Virginla 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 (1-800-786-9199) and select option 2.

Based on Form PTO/SB/0BA (08-03) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 09/10/03.
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Substitute for Form 1449/PTO - Complete if Known
INFORMATION DISCLOSURE Apolcsiontuzber 10600746
Filing Date 06/19/2003
STATEMENT BY APPLICANT First Named Inventer: | Fikard M. Kiolborg e
(usc as many sheels as necassary) .
Ant Unit 2881
Examiner Name Not Yet Assigned
?heet L 1 I of [ 1 Attorney Docket Number | 3399P 103
U.S. PATENT DOCUMENTS
Examiner Cito No.” Publication Date Name of Palentao or Pages, Columns, Lines,
Inifals® Document Numbsr MM-DD-YYYY Applicant of Cited Document Where Relavan}
Passages or Relovant
' Numbor-Kind Coda’ (# xnown) Figures Appear
4 AS uc- 6,430,624 08-06-2002 Jamtgaard et al.
N . 2003/0054794 A1 03-20-2003 Zhang
LS o 2004/0248570 Al 12-09-2004 Denenberg ot al.
[
[T
us-
B us
us
ve 1~
us |
us
us-
s us-
— us-
— =
FOREIGN PATENT DOCUMENTS
Fxaminer CI!Q Forelgn Patent Document Publication Nams of Patenlee or pngos'\lvcl?elumaz . Te
itiqls® | No. Lines re Relevan!
Initial Dato Applicant of Cited Document Passn gos or Rotevant

MM-DD-YYYY Figuros Appear

Conntry Code' Number' Kind Code®
(i boswn)

B . L L Tl )

Examiiner Date Considered
Signalure %ffWéL / OI 06

*EXAMINER: Initial If reference conaidered, whather or not cltation Is [n conformanca with MPEP 609; Draw line through cilatien il not In conformance and not
constdared, eluda copy ot this form with next communication to applicant. *Applicant’s unique citation designation number (optional). “See Kinds Codes of
USPTO Patent Documents at www,uspto_ qov or MPEP 801.04. *Entor OHico that issued tho document, by the two-lelter code (WIPO Stapdard ST.3). ‘For

Japanasa patont decumonts, tha indiczation af the year of reign of the Emperor must precede the serial numbar of tho patont document. ®Kind of document by
o appropriato symbols as indicated on tho document under WIPO Standard ST. 16 il possiblo, Applicant is to place a check mark here If English languago

transianon s atlachod,

This eQlieection of nfontnalion ks required by 37 CFR 1.87 and 1.98. The infurmation is recuired 1o obtain ar ratain a benehil by the public which is to tile (and by
the USIPTO to process) an appiication. Confidentiality is govemnced by 35 U.5.C. 122 and 37 CFR 1.14. This ¢ollection Is astimatad 10 tako 2 hours to comploto
including gatharing, proparng, and submliting tho cempleted application form 1o tha USPTO. Timo will vary depending upon the individual case. Any
cumments on tho tnnunt of tima you require to complcto this form and/or suggestions for redusing this burden, should be eant to the Chiof Information Officer,
U8, Patont and Tradamark Offico, P.O. Box 1450, Aloxandria, VA 22313-1450. DO NOT SENT FEES OR COMPLETED FORMS TO THIS ADDREES.

SEND TO: Commissloner (or Patents, P.O. Box 1450, Alexandria, Virginla 22313-1450,
It you need jat in pleting the form, coll 1-800-PT0-9199 (1-800-786-9139) and selest option 2.

Rased on Form PTO/SB/0BA (08-03) as modilicd by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN ULP on 09/10/03.
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UNITED STATES PATENT AND TRADEMARK OFFIGE
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Bib Data Sheet

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450
uspto.gov

CONFIRMATION NO. 5994

Rikard M. Kjellberg, Santa Cruz, CA;

Sheng Liang, Cupertino, CA,;
Tomas G. Lund, Menlo Park, CA;

William Chan, San Mateo, CA,;
Ramakrishna Chinta, Sunnyvale C;\&/
Ph & CONTINUING DATA **t*tit ti**t***i******tt

Xinbi Chen, Palo Alto, CA

and claims benefit of 60/393,041 06/28/2002
and claims benefit of 60/392,999 06/28/2002

0 4
P& FOREIGN APPL'CATIONS RhRRhkkhkhhRhkhhhdkdhd

|IF REQUIRED, FOREIGN FILING LICENSE GRANTED
** 09/12/2003

FILING OR 371(c)
SERIAL NUMBER DATE CLASS GROUP ART UNIT gggﬁgﬁﬁg
10/600.746 06/19/2003 455 2614 .
' 3399P103
RULE
APPLICANTS

This appln claims benefit of 60/393,024 06/28/2002 and claims benefit of 60/392,383 06/28/2002

[Foreign Priority claimed D yes no

o STATEOR | SHEETS TOTAL |INDEPENDENT]
35 USC 119 (a-d) conditions L yes B no ] wet atter COUNTRY | DRAWING | CLAIMS CLAIMS
e Allo CA 14 11 3
\Verified and <
Acknowledged Examiner'$-Signdture— Initials
IADDRESS
26529
TITLE

Device capability based discovery, packaging and provisioning of content for wireless mobile devices

I|EI All Fees I
|0 1.16 Fees ( Filing ) |

FILING FEE [FEES: Authority has been given in Paper D 1.17 Fees ( Processing Ext. ofj
RECEIVED [No. to charge/credit DEPOSIT ACCOUNT time )
880 No. for following: |D 118 Fees ( Issue )
[D Other
ID Credit

http://neo:8000/PrexServlet/PrexAction 10/12/2006
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Attorney Docket No.: 3399P103 Patent
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application for:
Rikard M. Kjellberg et al. Examiner: Creighton H. Smith
Application No.: 10/600,746 Group Art Unit: 2614
Filing Date: 6/19/2003 Confirmation no.: 5994
For: Device Capability Based Discovery, I hereby certify that this correspondence is being
Packaging and Provisioning of Content deposited with the United States Postal Service as
for Wireless Mobile Devices first class mail with sufficient postage in an envelope
addressed to the Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450 on

January 17, 2007

Mail Stop Amendment Andrens Radk (Date of Deposit)

H H ndareas Radke
g%nrgg)?l?:seg for Patents (Printed name)
Alexandria, VA 22313-1450 A ypes Porlde  |-]7-07

(Signature) (Date)

AMENDMENT AND RESPONSE TO OFFICE ACTION

Dear Sir:
In response to the Office Action mailed on 10/20/2006, please enter the following

amendment and consider the remarks below:

B1/23/2687 CNEGA1  0BBE62S3 18668746
81 FC:1201 200.89 0p
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< '4n
\} A
r\@\ ) FEE TRANSMITTAL FOR FY 2006
\\ ‘]ﬁ" E Effective on 10/01/2005. Fees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818).
» TOTAL AMOUNT OF PAYMENT ($) _200
%ﬂ omplete if Known:
&TREF Application No. 10/600.,746
Filing Date June 19, 2003
First Named Inventor Rikard M. Kjellberg
Examiner Name Creighton H. Smith
Art Unit 2614
Attorney Docket No. 3399P109
. Applicant claims small entity status. See 37 CFR 1.27.
METHOD OF PAYMENT (check all that apply)
X Check Credit Card Money Order None Other (please identify)

Deposit Account
Deposit Account Number : _ 02-2666
Deposit Account Name:
X __ The Director is Authorized to do the following with respect to the above-identified Deposit Account:
Charge fee(s) indicated below.
Charge any additional fee(s) or underpayment of fee(s) during the pendency of this application.
Charge fee(s) indicated below except for the filing fee
Credit any overpayments.
Any concurrent or future reply that requires a petition for extension of time should be treated as
incorporating an appropriate petition for extension of time and all required fees should be charged.

sally

Warning: Information on this form may become public. Credit card information should not be included on this form.
Provide credit card information and authorization on PTO-2038.

FEE CALCULATION

1. BASIC FILING, SEARCH, AND EXAMINATION FEES

Large Entity Small Entity

Fee Fee Fee Fee

Code ($) Code ($) Fee Description Fees Paid ($)
1011 300 2011 150 Utility application filing fee

111 500 2111 250 Utility search fee 1,000/500
1311 200 2311 100 Utility examination fee

1012 200 2012 100 Design application filing fee

1112 100 2112 50 Design search fee 430/215
1312 130 2312 65 Design examination fee

1013 200 2013 100 Plant filing fee

1113 300 2113 150 Plant search fee 660/330
1313 160 2313 80 Plant examination fee

1004 300 2004 150 Reissue filing fee

1114 500 2114 250 Reissue search fee 1,400/700
1314 600 2314 300 Reissue examination fee

1005 200 2005 100 Provisional application filing fee

SUBTOTAL (1) $

-1-
Based on Form PTO/SB/17 (01-06) as modified by BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP on 01/26/06
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Page 2 of 3

2. EXCESS CLAIM FEES

Fee from
Extra Claims below Fees Paid ($)
Total Claims 14 —200rHP = 0 X 50 = 0
HP = highest number of total claims paid for, if greater than 20
Independent Claims 4 -3 orHP = 1 X 200 = 200

HP = highest number of independent claims paid for, if greater than 3
Multiple Dependent Claims =

Large Entity Small Entity

Fee Fee Fee Fee

Code ($) Code ($) Fee Description

1202 50 25 Each claim over 20

1201 200 2201 100 Each independent claim over 3

1203 360 2203 180  Multiple dependent claims, if not paid

1204 200 2204 100 Reissue: each claim over 20 and more than in the original patent
1205 50 2205 25 Reissue: each independent claim more than in the original patent

SUBTOTAL(2) $_ 200

3. APPLICATION SIZE FEE

if the specification and drawings exceed 100 sheets of paper, the application size fee due is $250 ($125 for small
entity) for each additional 50 sheets or fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s).

Number of each add’l Fee from
Total Sheets Extra Sheets 50 or fraction thereof below Fees paid ($)
- 100 = 150 = (round up to whole number) X

Large Entity Small Entity
Fee Fee Fee Fee Fee Description: Application size fee for each additional group of 50 sheets
Code ($) Code ($) beyond initial 100 sheets (count spec & drawings except sequences & program listings):

1081 250 2081 125 Utility
1082 250 2082 125 Design
1083 250 2083 125 Plant
1084 250 2084 125 Reissue

SUBTOTAL (3) $

-2
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FEE CALCULATION (continued)
4. OTHER FEE(S)

Fees Paid ($)
Non-English Specification, $130 fee (no small entity discount)
Large Entity Small Entity
Fee Fee Fee Fee
Code (%) Code ($) Fee Description
1051 130 2051 65 Surcharge - late filing fee or oath
1052 50 2052 25 Surcharge - late provisional filing fee or cover sheet
1053 130 1053 130 Non-English specification
1812 2,520 1812 2,520 For filing a request for ex parte reexamination
1813 8,800 1813 8,800 Request for inter parties reexamination
1804 920* 1804 920* Requesting publication of SIR prior to Examiner action
1805 1,840* 1805 1,840* Requesting publication of SIR after Examiner action
1251 120 2251 60 Extension for reply within first month
1252 450 2252 225 Extension for reply within second month
1253 1,020 2253 510 Extension for reply within third month
1254 1,590 2254 795 Extension for reply within fourth month
1255 2,160 2255 1,080 Extension for reply within fifth month
1401 500 2401 250 Notice of Appeal
1402 500 2402 250 Filing a brief in support of an appeal
1403 1,000 2403 500 Request for oral hearing
1451 1,510 1451 1,510 Petition to institute a public use proceeding
1452 500 2452 250 Petition to revive — unavoidable
1453 1,500 2453 750 Petition to revive - unintentional
1501 1,400 2501 700 Utility issue fee (or reissue)
1502 800 2502 400 Design issue fee
1503 1100 2503 550 Plant issue fee
1462 400 1462 400 Petitions to the Commissioner (CFR 1.17(f) Group )
1463 200 1463 200 Petitions to the Commissioner (CFR 1.17(g) Group ll)
1464 130 1464 130 Petitions to the Commissioner (CFR 1.17(h) Group lil)
1807 50 1807 50 Processing fee under 37 CFR 1.17(q)
1806 180 1806 180 Submission of Information Disclosure Stmt
8021 40 8021 40 Recording each patent assignment per
property (times number of properties)
1809 790 2809 395 For filing a submission after final rejection
(see 37 CFR 1.129(a))
1814 130 2814 65 Statutory Disclaimer
1810 790 2810 395 For each additional invention to be examined
(see 37 CFR 1.129(b))
1801 790 2801 395 Request for Continued Examination (RCE)
1802 900 1802 900 Request for expedited examination of a design
application
1504 300 1504 300 Publication fee for early, voluntary, or normal pub.
1505 300 1505 300 Publication fee for republication
1803 130 1803 130 Request for voluntary publication or republication
1808 130 1808 130 Processing fee under 37 CFR 1.17(i) (except provisionals)

1454 1,370 1454 1,370 Acceptance of unintentionally delayed claim for priority
Other fee (specify)
Other fee (specify)

SUBTOTAL (4) $
*Reduced by Basic Filing Fee Paid

SUBMITTED BY:
Typed or Printed Ngfme: Jordan M. Becker

Signature: /}W /A i Date: _January 17, 2007

Reg. Number: /_39,602 Telephone Number: _408-720-8300

Send to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450

-3.
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IN THE CLAIMS:

This listing of claims will replace all prior versions, and listings, of claims in the

present application:
1-4. (Canceled)

5. (Original) A method of providing access to content for use on wireless
communication devices, the method comprising:

receiving and storing a plurality of items of content to be made available for use
in wireless communication devices used by a plurality of wireless services subscribers,
including receiving a plurality of different implementations of at least one of the items of
content, where each implementation of any given item of content corresponds to a
different set of device capabilities; and

maintaining a product catalog containing a description of the items of content, the
product catalog including, in association with each item of content, a reference to each
implementation of said item of content.

6. (Original) A method of providing access to digital content for use on wireless
communication devices, the method comprising:

receiving and storing in a server system a plurality of items of digital content to
be made available for use in wireless communication devices used by a plurality of
wireless services subscribers, including receiving and storing a plurality of different
implementations of at least one of the items of digital content, where each
implementation of any given item of digital content corresponds to a different set of
device capabilities;

operating the server system to maintain a product catalog containing a
description of the items of digital content, wherein the product catalog includes, in
association with each item of digital content, a reference to each implementation of said
item of digital content;

receiving a request from a wireless device used by one of the subscribers;
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in response to the request, selecting a portion of the product catalog to be
presented to the subscriber, based on device capabilities of the wireless device used by
the subscriber; and

presenting the selected portion of the product catalog to the subscriber via a
wireless network, such that the selected portion, as presented to the subscriber,
provides only a single description of each item of digital content in said portion,
regardless of the number of implementations of each said item.

7. (Original) A method as recited in claim 6, wherein said selecting a portion of the
product catalog comprises:

in response to the request, determining the identity of the wireless device used
by the subscriber, wherein each implementation of the plurality of items of digital
content has been previously associated in the server system with at least one device
identity, according to corresponding device capabilities supported by the
implementation; and

selecting the portion of the product catalog to be presented to the subscriber
based on the identity of the wireless device used by the subscriber.

8. (Original) A method as recited in claim 6, further comprising:

receiving from the subscriber a request for one of the items of digital content in
said portion of the product catalog;

selecting an implementation of the requested item of digital content, based on
device capabilities of the wireless device used by the subscriber; and

downloading the selected implementation of the item of digital content to the

wireless device used by the subscriber.

9. (Currently amended) A method as recited in claim 48, further comprising associating
each of the items of digital content in the server system with a plurality of different
provisioning models, each of the provisioning models corresponding to a different set of
device capabilities, each provisioning model including a provisioning protocol and a
corresponding set of provisioning attributes and descriptors for provisioning digital

content in wireless devices.
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10. (Original) A method as recited in claim 9, further comprising:

receiving from the subscriber a request for one of the items of digital content in
said portion of the product catalog;

identifying device capabilities of the wireless device used by the subscriber;

selecting one of a plurality of provisioning models associated with the requested
item in the server system, based on the device capabilities of the wireless device used
by the subscriber;

packaging the requested item according to the selected provisioning model; and

provisioning the requested item in the wireless device used by the subscriber
according to the selected provisioning model.

11. (Original) A method as recited in claim 10, wherein:

said packaging the requested item comprises creating a provisioning descriptor
for the requested item according to the selected provisioning model, and associating the
provisioning descriptor with the requested item; and

said provisioning the requested item in the wireless device comprises sending
the packaged requested item to the wireless device used by the subscriber according to
a provisioning protocol associated with the selected provisioning model.

12. (New) A system comprising:
a network interface through which to communicate over a communication
network; and
a download manager to
receive and store a plurality of items of content to be made available for
use in wireless communication devices used by a plurality of wireless
telecommunications subscribers, including receiving a plurality of different
implementations of at least one of the items of content, where each implementation of
any given item of content corresponds to a different set of device capabilities; and
maintain a product catalog containing a description of the items of content,
the product catalog including, in association with each item of content, a reference to
each implementation of said item of content.
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13. (New) A system comprising:
a processor; and
a storage facility accessible to the processor and containing code which, when

executed by the processor, causes the processing system to

receive and store a plurality of items of digital content to be made
available for use in wireless communication devices used by a plurality of wireless
telecommunications subscribers, including receiving and storing a plurality of different
implementations of at least one of the items of digital content, where each
implementation of any given item of digital content corresponds to a different set of
device capabilities;

maintain a product catalog containing a description of the items of digital
content, wherein the product catalog includes, in association with each item of digital
content, a reference to each implementation of said item of digital content;

receive a request from a wireless device used by one of the subscribers;

in response to the request, select a portion of the product catalog to be
presented to the subscriber, based on device capabilities of the wireless device used by
the subscriber; and

cause the selected portion of the product catalog to be presented to the
subscriber via a wireless telecommunications network, such that the selected portion,
as presented to the subscriber, provides only a single description of each item of digital

content in said portion, regardless of the number of implementations of each said item.

14. (New) A system as recited in claim 13, wherein selection of said portion of the
product catalog comprises:

in response to the request, determining the identity of the wireless device used
by the subscriber, wherein each implementation of the plurality of items of digital
content has been previously associated in the server system with at least one device
identity, according to corresponding device capabilities supported by the
implementation; and

selecting the portion of the product catalog to be presented to the subscriber

based on the identity of the wireless device used by the subscriber.
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15. (New) A system as recited in claim 14, wherein said storage facility further contains
code which, when executed by the processor, causes the processing system to:

receive from the subscriber a request for one of the items of digital content in
said portion of the product catalog;

select an implementation of the requested item of digital content, based on
device capabilities of the wireless device used by the subscriber; and

download the selected implementation of the item of digital content to the
wireless device used by the subscriber.

16. (New) A system as recited in claim 15, wherein said storage facility further contains
code which, when executed by the processor, causes the processing system to:

associate each of the items of digital content in the server system with a plurality
of different provisioning models, each of the provisioning models corresponding to a
different set of device capabilities, each of the provisioning models including a
provisioning protocol and a corresponding set of provisioning attributes and descriptors
for provisioning digital content in wireless devices.

17. (New) A system as recited in claim 16, wherein said storage facility further contains
code which, when executed by the processor, causes the processing system to:

receive from the subscriber a request for one of the items of digital content in
said portion of the product catalog;

identify device capabilities of the wireless device used by the subscriber;

select one of a plurality of provisioning models associated with the requested
item in the server system, based on the devicé capabilities of the wireless device used
by the subscriber;

package the requested item according to the selected provisioning model; and

provision the requested item in the wireless device used by the subscriber
according to the selected provisioning model.

18. (New) A system as recited in claim 17, wherein packaging the requested item
comprises creating a provisioning descriptor for the requested item according to the
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selected provisioning model, and associating the provisioning descriptor with the
requested item; and

wherein provisioning the requested item in the wireless device comprises
sending the packaged requested item to the wireless device used by the subscriber

according to a provisioning protocol associated with the selected provisioning model.
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REMARKS
Reconsideration of the present application is respectfully requested. Claims 1-4
have been canceled. Claim 9 has been amended. Claims 12-18 are newly added. No

new matter has been added.

Claims 5-8 stand allowed. Claims 10 and 11 were rejected as being dependent
on a rejected base claim but were otherwise deemed to recite allowable subject matter.
Claims 1-4, and 9 were rejected under 35 U.S.C. § 102(e) based on U.S. Patent no.
6,912,385 of Namba et al. or U.S. Patent Application Publication no. 2003/0060188 of

Gidron.

Claims 1-4 have been canceled, thus rendering the rejection of those claims

moot. Claim 9 has been amended to correct its dependency to depend on claim 8.
Regarding the new claims, independent claims 12 and 13 include limitations

substantially similar to those in claims 5 and 6, respectfully. Therefore, Applicants

believe that claims 12 and 13 (and all claims that depend on them) are patentable for at

least reasons similar to claims 5 and 6.

Therefore, Applicants believe that all pending claims are in condition for

allowance.
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Dependent Claims

In view of the above remarks, a specific discussion of the dependent claims is
considered to be unnecessary. Therefore, Applicants’ silence regarding any dependent
claim is not to be interpreted as agreement with, or acquiescence to, the rejection of

such claim or as waiving any argument regarding that claim.

Conclusion
For the foregoing reasons, the present application is believed to be in condition

for allowance, and such action is earnestly requested.

If there are any additional charges/credits, please charge/credit our deposit

account no. 02-2666.

Respectfully submitted,
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Dated: _1/17/2007 / Y LA

Jord . Becker

Red. No. 39,602
12400 Wilshire Blvd.
Seventh Floor
Los Angeles, CA 90025
(408) 720-8300
Application No.: 10/600,746
9
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AMENDMENT TRANSMITTAL PATENT

10/600,746

: June 19, 2003
First Named Inventor __Rikard M. Kjellberg
Examiner's Name: Creighton H. Smith
Art Unit: 2614

Attorney Docket No.: 3399P103

An Amendment After Final Action (37 CFR 1.116) is attached and applicant(s) request expedited action.
X Charge any fee not covered by any check submitted to Deposit Account No. 02-2666.

X Applicant(s) hereby request and authorize the U.S. Patent and Trademark Office to (1) treat any concurrent or
future reply that requires a petition for extension of time as incorporating a petition for extension of time for the
appropriate length of time and (2) charge all required fees, including extension of time fees and fees under 37
CFR 1.16 and 1.17, for any concurrent or future reply to Deposit Account No. 02-2666.

Applicant(s) claim small entity status (37 CFR 1.27).
ATTACHMENTS
Preliminary Amendment

_X  Amendment/Response with respect to Office Action (9 pages)
_____Amendment/Response After Final Action (37 CFR 1.116) (reminder: consider filing a Notice of Appeal)
__ Notice of Appeal
__ RCE (Request for Continued Examination)
_____ Supplemental Declaration
_____ Terminal Disclaimer (reminder: if executed by an attorney, the attorney must be properly of record)
__ Information Disclosure Statement (IDS)
___ Copies of IDS citations
____Petition for Extension of Time
_X  Fee Transmittal Document (that includes a fee calculation based on the type and number of claims; in duplicate)
___ Cross-Reference to Related Application(s)
___ Certified Copy of Priority Document
___ Other:
. - Other:
_X_ Check(s)
_X _ Postcard (Return Receipt)
SUBMITTED BY:

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
TYPED OR PRINTEDyME: Jordan M. Becker
SIGNATURE:. 7 ,Z*_'—"'
REG. NO.: 39.60,
DATE: _ January 17, 2007
ADDRESS: 12400 Wilshire Boulevard, Seventh Floor
Los Angeles, California_90025
TELEPHONE NO.: (408) 720-8300

/7

CERTIFICATE OF MAILING BY FIRST CLASS MAIL (if applicable)

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail with sufficient postage in
an envelope addressed to the Commissioner for Patents, P.O. Box 1450, Alexandria Virginia 22313-1450
on _January 17, 2007

Date of Deposit
Andreas Radke

Name of Person Mailing Correspondence ;
Avylf'bt/.\. M& [~/ 7 -0 7

Signature Date

Express Mail Label No. (if applicable):

(10/14/03)
Send to: COMMISSIONER FOR PATENTS, P.O. Box 1450, Alexandria, Virginia 22313-1450
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~ UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPIO,EDV

NOTICE OF ALLOWANCE AND FEE(S) DUE

26529 7590 - 03/16/2007 ' I EXAMINER ]
BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC SMITH, CREIGHTON H
12400 WILSHIRE BOULEVARD | ART UNIT PAPER NUMBER J

SEVENTH FLOOR

LOS ANGELES, CA 90025 2614

DATE MAILED: 03/16/2007

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO.

10/600,746 . 06/19/2003 Rikard M. Kjcllberg 3399P103 5994

TITLE OF INVENTION: DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND PROVISIONING OF CONTENT FOR WIRELESS
MOBILE DEVICES ’

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE I PUBLICATION FEE DUE | PREV. PAID ISSUE FEE l TOTAL FEE(S) DUE DATE DUE

nonprovisional NO $1400 ) $300 $0 $1700 06/18/2007

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.

- THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:
I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current If the SMALL ENTITY is shown as NO:
SMALL ENTITY status: '

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now
Fee(s) Transmittal and pay the PUBLICATION FEE (if requlred) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
and twice the amount of the ISSUE FEE shown above, or Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

1I. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

I11. All communications regarding this application must give the application number. Please direct all communications pnor to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.
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SEVENTH FLOOR

LOS ANGELES, CA 90025 2614

DATE MAILED: 03/16/2007

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 790 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 790 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101  or
(571)-272-4200.
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Application No. Abplicant(s)
. . 10/600,746 KJELLBERG ET AL.
Notice of Allowability [Examiner Art Unit
Creighton H. Smith 2614

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. This communication is responsive to Applicant’s amendment filed on 17 JAN '07.

2. X The allowed claim(s) is/are 5-18.

3. [ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)[(J Al b)[J Some* c)[JNone of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. ______
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: ’ A
Applicant has THREE MONTHS FROM THE “MAILING DATE?” of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. [J CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
'(a) O including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached
1) O hereto or 2) [] to Paper No./Mail Date _____.
(b) O including changes required by the‘attached Examiner's Amendrient / Comment or in the Office action of
Paper No./Mail Date _____.

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. (] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s) :
1. [0 Notice of References Cited (PTO-892) 5. [J Notice of Informal Patent Application
2. [ Notice of Draftperson's Patent Drawing Review (PTO-948) 6. [] Interview Summary (PTO-413),
Paper No./Mail Date .

3. [ Information Disclosure Statements (PTO/SB/08), 7. (0 Examiner's Amendment/Comment

Paper No./Mail Date
4. [ Examinér's Comment Regarding Requirement for Deposit 8. X} Examiner's Statement of Reasons for Allowance

of Biological Material )

9. [ Other .

Creighton H Smith
Primary Examiner
. Art Unit: 2614

U.S. Patent and Trademark Office -
PTOL-37 (Rev. 08-06) Notice of Allowability Part of Paper No./Mail Date 20070215
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~ Application/Control Number: 10/600,746 o . Page 2
_Art Unit: 2614

REASONS FORlALLOWANCE

The following is an examiner’s statement of reasons for aIIowancef The prior art
fails to disclose a method and system of accessing content on a wireless
communication device, that specifically includes receiving and storing a plurality of
different implementations of the items of content. Neither does the prior art teach
maintaining a catalog describing the items of coﬁtent. No obvious combination of
references found would have taught ohe of ordinary skill in the art to make and use
applicant’'s method and system as claimed.

Any comments considered. necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on
. Statement of Reasons for Allowance.”

Any inqui& concerning this‘ communication or earlier communi'cations‘from the
examiner should be directed to Creighton H. Smith whose telephone number is
571/272 7546 The examiner can normally be reachm

alternate Frldays off.
Crexg&éﬁ Smith l

Primary Examiner
Art Unit 2614

*kk
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Issue Classification

AAHNRIY

Application/Control No.

Applicant(s)/Patent under
Reexamination

10/600,746 KJELLBERG ET AL.
Examiner Art Unit
Creighton H. Smith 2614

ISSUE CLASSIFICATION

ORIGINAL CROSS REFERENCE(S)
CLASS SUBCLASS CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
455 419 455 1418 | 4141
INTERNATIONAL CLASSIFICATION
HIO4|F| 3¢
/
/
/
/ A
~ . T M AW(ZK Total Claims Allowed: L]
{ (&istant Examiner) (Date) . )
- - CREIGHTON ST 0.G. . _0G.
210 RIARY Print Claim(s) Print Fig.
(ments Examiner)\ (Dat )OA) PR "3FV Examlmﬂi (Date) i i
D Claims renumbered in the same order as presented by applicant | [] CPA 71.D. [OR.1.47
s | & s | & s | & s | & 5 | € 5 | & 5| e
g | B | B £ | ® g | D €| B | B €| &
[N \O- w - 5 w 5 w 6 [T 'O— w 6 w 6
yd 31 61 91 121 151 181
(74 32 62 92 122 152 182
A, 33 63 93 123 153 183
A 34 64 94 124 154 184
11 s 35 65 95 125 155 185
Z 1 6 36 66 96 126 156 186
2] 7 37 67 97 127 157 187
qd]1 s 38 68 98 128 158 188
S | 9 39 69 99 129 159 189
D 40 70 100 130 160 190
L 41 71 101 131 161 191
21 12 42 72 102 132 162 192
g | 13 43 73 103 133 163 193
/D] 14 44 74 104 134 164 194
/ 15 45 75 105 135 165 195
(7] 16 46 76 106 136 166 196
17 47 77 107 137 167 197
[ ] 18 48 78 108 138 168 198
19 49 79 109 139 169 199
20 50 80 110 140 170 200
21 51 81 111 141 171 201
22 52 82 112 142 172 202
23 53 83 113 143 173 203
24 54 84 114 144 174 204
25 55 85 115 145 175 205
26 56 86 116 146 176 206
27 57 87 117 147 177 207
28 58 88 118 148 178 208
29 59 89 119 149 179 209
30 60 90 120 150 180 210

U.S. Patent and Trademark Office
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Application/Control No.

Applicant(s)/Patent under

Index of Claims ~ Reexamination
10/600,746 KJELLBERG ET AL.
Examiner Art Unit
Creighton H. Smith 2614
. (Through numeral)
v | Rejected Cancelled N Non-Elected Appeal
=| Allowed Restricted 1| Interference Objected
Claim Date Claim Date Claim Date
5| e )‘JZ‘?’ T |2 w| £
R <] S| 5 £ k=2
=16 “ 16 “l &S
Pl 51 101
A 52 102
8L, 53 103
£ 54 104
5 [= 55 105
6 56 106
7 57 107
8 58 108
9 59 109
10 60 110
11 61 111
12 62 112
13 63 113
14 64 114
15 65 115
16 66 116
17 67 117
18 |.X 68 118
19 69 119
20 70 120
21 71 121
22 72 122
23 73 123
24 74 124
25 75 125
26 76 126
27 77 127
28 78 128
29 79 129
30 80 130
31 81 131
32 82 132
33 83 133
34 84 134
35 85 135
36 86 136
37 87 137
38 88 138
39 89 139
40 90 140
41 91 141
42 92 142
43 93 143
44 94 144
45 95 145
46 96 146
47 97 147
48 98 148
49 99 149
50 100 150

U.S. Patent and Trademark Office
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Y

Application/Control No. Applicant(s)/Patent under
Search Notes Reexamination
10/600,746 : KJELLBERG ET AL.
Examiner Art Unit
: ‘ | Creighton H. Smith 2614
SEARCH NOTES
SEARCHED (INCLUDING SEARCH STRATEGY)
Class Subclass Date Examiner DATE EXMR
INTERFERENCE SEARCHED
Class Subclass Date Examiner
Tierference N _
Coach otfor |cet
U.S. Patent and Trademark Office ' . Part of Paper No. 20070215
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PART B - FEE(S) TRANSMITTAL

P
orglete aﬁi d this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents y
Kioiandri S Virginia 22313-1450
) exandria, Virginia -
. MAY l'\"t 1007 or Fax (571)-273-2885

higorm should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be complcted where
& correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
MY Tcd below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a scparatc "FEE ADDRESS" for

CURRENT CORRESPONDENCE ADDRESS (Note: Usc Block | for any change of address) Note: A certificatc of mailing can only be uscd for domestic mailings of the
Fec(s) Transmittal. This certificatc cannot be uscd for any other accompanying
ﬁapct;. Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

26529 7590 03/16/2007 Certificate of Maili T issi
ate o ailing or lransmission
BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC L herchy corify tha ‘.’hi;ﬂifc %) Transmital i being dsposiad with he Unicd
. { ta t 1a; t
12400 WILSHIRE BOULEVARD addrossed 10 the Mall Stop ISSUE® FEE address sbove, or being. facsimilc
SEVENTH FLOOR transmitted to the USPTO (571) 273-2885, on the date indicated befow.
LOS ANGELES, CA 90025
) {Depositor’s name)
05/14/2007 HGUTEHA2 00000112 10600746 RAndreas Radke p——
01 FC:1501 1400.00 0P e o
02 FC21504 30000 0p S-1-p7 (Dase)
APPLICATION NO. I FILING DATE . FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO.
10/600,746 06/19/2003 Rikard M. Kjcllberg 3399P103 5994

TITLE OF INVENTION: DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND PROVISIONING OF CONTENT FOR WIRELESS
MOBILE DEVICES

I APPLN. TYPE I SMALL ENTITY I ISSUE FEE DUE I PUBLICATION FEE DUE I PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional . NO $1400 $300 $0 $1700 06/18/2007
[ EXAMINER | ART UNIT | cuasssuscLass |
SMITH, CREIGHTON H 2614 455-419000
(lfF(l:{h??g]‘)).r correspondence address or indication of "Fec Address” (37 2. For printing on' the patent f.ronl page, list lBl ake ly Sokoloff
(1) the namcs of up to 3 registcred patent attorncys
(O Change of correspondence address (or Change of Correspondence or agents OR, alternatively, Taonr & Zafman LLP
Address form PTO/SB/122) attached. (2) the name of a single firm (having s a bera 2
O "Fec Address" indication (or “Fec Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer | 2 registcred patent attorneys or agents. If no nameis 3
Number is required. listed, no name will be printed.
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)
. PLEASE NOTE: Unlcss an assi&ncc is identified below, no assignee data will appear on the patent. If an assignee is identificd below, the document has been filed for
rccordation as sct forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.
(A) NAME OF ASSIGNEE . (B) RESIDENCE: (CITY and STATE OR COUNTRY)
Openwave Systems Inc. Redwood City, Californmia

Plcasc cheek the appropriate assignee category or catcgories (will not be printed on thc patent) 0 Individual Corporation or othcr privatc group cntity O Government

4a. The following fee(s) arc submitted: . 4b, Payment of Fec(s): (Please first reapply any previously paid issue fee shown above)
& 1ssuc Fee & A cheek is enclosed.
& publication Fec (No small entity discount permitted) a Payment by crcdit card. Form PTO-2038 is attached.
O Advance Order - # of Copies QO The Director is hereby authorized to chargg the iged fee(s), any deficicncy, or credit an
P overpayment, to Deposit Account Numbcrb —riqgég icnclosc an extra copy of this fgrm).

5. Change in Entity Status (from status indicatcd above)
Qo Applicant claims SMALL ENTITY status. Scc 37 CFR 1.27. Qb Applicant is'no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

NOTE: The Issuc Fec and Publication Fee (if required) will not be accepted from anyonc other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of ghe United States Patent and Trademark Office.

Authorized Signaturc //(I W P ‘/A_—————\ Date May 11, 2007

Typed or printed name J rdan M. Becker Registration No. _39 ,602

This collcction of information is required by 37 CFR 1,311, The information is rcquired to obtain or retain a bencfit b{ the public which is to file (and by thc USPTO to process,

an application. Confidentiality is governced by 35 U.S.C. 122 and 37 CFR 1,14, This collection is ¢stimated to take 12 minutcs to complete, including gathering, preparing, an

submilting thc completed application form to the USPTO. Time will vary depending upon the individual casc. Any commcnts on thc amount of time you requirc (o com%lclc

this form and/or suggestions for reducing this burden, should be scnt to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.

R?x l430, A‘l,qxap .ng.z g’}?imgon}l]-mso. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioncr for Patents, P.O. Box 1450,
cxandna, virgima - .

Under the Paperwork Reduction Act of 1995, no persons arc required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 07/06) Approvcd for usc through 04/30/2007. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Application No. 10/600,746

TRANSMITTAL FORM Filing Date June 19, 2003

(to be used for all correspondence after initial filing) First Named Inventor Rikard M. Kjellberg

Art Unit 2614
Examiner Name Smith, Creighton H.
L Total Number of Pages in This Submission 18 Attorney Docket Number| 3399P103
J

ENCLOSURES (check all that apply)

I:l After Allowance Communication
g Fee Transmittal Form E Drawing(s) toTC
E Fee Attached D Licensing-related Papers- D QF RS;L%‘;’QR’&‘ ?A?Sﬂg?eﬁ’cgé’ ard
" Appeal Communication to TC
D Amendment / Reply D Petition D (Agpeal Notice, Brief, Reply Brlef)
i Petition to Convert a
L] ater Fina [ Provieional Application ] Proprietary information

[] Affidavitsigeciaration(s)

Power of Attorney, Revocation
I:] Change of Corregpondence Address D Status Letter

I:‘ Extension of Time Request
’ otai Other Enclosure(s)
D Terminal Disclaimer g ; p .
D Express Abandonment Request (please identify below):
D Information Disclosure Statement D Request for Refund Paymc.ant. of Issue Fee and
Submission of Formal
D PTO/SB/08 ) [:] CD, Number of CD(s) Drawings
Return Postcard
] gggt'ﬂggn%‘;y of Priority [JLandscape Table on CD
D {'\’esponls? t(/)\ M|Issu}‘g Parts/
ncomplete Application Remarks

D Basic Filing Fee
D Declaration/POA

D Response to Mlssmg
Parts under 7 CFR

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT

g ir"“ Jordan M. Becker, Reg. No. 39,602

Individual name | BJ ARELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Signature //W ’L\

Date Wiy 11,2007

( CERTIFICATE OF MAILING/TRANSMISSION

| hereby certify that this correspondence is being deposited with the United States Postal Service on the date shown below with
sufficient postage as first class mail in an envelope addressed to: Mail Stop Issue Fee, Commissioner for Patents, P.O. Box 1450
Alexandria, VA 22313-1450.

Typed or printed name | Andreas Radke

| Signature A,,,,L,—.«/“_,, e IDate | May 11, 2007 )

Based on PTO/SB/21 (09-04) as modified by Blakely, Solokeff, Taylor & Zafman (ndc) 10/12/2006.
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450
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orney Docket No.: 3399P103

Patent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application for:
Rikard M. Kjellberg et al.

Serial No.: 10/600,746

Filing Date: June 19, 2003

For: DEVICE CAPABILITY BASED
DISCOVERY, PACKAGING AND

PROVISIONING OF CONTENT FOR

WIRELESS MOBILE DEVICES

Examiner: Smith, Creighton H.
Group Art Unit: 2614
Confirmation No.: 5994

Mail Stop Issue Fee
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

1 hereby certify that this correspondence is being
deposited with the United States Postal Service as
first class mail with sufficient postage in an
envelope addressed to Mail Stop Issue Fee,
Commissioner for Patents, P.O. Box 1450,
Alexandria, VA 22313-1450 on

May 11, 2007
(Date of Deposit)
Andreas Radke
Printed name
Ayt M )J’- /-07
(Signature) (Date)

PAYMENT OF ISSUE FEE & SUBMISSION OF FORMAL DRAWINGS

Dear Sir:

In response to the Notice of Allowance mailed March 16, 2007, enclosed
herewith for filing in the above-referenced patent application are fourteen (14) sheets of

formal drawings.

Enclosed is a check in the amount of $1,700.00 for payment of the issue and

publication fees.

If there is a deficiency in fees, please charge our Deposit Account No. 02-2666.

Respectfully submitted,
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP

Date: May 11, 2007

[ ML

Customer No. 48102

12400 Wilshire Boulevard
Seventh Floor

Los Angeles, CA 90025-1030
(408) 720-8300

Jorgar"M. Becker
Red. No. 39,602
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
Application No.: 10/600,746 Filing Date: June 19, 2003
Attorney Docket No.: 3399P103 Sheet 1 of 14
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
Application No.: 10/600,746 Filing Date: June 19, 2003
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
Application No.: 10/600,746 Filing Date: June 19, 2003

Attorney Docket No.: 3399P103 Sheet 3 of 14
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Application No.: 10/600,746 Filing Date: June 19,2003

Attorney Docket No.: 3399P103 Sheet 4 of 14
w
<
£ gz
1
[Ye)
w0 A 4 R E
P < 7\ =3
W D
\ » QO e
1 >< 3
wo a8
a g
A 4 A4 g
Yy VvVY
<t -
< [ B .
= | 2| o
EE
v s|5|S
T |- | T
o = [T
= S| O
o|o|ES
= [ D=
0. |<C %
< ég f; <
< @]
o
)
N
<C <t
= R <t
2 x .
2 D
3] 2 - =
O - 5
R > =40} - o L
=) I *
(1] ©
o2 <
o
w —
- <
o
) <

[32]
<

49

CACHE

DELIVERY
CONTEXT

I
Dm-config.xml

EX1002 - Page 133



Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices

Inventors: Rikard M. Kjellberg et al.
Application No.: 10/600,746 Filing Date: June 19, 2003
Attorney Docket No.: 3399P103 Sheet 6 of 14
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices

Inventors: Rikard M. Kjellberg et al.

Filing Date: June 19,2003
Sheet 11 of 14
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Title: Device Capability Based Discovery, Packaging and Provisioning of Content for Wireless Mobile Devices
Inventors: Rikard M. Kjellberg et al.
Application No.: 10/600,746 Filing Date: June 19, 2003
Attorney Docket No.: 3399P103 Sheet 12 of 14
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
10/600,746 06/19/2007 7233790 3399P103 5994
26529 7590 05/30/2007

BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC
12400 WILSHIRE BOULEVARD

SEVENTH FLOOR

LOS ANGELES, CA 90025

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 753 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Customer Service Center of the Office of Patent Publication at
(571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site hitp://pair.uspto.gov for additional applicants):

Rikard M. Kjellberg, Santa Cruz, CA;
Sheng Liang, Cupertino, CA;

Tomas G. Lund, Menlo Park, CA;
William Chan, San Mateo, CA;
Ramakrishna Chinta, Sunnyvale, CA;
Xinbi Chen, Palo Alto, CA;

IR103 (Rev. 11/05)
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PTO/SB/80 (01-06)

POWER OF ATTORNEY TO PROSECUTE APPLICATIONS BEFORE THE USPTO

1 hereby revoke all previous powers of attorney given in the application identified in the attached statement under
37 CFR 3.73(b).

| hereby appoint:
Practitioners associated with the Customer Number: 46670

OR
D Practitioner(s) named below (if more than ten patent practitioners are to be named, then a customer number must be used):

Name Registration Name Registration
Number : Number

e |
as attorney(s) or agent(s) to represent the undersigned before the United States Patent and Trademark Office (USPTO) in connection with
any and all patent applications assigned only to the undersigned according to the USPTO assignment records or assignment documents

attached to this form in accordance with 37 CFR 3.73(b).

Please change the correspondence address for the application identified in the attached statement under 37 CFR 3.73(b) to:

46670

E The address associated with Customer Number:

OR

Firm or

Individual Name
Address

City l State Zip

Country

Telephone I Email

Assignee Name and Address:

Openwave Systems Inc.
2100 Seaport Boulevard, Office #311B
Reedwood City, CA 94063

United States of America

A copy of this form, together with a statement under 37 CFR 3.73(b) (Form PTO/SB/96 or equivalent) is required to be
filed in each application in which this form is used. The statement under 37 CFR 3.73(b) may be completed by one of
the practitioners appointed in this form If the appointed practitioner is authorized to act on behalf of the assignee,
and must identify the application in which this Power of Attorney is to be filed.

SIGNATURE of Assignee of Record
The ind'ﬁidual who”e signature and title is supplied below is authorized to act on behalf of the assignee

Signature (%‘ M ‘(( Date Z.I{/l 08

Name | Joffrey KangiChief Li Telephone  650-480-5320
Title Vice President and General Counsel
61277363 v1
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PTO/SB/96 (01-08)

Attorney Docket No. 022395-018810US

STATEMENT UNDER 37 CFR 3.73(b)

Applicant/Patent Owner: _Rikard M. Kjellberq, et al

Application No./Patent No.: 7,233.790 Filed/Issue Date: June 19, 2007

Entitted: DEVICE AND CAPABILITY BASED DISCOVERY, PACKAGING AND PROVISIONING OF CONTENT FOR
WIRELESS MOBILE DEVICES

Openwave Systems Inc. ,a Corporation
(Name of Assignee) (Type of Assignee: corporation, partnership, university, government agency, etc.)

states that it is:

1. [X] the assignee of the entire right, title, and interest; or

2. |:| an assignee of less than the entire right, title and interest.
(The extent (by percentage) of its ownership interest is %)

in the patent application/patent identified above by virtue of either:

A & An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded
in the United States Patent and Trademark Office at Reel 013985 , Frame _ 0220 , Or a true copy of the
original assignment is attached.

OR
B. |:| A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:
1. From: To :
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
2. From: To :
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
3. From: To :
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.

|:| Additional documents in the chain of title are listed on a supplemental sheet.

D As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner to the assignee
was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.
[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP
302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Alan D. Minsk/ February 14, 2008
Signature Date
Alan D. Minsk, Reg. No. 35,956 (206) 467-9600
Printed or Typed Name Telephone Number
Attorney of Record
Title

61286843 v1
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Electronic Acknowledgement Receipt

EFS ID: 2870031

Application Number: 10600746

International Application Number:

Confirmation Number: 5994

DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND

Title of Invention: PROVISIONING OF CONTENT FOR WIRELESS MOBILE DEVICES

First Named Inventor/Applicant Name: Rikard M. Kjellberg
Customer Number: 26529
Filer: Alan D. Minsk/Elyse Brownell
Filer Authorized By: Alan D. Minsk
Attorney Docket Number: 022395-018810US
Receipt Date: 15-FEB-2008
Filing Date: 19-JUN-2003
Time Stamp: 17:33:18
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no

File Listing:

Document — . File Size(Bytes) Multi Pages
Number Document Description File Name /Message Digest| Part/.zip| (if appl.)
50806
1 Power of Attorney 022395 _GenPOA.pdf no 1
84731061ad35736986d3fa075a0b6e85

ea99e80f

Warnings:

Information:
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. . , 69662
Assignee showing of ownership per

2 37 CFR 3.73(b). 873b.pdf R !
aoedsies
Warnings:
Information:
Total Files Size (in bytes)1 120468

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt
similar to a Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see
37 CFR 1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date
shown on this Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions
of 35 U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the
application as a national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt,
in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary
components for an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the
International Application Number and of the International Filing Date (Form PCT/RO/105) will be issued in due
course, subject to prescriptions concerning national security, and the date shown on this Acknowledgement
Receipt will establish the international filing date of the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.C. Box 1450

leag:i;z;gma 22313-1450
[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
10/600,746 06/19/2003 Rikard M. Kjellberg 022395-018810US
CONFIRMATION NO. 5994
26529 POWER OF ATTORNEY NOTICE
BLAKELY SOKOLOFF TAYLOR & ZAFMAN/PDC

1279 OAKMEAD PARKWAY

1279 AKERD PARIAY R

Date Mailed: 02/28/2008

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/15/2008.

» The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

/hchristian/

Office of Initial Patent Examination (571) 272-4000 or 1-800-PTO-9199

page 1 of 1
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.C. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
10/600,746 06/19/2003 Rikard M. Kjellberg 022395-018810US
CONFIRMATION NO. 5994
46670 POA ACCEPTANCE LETTER

TWO EMBARCADERO CENTER. L

EIGHTH FLOOR
SAN FRANCISCO, CA 94111-3834
Date Mailed: 02/28/2008

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/15/2008.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/hchristian/

Office of Initial Patent Examination (571) 272-4000 or 1-800-PTO-9199

page 1 of 1
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Case 3:12-cv-00505-RCJ-VPC Document 5 Filed 09/20/12 Page 1 of 1

AO 120 (Rev. 08/10)

Director of the U.S. Patent and Trademark Office

Alexandria, VA 22313-1450

Mail Stop 8

P.O. Box 1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court

District of Nevada on the following

[] Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
3:12-cv-505 9/19/2012 District of Nevada
PLAINTIFF DEFENDANT
UNWIRED PLANET, LLC APPLE, INC.

TRADTN R, o %’?{TTER?\%%’;ATE HOLDER OF PATENT OR TRADEMARK
1 6,317,594 11/13/2001 SEE COMPLAINT
2 6,317,831 11/13/2001 SEE COMPLAINT
3 6,321,092 11/20/2001 SEE COMPLAINT
4 6,532,446 3/11/2003 SEE COMPLAINT
5 6,647,260 11/11/2003 SEE COMPLAINT
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
PATEIGHER0% PELUDEDRY (] Amendment [ Answer ¥ Other Pleading
TRADEOR o Pt HOLDER OF PATENT OR TRADEMARK
I 6,813,491 11/2/2004 SEE COMPLAINT
2 7,020,685 3/28/2006 SEE COMPLAINT
3 7,233,790 6/19/2007 SEE COMPLAINT
4 7,299,033 SEE COMPLAINT
5 7,522,927 4/21/2009 SEE COMPLAINT

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK
Lance S. Wilson

(BY) DEPUTY CLERK
/s/ H. Jordan

DATE
9/20/2012

Copy 1—Upon initiation of action, maif this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 4—Case file copy
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Case4:13-cv-04134-KAW Documentl155 Filed09/12/13 Pagel of 1

2 AO 120 (Rev. 2/99)
TO: Mail Stop 8 REPORT ON THE
Director of the U.S. Patent & Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court ___Northern District of California _ on the following X Patents or [J Trademarks:
DOCKET NO. DATE FILED U.S. DISTRICT COURT
CV 13-04134 KAW 09/06/2013 Northern District of California, 1301 Clay Street, RM 4008, Oakland, CA 94612
PLAINTIFF DEFENDANT
UNWIRED PLANET APPLE INC
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 LQ/ 3 / 7/ 5 9 L/ See attached Complaint transferred from USDC Nevada

200,317 B3
3 e, 351, LY
10,533, Y446
(e, LY 1) 6D

In the above—entitled case, the following patent(s) have been included:

DATE INCLUDED INCLUDED BY
[ Amendment ] Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 L_Ql %/ 1-51 { { C) [ Sec attached Complaint transferred from USDC Nevada

2 '71, o%v(‘(%:”:.
3, 333,790
s REYD, 1B

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE
. Richard W. Wieking

Copy 1-—Upon initiation of action, mail this copy to Commissioner Copy 3—Upon termination of action, mail this copy to Commissioner
Copy 2—Upon filing document adding patent(s), mail this copy to Commissioner Copy 4—Case file copy
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designed the Accused Products and Services such that they would infringe one or more claims of
the Accused Patents if made, used, sold, offered for sale or imported into the United States. The
accused technology has no substantial use that does not infringe one or more claims of the
Asserted Patents.

30.  Apple’s acts of direct, contributory and induced infringement have caused damage
to Unwired Planet, and Unwired Planet is entitled to recover compensatory damages sustained as
a result of Apple’s wrongful acts. Unless enjoined by this Court, Apple will continue to infringe
the Asserted Patents, continuing to damage Unwired Planet and causing irreparable harm.

31.  Apple has known about each of the Asserted Patents. Moreover, Apple lacks
justifiable belief that there is no infringement, or that the infringed claims are invalid, and has
acted with objective recklessness in its infringing activity. Apple’s infringement is therefore
willful, and Unwired Planet is entitled to an award of exemplary damages, attorneys’ fees, and
costs in bringing this action.

DEMAND FOR JURY TRIAL

Unwired Planet hereby demands a jury for all issues so triable.
PRAYER FOR RELIEF

WHEREFORE, Unwired Planet respectfully requests that this Court enter judgment in

their favor and grant the following relief:

A. Adjudge that Apple infringes the Asserted Patents;

B. Adjudge that Apple’s infringement of the Asserted Patents was willful, and that
Apple’s continued infringement of the Asserted Patents is willful;

C. Award Unwired Planet damages in an amount adequate to compensate Unwired
Planet for Apple’s infringement of the Asserted Patents, but in no event less than a
reasonable royalty under 35 U.S.C. § 284;

D. Award enhanced damages by reason of Apple’s willful infringement of the
Asserted Patents, pursuant to 35 U.S.C. § 284;

E. Award Unwired Planet pre-judgment and post-judgment interest to the full extent
allowed under the law, as well as its costs;

-10-

McKool 884702v1McKool 819620v3
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F. Enter an order finding that this is an exceptional case and awarding Unwired
Planet its reasonable attorneys’ fees pursuant to 35 U.S.C. § 285;

G. Enter an injunction enjoining Apple, and all others in active concert with Apple,
from further infringement of the Asserted Patents;

H. Award an accounting for damages;

L Award a future compulsory royalty in the event full injunctive relief is not
awarded as requested; and

J. Award such other relief as the Court may deem appropriate and just under the

Respectfully submitted,

/s/ Michael D. Rounds
Michael D. Rounds

Nevada Bar No. 4734
mrounds @watsonrounds.com
Adam K. Yowell

Nevada Bar No. 11748
ayowell @watsonrounds.com
WATSON ROUNDS

5371 Kietzke Lane

Reno, Nevada 89511
Telephone: (775) 324-4100
Fax: (775) 333-8171

Theodore Stevenson III (pro hac vice)
Texas State Bar No. 19196650
tstevenson @mckoolsmith.com
MCKOOL SMITH, P.C.

300 Crescent Court, Suite 1500
Dallas, Texas 75201

Telephone: (214) 978-4000

Fax: (214) 978-4044

Kevin Burgess (pro hac vice)
Texas State Bar No. 24006927
kburgess @mckoolsmith.com
Pierre Hubert (pro hac vice)
Texas State Bar No. 24002317
phubert@mckoolsmith.com
MCKOOL SMITH, P.C.

300 W. 6th St., Suite 1700
Austin, Texas 78701
Telephone: (512) 692-8700
Fax: (512) 692-8744

ATTORNEYS FOR PLAINTIFF
UNWIRED PLANET LLC.

-11-
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Plaintiff Unwired Planet LLC files this First Amended Complaint for Patent Infringement

against Apple Inc. (Apple), and alleges as follows:
JURISDICTION

1. This is an action arising under the patent laws of the United States, 35 U.S.C. §

101 et seq. This Court has subject matter jurisdiction under 28 U.S.C. §§ 1331 and 1338(a).
VENUE

2. This Court has personal jurisdiction over the Defendant Apple. Apple has
conducted and does conduct business within the State of Nevada. Apple, directly or through
subsidiaries or intermediaries (including distributors, retailers, and others), ships, distributes,
offers for sale, sells, and advertises (including the provision of an interactive web page) its
products and/or services in the United States, the State of Nevada, and the District of Nevada.
Apple, directly and through subsidiaries or intermediaries (including distributors, retailers, and
others), has purposefully and voluntarily placed one or more of its infringing products and/or
services, as described below, into the stream of commerce with the expectation that they will be
purchased and/or used by consumers in the District of Nevada. These infringing products and/or
services have been and continue to be purchased and/or used by consumers in the District of
Nevada. Apple has committed acts of patent infringement within the State and District of
Nevada.

3. Venue is proper in this judicial district under 28 U.S.C. §§ 1391(b), (c) and (d) and
1400(b). A substantial part of the events giving rise to Unwired Planet’s claims occurred in the
District of Nevada and Apple is subject to personal jurisdiction in the district.

PARTIES

4. Plaintiff Unwired Planet LLC is a Nevada entity having a principal place of
business at 226 California Ave., Reno, NV 89509. “Unwired Planet” refers to Plaintiff and its
predecessors in interest referred to herein for the patents-in-suit.

3. Unwired Planet has a long history of innovative technical contributions, as set

forth below, including the patents-at-issue in this lawsuit.

McKool 884702v1McKool 819620v3
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6. Defendant Apple is a corporation organized under the laws of California with its
principal place of business at 1 Infinite Loop, Cupertino, California 95014-2083.
7. Apple makes, uses, imports into the United States, sells and/or offers for sale in the
United States various systems and/or services, servers, and mobile devices, including within this
District. Apple can be served with process by serving its registered agent in Nevada, The
Corporation Trust Company of Nevada at 311 S. Division St., Carson City, NV 89703.
BACKGROUND

8. Unwired Planet, founded in 1994, is widely regarded as a pioneer of the mobile
internet. Unwired Planet invented many of the fundamental technologies that allowed mobile
devices to connect to the internet in meaningful ways. For example, Unwired Planet was
instrumental in developing the Wireless Application Protocol (WAP), which was the first widely-
used standard that allowed mobile devices such as cellular phones to connect to the internet.

9. Unwired Planet was founded with the vision of bringing the “internet-in-your-
pocket” to the world. But, at the time of the inventions at issue here, most technology firms were
not interested. While Unwired Planet saw the need for applications and environments that could
leverage emerging devices and increasing bandwidth, other téchnology firms were too focused on
their old way of doing business. As a result, Unwired Planet was the first to put an internet
browser into a phone, signing a deal with AT&T in 1996 through its predecessor company,
Libris.

10. In 1997, Unwired Planet began pushing for a worldwide standard for mobile
internet access by teaming up with some of the leading global handset manufacturers to found the
WAP Forum. The purpose of the WAP Forum was to develop a standard worldwide wireless
internet technology so that content providers could use existing content when creating mobile
services. The WAP Forum was a resounding success, and by 1999, over 150 wireless companies
were integrating the WAP standard into their products, covering approximately 95% of the world
market for cellular handsets. By 2001 the WAP Forum had grown to more than 500 members.

11.  Unwired Planet issued an initial public stock offering in 1999, changing its name

to Phone.com to reflect the company’s emphasis on providing internet to wireless devices through

3
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its browser software and developer tools. These products included Up.Mail (which delivered e-
mail to wireless telephones), Up.Organizer (a personal information management application),
Up.Web (which allowed subscribers to manage and configure the other programs from their PCs),
Up.Browser (a wireless phone browser), and Up.Smart (a PDA software application for wireless
phones), among others. By August 1999, 31 network operators across the globe had licensed
Phone.com’s software. Phone.com flourished, providing its access software to companies around
the globe. USA Today called Phone.com “the linchpin for the wireless internet” in a J uly 2000
article, stating that Phone.com’s software touched approximately 80 percent of Web-enabled
phones at the time. Bloomberg named Alain Rossmann one of the founders of Unwired Planet,
among the “Top Entrepreneurs of 1999.”

12. In 2000, Phone.com merged with Software.com to form Openwave Systems Inc.,
the predecessor to the current-day Unwired Planet, in a $6.4 billion merger. Openwave continued
to grow and innovate. By mid-2001, about 97 percent of internet-ready mobile phones in the
United States and approximately 75 percent overseas used an Openwave browser. By July 2001
Openwave had increased in size to approximately 2,200 employees worldwide, and the company
earned revenues of over $465 million for fiscal year 2001.

13.  Through its innovation and technological leadership, Openwave was awarded a
sizeable portfolio of over 200 patents. Many of these patents disclose and protect the
foundational aspects of today’s most widely-used mobile technologies, such as mobile internet,
location-based services, and e-commerce applications.

14. Unfortunately, merely having patents did not protect Openwave from infringing
competition. As Openwave’s revenues and market share fell, it was forced to downsize its own
employees. With the onslaught of infringing competition having forced Openwave out of the
market it created, in April 2012 Openwave sold its product businesses, but retained the patents it
had been awarded. After selling off its product businesses, Openwave changed its name back to
Unwired Planet, Inc., Unwired Planet Inc. is the parent of, and the predecessor in interest of,
Plaintiff Unwired Planet, LLC. Unwired Planet retained its patents, representing almost two
decades of investment, allowing the company to focus its efforts on licensing its fundamental

4-
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patent portfolio to the companies whose infringement put it out of the software and service

businesses.

THE PATENTS

15. United States Letters Patent No. 6,317,594 (“the >594 Patent”), entitled “System
and Method for Providing Data to a Wireless Device upon Detection of Activity of the Device on
a Wireless Network,” was duly and legally issued to inventors William E. Gossman and Peter J.
Hartmaier on Nov. 13, 2001. Plaintiff Unwired Planet owns by assignment the entire right, title,
and interest in the *594 Patent, and is entitled to sue for past and future infringement. A true and
correct copy of the *594 Patent is attached hereto as Exhibit A and incorporated herein by
reference.

16. United States Letters Patent No. 6,317,831 (“the 831 Patent”), entitled “Method
and Apparatus for Establishing a Secure Connection over a One-way Data Path,” was duly and
legally issued to inventor Peter F. King on Nov. 13, 2001. Plaintiff Unwired Planet owns by
assignment the entire right, title, and interest in the *831 Patent, and is entitled to sue for past and
future infringement. A true and correct copy of the ‘831 Patent is attached hereto as Exhibit B
and incorporated herein by reference.

17. United States Letters Patent No. 6,321,092 (“the *092 Patent”), entitled “Multiple
Input Data Management for Wireless Location-based Applications,” was duly and legally issued
to inventors James Fitch, David L. Hose, and Michael McKnight on Nov. 20; 2001. Plaintiff
Unwired Planet owns by assignment the entire right, title, and interest in the 092 Patent, and is
entitled to sue for past and future infringement. A true and correct copy of the 092 Patent is
attached hereto as Exhibit C and incorporated herein by reference.

18. United States Letters Patent No. 6,532,446 (“the 446 Patent”), entitled “Server
Based Speech Recognition User Interface for Wireless Devices,” was duly and legally issued to
inventor Peter F. King on Mar. 11, 2003. Plaintiff Unwired Planet owns by assignment the entire
right, title, and interest in the 446 Patent, and is entitled to sue for past and future infringement.
A true and correct copy of the 446 Patent is attached hereto as Exhibit D and incorporated herein

by reference.
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19. United States Letters Patent No. 6,647,260 (“the 260 Patent”), entitled “Method
and System Facilitating Web Based Provisioning of Two-Way Mobile Communications
Devices,” was duly and legally issued to inventors Steve Dusse, Peter F. King, Bruce V.
Schwartz, and Bruce K. Martin, Jr. on November 11, 2003. Plaintiff Unwired Planet owns by
assignment the entire right, title, and interest in the *260 Patent, and is entitled to sue for past and
future infringement. A true and correct copy of the 260 Patent is attached hereto as Exhibit E
and incorporated herein by reference.

20. United States Letters Patent No. 6,813,491 (“the *491 Patent™), entitled “Method
and Apparatus for Adapting Settings of Wireless Communication Devices in Accordance with
User Proximity,” was duly and legally issued to inventor Aldan Martin McKinney on Nov. 2,
2004. Plaintiff Unwired Planet owns by assignment the entire right, title, and interest in the 491
Patent, and is entitled to sue for past and future infringement. A true and correct copy of the *491
Patent is attached hereto as Exhibit F and incorporated herein by reference.

21. United States Letters Patent No. 7,020,685 (“the 685 Patent”), entitled “Method
and Apparatus for Providing Internet Content to SMS-based Wireless Devices,” was duly and
legally issued to inventors David A. Chen and Piyush Patel on Mar. 28, 2006. Plaintiff Unwired
Planet owns by assignment the entire right, title, and interest in the 685 Patent, and is entitled to
sue for past and future infringement. A true and correct copy of the *685 Patent is attached hereto
as Exhibit G and incorporated herein by reference.

22. United States Letters Patent No. 7,233,790 (“the *790 Patent”), entitled “Device
Capability based Discovery, Packaging and Provisioning of Content for Wireless Mobile
Devices,” was duly and legally issued to inventors Rikard M. Kjellberg, Sheng Liang, Tomas G.
Lund, William Chan, Ramakrishna Chinta, and Xinbi Chen on Jun. 19, 2007. Plaintiff Unwired
Planet owns by assignment the entire right, title, and interest in the *790 Patent, and is entitled to
sue for past and future infringement. A true and correct copy of the *790 Patent is attached hereto
as Exhibit H and incorporated herein by reference.

23. United States Reissued Patent No. US RE43,113 E (“the *113 Patent”), entitled

“Domain-based management of distribution of digital content from multiple suppliers to multiple

-6-.
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wireless services subscribers,” was duly and legally issued to inventors Rikard M. Kjellberg,
Sheng Liang, Tomas G. Lund, and William Chan. Plaintiff Unwired Planet owns by assignment
the entire right, title, and interest in the *113 Patent, and is entitled to sue for past and future
infringement. A true and correct copy of the *113 Patent is attached hereto as Exhibit I and
incorporated herein by reference.

24. United States Letters Patent No. 7,522,927 (“the '927 Patent”), entitled “Interface
for Wireless Location Information,” was duly and legally issued to inventors James Fitch, David
Hose, and Michael McKnight on Apr. 21, 2009. Plaintiff Unwired Planet owns by assignment the
entire right, title, and interest in the ‘927 Patent, and is entitled to sue for past and future
infringement. A true and correct copy of the 927 Patent is attached hereto as Exhibit J and
incorporated herein by reference.

25.  The ’594, ’831, *092, ’446, '260, ’491, ’685, *790, ’113, and ’927 Patents
(collectively, the Asserted Patents) cover inventions relating to wireless devices, management of
wireless devices, management of messages and data for wireless devices, location services, and

speech recognition.

CLAIM FOR PATENT INFRINGEMENT

26. Plaintiff Unwired Planet repeats and realleges the allegations in paragraphs 1-25
as though fully set forth herein.

27.  Apple directly infringes one or more claims of each of the Asserted Patents under
35 U.S.C. § 271. Apple is making, using, selling, offering for sale, exporting, and/or importing
Accused Products and Services which infringe one or more claims of each of the Asserted
Patents, as set forth in the table below. Further discovery may reveal additional infringing

products and/or models.
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Asserted
Patent

Accused Products and Services

6,317,594

Mobile App Systems and/or Services (including Apple App Store, Apps, Apple
Push Notification Service (APNS), iAds, and Location Services including Safari
web browser, Apple Maps, Local Search), Servers (including servers supporting
the aforementioned Systems and/or Services), and Mobile Devices (including
mobile phones, tablets, and music players with the iOS operating system
including iPhones, iPads, and iPods)

6,317,831

Mobile App Systems and/or Services (including Apple App Store, Apps, and
APNS), Servers (including servers supporting the aforementioned Systems
and/or Services), and Mobile Devices (including mobile phones, tablets, and
music players with the iOS operating system including iPhones, iPads, and
iPods)

6,321,092

Mobile App Systems and/or Services (including iAds, and Location Services
including Safari web browser, Apple Maps, Local Search), Servers (including
servers supporting the aforementioned Systems and/or Services), and Mobile
Devices (including mobile phones, tablets, and music players with the iOS
operating system including iPhones, iPads, and iPods)

6,532,446

Mobile App Systems and/or Services (including Siri), Servers (including servers
supporting the aforementioned Systems and/or Services), and Mobile Devices
(including mobile phones, tablets, and music players with the iOS operating
system including iPhones, iPads, and iPods)

6,647,260

Mobile App Systems and/or Services (including iTunes, Apple App Store, and
Apps), Servers (including servers supporting the aforementioned Systems and/or
Services), and Mobile Devices (including mobile phones, tablets, and music
players with the iOS operating system including iPhones, iPads, and iPods)

6,813,491

Mobile Devices (including mobile phones, tablets, and music players with the
iOS operating system including iPhones, iPads, and iPods)

7,020,685

Mobile App Systems and/or Services (including Siri), Servers (including servers
supporting the aforementioned Systems and/or Services), and Mobile Devices
(including mobile phones, tablets, and music players with the iOS operating
system including iPhones, iPads, and iPods)

7,233,790

Mobile App Systems and/or Services (including iTunes, Apple App Store, and
Apps), Servers (including servers supporting the aforementioned Systems and/or
Services), and Mobile Devices (including mobile phones, tablets, and music
players with the iOS operating system including iPhones, iPads, and iPods)
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Asserted Accused Products and Services
Patent

RE43,113 | Mobile App Systems and/or Services (including iTunes, Apple App Store, and
Apps), Servers (including servers supporting the aforementioned Systems and/or
Services), and Mobile Devices (including mobile phones, tablets, and music
players with the iOS operating system including iPhones, iPads, and iPods)

7,522,927 Mobile App Systems and/or Services (including iAds, Location Services
including Safari web browser, Apple Maps, Local Search, Find My iPhone, Find
My iPad, and Find My Friends), Servers (including servers supporting the
aforementioned Systems and/or Services), and Mobile Devices (including mobile
phones, tablets, and music players with the iOS operating system including
iPhones, iPads, and iPods)

28.  Apple indirectly infringes one or more claims of each of the Asserted Patents
under 35 U.S.C. § 271(b). Apple has induced and continues to induce its customers and/or users
of the Accused Products and services above to infringe one or more claims of the Asserted
Patents above. Apple specifically intends for its customers and/or users of the Accused Products
and Services above to infringe one or more claims of the Asserted Patents above in the United
States because on information and belief, Apple knew of the Asserted Patents and designed the
Accused Products and Services such that they would each infringe one or more claims of each of
the Asserted Patents if made, used, sold, offered for sale or imported into the United States, and
Apple knows that the customers and/or users of the Accused Products and Services will directly
infringe one or more claims of the Asserted Patents when those customers and/or users make, use,
sell, offer to sell, and/or import into the United States, the Accused Products and Services. In
addition, Apple has failed to redesign the Accused Products and Services to cease infringement.

29. Apple indirectly infringes one or more claims of the Asserted Patents by
contributory infringement under 35 U.S.C. § 271(c). Apple has contributed to and éontinues to
contribute to the direct infringement of one or more claims of the Asserted Patents by customers
and/or users of the Accused Products and Services. Upon information and belief, Apple knew of |
the Asserted Patents. Apple has sold, offered to sell, and/or imported in and into the United
States the Accused Products, which Apple has known to be especially made or adapted for use in
infringing the Asserted Patents and which have no substantial non-infringing uses. Apple

9.
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Case L21-ov-01448-UNA  Document 3 Filed 10/13/21 Page 1 of 1 Pagell #1104

AQ 120 (Rev. 08/10}

TO: Mail Stop 8 REPORT ON THE
' Director of the 1.8, Patent and Trademark Oifice FILING OR BETERMEINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 aud/or 15 U.S.C. § 1116 you are hereby advised that a conrt action has been
filed in the U.S, District Court District of Delaware on the folowing
] Trademarks or W Patents. ¢ (] the patent action involves 35 U8, § 292y
DOCEET NG, DATE FILED U8, DISTRICT COURT
10/13/2021 District of Delaware
PLAINTIFF DEFENDANT
STARZ ENTERTAINMENT, LLC VL COLLECTIVE P, LLC and VIDEQLABS, INC.
PATENT OR DATE OF PATENT T TR O DA DEVARK
TRADEMARK NQ, OR TRADEMARK HOLDER OF PATENT OR TRADEMA
17,233,790 8/19/2007 VIDEOLABS, INC.
2 7,440,559 10/21/2008 VL COLLECTIVE 1P, LLC
3 8,805,794 12/10/2013 VL COLLECTIVE IR, LLC
4 RE43,113 1447/2012 VIDECLARBS, INC.
S
In the above—entitled case, the following patent(s) trademark(s) have been inciuded:
DATE INCLUDED INCLUDED BY
1 Amendment 0 Answer 3 Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT . - - TN - -
TRADEMARK NG, R TRADEMARK HOLDER OF PATENT OR TRADEMARK
i
3
4
S

{n the above-—cuiitied case, the following decision hias been rendered or judgement issued:

DECISIONJUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy +—Upon initiation of action, mail this copy te Birectsr  Copy 3—Upon termination of action, mail this copy to Birector
{opy 2—Upon filing document adding patent(s), mail thic copy to Birector Copy 4-—Case fide copy
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Case 1:22-ov-00228-UNA Document 3 Filed 02/23/22 Page § of 1 Pageld #1973

AQ 120 (Rev. 08/10}

TO: Mail Stop 8 REPORT ON THE
’ Birector of the U.S. Patent and Trademark Office FILING OR BETERMEINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-145¢ TRADEMARK
In Compliance with 35 U.S.C. § 290 aud/or 15 U.S.C. § 1116 vou are hereby advised that a court action has been
filed in the U.S, District Court District of Delaware on the folowing
] Trademarks or W Patents. ¢ (] the patent action involves 35 U8, § 292y
DOCEET NG, DATE FILED U8, DISTRICT COURT
2/23/2022 District of Delaware
PLAINTIFF DEFENDANT
Videolabs, fnc. and VL Collective 1P LLC Netflix inc.
PATENT OR DATE OF PATENT . - D AT DEMARK
TRADEMARK NQ, R TRADEMARK HOLDER OF PATENT OR TRADEMA
1 U8 8,138,878 B2 37202012 Videol.abs, Inc.
2 LS 7,440,556 B2 10/21/2018 VL Coliective IP LLC
3 US 7,233,780 82 S/19/2007 Videolabs, inc.
4
b

In the above—entitled case, the following patent(s) trademark(s) have been inciuded:

DATE INCLUDED INCLUDED BY
1 Amendment 0 Answer 3 Cross Bill ] Other Pleading

PATENT OR DATE OF PATENT T TR v T A A A D

TRADEMARK NG, R TRADEMARK HOLDER OF PATENT OR TRADEMARK
i
5
4
S

{n the above-—cuiitied case, the following decision hias been rendered or judgement issued:

DECISIONJUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy +—Upon initiation of action, mail this copy te Birectsr  Copy 3—Upon termination of action, mail this copy to Birector
{opy 2—Upon filing document adding patent(s), mail thic copy to Birector Copy 4-—Case fide copy
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Case 1:22-0v-00228-CFC Document 12

AQ 120 (Rev. 08/10}

Filed OB/0G/22 Page 1 of L PageiD #4715

Mail Stop 8
Director of the U.S. Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-145¢

T

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 aud/or 15 U.S.C. § 1116 vou are hereby advised that a court action has been

District of Delaware on the folowing

filed in the U.S. Disinict Court

] Trademarks or - [ Patents.  ( {1 the patent action invoives 33 US40, § 292.):
DOCKET NO. DATE FILED U8, DISTRICT COURT

22-ov-229-CFC 2123/2022 District of Delaware
PLAINTIFF DEFENDANT

Videolabs, fnc. and VL Collective 1P LLC Netflix inc.

1 US 8,139,878 B2 37202012 Videol.abs, Inc.

2 LS 7,440,556 B2 10/21/2018 VL Coliective IP LLC
3 US 7,233,780 82 S/19/2007 Videolabs, inc.

4

b

In the above—entitled case, the following patent(s) trademark(s) have been inciuded:

ATE INCLUDEL NCLUDED BY
DATE If\%!é,/ggé)z INCLUDED BY . - ‘
7 Amendment 0 Answer 3 Cross Bill ] Other Pleading

DATE OF PATENT
CRCTRADEMARK

PATENT OR

HOLDER OF PATEN RADEMARK
TRADEMARK NO. HOLDER OF PATENT OR TRADEMARK

1 US 8,605,794 B2 12/10/2013 VL Collective 1P LLC
3
4
S

{n the above-—cuiitied case, the following decision hias been rendered or judgement issued:

DECISIONJUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 3—Upon terination of action, mail this copy to Birector
Copy 4-—Case file copy

Copy I~Upon initiation of action, mail this copy to Birector
Copy 2—-Upon filing document adding patent(s), mail thic copy to Birector
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Doc Code; PA..
PTO/AIA/82A (07-13)

Document Description: Power of Attorney Approved for use through 03/31/2021. OMB 0851-0035
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

TRANSMITTAL FOR POWER OF ATTORNEY TO ONE OR MORE
REGISTERED PRACTITIONERS

NOTE: This form is to be submitted with the Power of Attorney by Applicant form (PTO/AIA/82B) to identify the application to which the
Power of Attorney is directed, in accordance with 37 CFR 1.5, unless the application number and filing date are identified in the Power of
Attorney by Applicant form. If neither form PTO/AIA/82A nor form PTO/AIA82B identifies the application to which the Power of Attorney is
directed, the Power of Attorney will not be recognized in the application.

Application Number 10/600,746

Filing Date 19 June 2003

First Named Inventor Rikard M. Kjellberg

Title DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND
PROVISIONING OF CONTENT FOR WIRELESS MOBILE DEVICES

Art Unit 2614

Examiner Name Creighton H. Smith

Attorney Docket Number |22104.38

SIGNATURE of Applicant or Patent Practitioner

Signature /LeV| S Brown / Date (Optional)
Name Levi S. Brown segiztration 72533
umber

Title (if Applicant is a | Attorney for Applicant
juristic entity)

Applicant Name (if Applicant is a juristic entity) V| d eo La b S I nc
y .

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4(d) for signature requirements and certifications. If
more than one applicant, use multiple forms.

I:l *Total of forms are submitted.

This collection of information is required by 37 CFR 1.131, 1.32, and 1.33. The information is required to obtain or retain a benefit by
the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.11 and 1.14. This collection is estimated to take 3 minutes to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require
to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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{ heveby revoke all previnus powers of alforney given in the application idenfified in gither the atfached tranamittal letter o
e Boxss bedow,

Application Mumber Filing Date

{Nate: The boxes above may be fofil banle # information is provided on form PFTOMAIBERAY
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@fj The address sssonigted with the gbove-mentionsd Custamer Numbey
N
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QR

m Firm of
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ity | State ! tap |

Country

 Telephane f Email i

bam the A;min,am {ni’ the Applicant iy a juristic entity, sl the Applicant nams in the box);

Vidé{:}mbs, inc

E::i twentoror Joint inventsr (fiths ot required below}

{3 Legal Reprasentativs of & Devessad or Legelly Insapaciiatad invenior Gille not raguired balow)
g{ﬂ Assignee w Person o Whan the fnvsntor is Under an Obligation to Assign (rovide signer's title I applicant s a ristic entity)

m Parson Who Qthervdse Shows Sutliclant Propristary Interest (2.9, & petition under 37 CFR 1.468(0){2) was grantad in the
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SISNATURE of Applicant for Patent

The undersigned {whose mta as sug:w;gked ,bﬁfe’wmauﬁggmd a acﬁ on hehalf of the spplicant (e.g., where the apphcam is & juristic entity).

Signature - s { Dats (Optional) | }s//;,
Narog B Sntﬁman
Title SVP & Chigf 1P Officar
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PTO/SB/96 (11-18)

Approved for use through 11/30/2020. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(b)
Applicant/Patent Owner: Rikard M. Kijellberg, et al.
Application No./Patent No.: 10/600,746 / 7,233,790 Filed/Issue Date; 19 June 2003
Titled:

VIDEOLABS, INC. _a  Corporation

DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND PROVISIONING...

(Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.

states that it is:

2. |:| an assignee of less than the entire right, title, and interest in
(The extent (by percentage) of its ownership interest is %); or
3. |:| the assignee of an undivided interest in the entirety of (a complete assignment from one of the joint inventors was made)

the patent application/patent identified above, by virtue of either:

A. |:| An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel Frame , or a copy”*
is attached.

OR

B. |i| A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: Rikard M. Kjellberg, et al. To: OPENWAVE SYSTEMS INC.
The document was recorded in the United States Patent and Trademark Office at
Ree| 013985 ,  Frame 0220 , o acopy*is attached.
2. From:  OPENWAVE SYSTEMS INC. To: UNWIRED PLANET, INC.
The document was recorded in the United States Patent and Trademark Office at
Ree| 028447 , Frame 0940 , oracopy*is attached.
3. From: UNWIRED PLANET, INC. To: UNWIRED PLANET, LLC

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

E| the assignee of the entire right, title, and interest in;

The document was recorded in the United States Patent and Trademark Office at
Reel 930585 , Frame 0969 , oracopy*is attached.

Additional documents in the chain of title are listed on a supplemental sheet(s).

*As required by 37 CFR 3.73(b)(1)(i), if a copy/copies is/are attached, the documentary evidence of the chain of title from the
original owner to the assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.]

/Levi S. Brown/ 6 July 2022
Signature Date
Levi S. Brown 72533
Printed or Typed Name Title or Registration Number

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including

gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time

you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.

Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner

for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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STATEMENT UNDER 37 CFR 3.73(B)
SUPPLEMENTAL SHEET — ADDITIONAL DOCUMENTS IN THE CHAIN OF TITLE

Patent No.: 7,233,790

From: UNWIRED PLANET LLC  To: VIDEOLABS, INC.

The document was recorded in the United States Patent and Trademark Office at
Reel 054727, Frame 0726
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark

Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which

became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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EFS ID: 46124527
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International Application Number:
Confirmation Number: 5994
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DEVICE CAPABILITY BASED DISCOVERY, PACKAGING AND PROVISIONING OF
CONTENT FOR WIRELESS MOBILE DEVICES
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
PQ. Box 1450
Alexandria, Virginia 22313-1450
WWW.uSpto.gov’

APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE |
10/600,746 06/19/2003 Rikard M. Kjellberg 22104.38
CONFIRMATION NO. 5994
22913 POA ACCEPTANCE LETTER
Workman Nydegger

60 East South Temple

0 Eat W

Salt Lake City, UT 84111

Date Mailed: 07/18/2022

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 07/06/2022.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/nrhayden/
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
10/600,746 06/19/2003 Rikard M. Kjellberg 022395-018800US
CONFIRMATION NO. 5994
46670

POWER OF ATTORNEY NOTICE
Kilpatrick Townsend & Stockton LLP (1)

Viaistop: P Doketing 25 mo
1100 Peachtree Street

Suite 2800
Atlanta, GA 30309

Date Mailed: 07/18/2022

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 07/06/2022.

« The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/nrhayden/
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P.O. Box 1450
LRTTED SYATES Alexandria, Virginia 22313-1450

PRVENT AND TRADEMARY OFFILE WWW.uspto.gov

ACKNOWLEDGEMENT OF CHANGE TO SMALL ENTITY STATUS

APPLICATION # FILING OR 371(C) DATE = FIRST NAMED APPLICANT ATTORNEY DOCKET # REQUEST ID

10/600,746 06/19/2003 Rikard M. Kjellberg 22104.12 105953

The entity status change request below filed through Patent Center on 09/01/2023 has been accepted.

I certify, in accordance with 37 CFR 1.4(d)(4), that I am one of the signatories making the entity status change.

Signature Name Registration #

/Levi S. Brown/ Levi Brown 72533
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Trials@uspto.gov Paper 17
571-272-7822 Date: October 3, 2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NETFLIX, INC.,
Petitioner,

V.

VIDEOLABS, INC,,
Patent Owner.

IPR2023-00628
Patent 7,233,790 B2

Before JEFFREY S. SMITH, STACEY G. WHITE, and
STEPHEN E. BELISLE, Administrative Patent Judges.

SMITH, Administrative Patent Judge.

DECISION
Granting Institution of Inter Partes Review
35U.8.C §314
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I. INTRODUCTION
A. Background and Summary

Petitioner, Netflix, Inc., filed a Petition (Paper 1, “Pet.”) requesting
inter partes review of claims 1-14 of U.S. Patent No. 7,233,790 B2
(Ex. 1001, “the 790 patent”) pursuantto 35 U.S.C. § 311(a). Patent Owner,
VideoLabs, Inc., filed a Preliminary Response (Paper 6, “Prelim. Resp.”)
pursuant to 35 U.S.C. § 313. On August 11,2023, areexamination
certificate was issued which amendedclaims 1 and 8. Ex.2018. With our
authorization (Paper 12), Petitioner filed a Reply (Paper 15) and Patent
Owner filed a Sur-Reply (Paper 16) directed to whether the Board should
institutein light of the amendmentsto claims 1 and 8.

Pursuant to 35 U.S.C. § 314(a), the Director may not authorize an
inter partes review unless the information in the petition and preliminary
response “shows that there 1s a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claimschallenged in the
petition.” For the reasons that follow, we institute an infer partes review as
to claims 1-14 of the *790 patent on the grounds of unpatentability asserted
in the Petition.

B. Real-Parties-In-Interest

Petitioner identifies itself (Netflix, Inc.) and Netflix Streaming
Services, Inc. asits real parties-in-interest. Pet.71. Patent Owner identifies
itself (VideoLabs, Inc.) as well as VL IP Holdings LLC and VL Collective
IP LLC as real parties-in-interest. Paper4, 2.

EX1002 - Page 177



IPR2023-00628
Patent 7,233,790 B2

C. Related Matters
The Petition states that the *790 patent is the subject of the following
proceedings:
VideoLabs, Inc. v. Netflix Inc., No. 1-22-cv-00229, D. Del., filed
Feb. 23, 2022;

Starz Entertainment, LLCv. VL Collective IP, LLC,No. 1-21-cv-
01448, D. Del., filed Oct. 13, 2021;

Unwired Planet, LLCv. Apple, Inc.,No. 3-13-cv-04134, N.D. Cal.,
filed Sept. 19, 2012;

Unwired Planet, LLCv. Apple, Inc.,No. 3-12-cv-00505, D. Nev.,

filed Sept. 19, 2012.
Pet. 71. PatentOwneridentifies the following additional proceeding as one
in which the *790 patent was involved (Prelim. Resp. 1):

Ex Parte Reexamination, Control No. 90/015,063, filed

June 23,2022.!

II. THE 790 PATENT

The 790 patent relates to “facilitating management and delivery of
digital content from multiple content suppliers to multiple wireless services
subscribers in multipledomains.” Ex. 1001, 1:14-18. The *790 patent
explains that adownload manager acts as an intermediary between content

suppliers and wireless services subscribers. Id. at 4:11-15, Fig. 2.

! Although the Petition was filed February 23, 2023 (Paper 1), and Patent
Owner filed its initial Mandatory Notices on April 11,2023 (Paper 4), Patent
Owner did not inform the Board of the then-pending reexamination of the
790 patent until thefiling of its Preliminary Response on July 5, 2023, at
which point the Office already hadissued a Notice of Intent to Issue
Ex-Parte Reexamination Certificate (Paper 6, 1; Ex. 2011).

3

EX1002 - Page 178



IPR2023-00628
Patent 7,233,790 B2

Figure 3 of the 790 patent 1s shown below.
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Figure 3 above schematically illustrates the components of the

download manager along with a provisioningmanager. Ex. 1001, 3:15-16.

In the embodiment of Figure 3, download manager 1 includes delivery

manager 31, product manager 32, business & operations manager 33, and

multiple protocol handlers 34. Id. at 6:36-38. “[P]roduct manager 32 is the

download manager's interface to the various content suppliers and provides

centralized product cataloging (including enabling qualified content
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suppliers to register content for analysis and publication) and complete
product life cycle support.” Id. at 6:46—50. Product manager 32 includes
product catalog 54 that contains descriptions of all published items of
content (products), and specifically includes, for each product entry, a
reference to at least one implementation of that product, wherein an
implementation can be a binary file representing the product. Id. at 9:37-42,
Fig. 3. Delivery manager 31 includes device capability manager 37 that is
responsible for device recognition, capability determination, and
management. Id. at 7:31-39, Fig. 3. The 790 patent explainsthat “[w]hen
a request to view available products is received from the client device,” the
product manager determines from the product catalog which products are
supported by the client based on the capabilities of that client device. Id. at
12:9-13. The download manager then sendsa response to the client

“to cause theclient device to display product information relating to only

those products supported by the client device.” Id. at 12:13-17.
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1. ILLUSTRATIVECLAIM
Independentclaim 1 ofthe *790 patent as amended? recites:

1. A method of providing access to digital content for use
on wireless communication devices, the method comprising:

receiving and storing in a server system a plurality of
items of digital content to be made available for use in wireless
communication devices used by a plurality of wireless services
subscribers, including receiving and storing a plurality of
different implementations of at least one of the items of digital
content, where each implementation of any given item of digital
content corresponds to a different set of device capabilities;

operating the server system to maintain a product catalog
containing a description of the items of digital content, wherein
the product catalog includes, in association with each item of
digital content, a reference to each implementation of said item
of digital content;

receiving arequest from one of the wireless
communication devices;

in response to the request, selecting a portion of the
product catalogto be presented on the one wireless
communication device, based in part on device capabilities of
the one wireless communication device; and

presenting the selected portion of the product catalog to
the one wireless communication device, such that the selected
portion, as presented, provides a single description of each item
of digital content in said portion, regardless of a number of
implementations that are available for each said item.

Ex. 2018, 1:20-2:8.

Independentclaim 2 recites:

2. A method of providing access to digital content for
use on wireless communication devices, the method
comprising:

20n August 11,2023, areexamination certificate was issued which
amended claims 1 and 8. Ex. 2018.
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receiving and storing in a server system a plurality of
items of digital content to be made available for use in wireless
communication devices used by a plurality of wireless services
subscribers,

including receiving and storing a plurality of different
implementations of at least one of the items of digital content,
where each implementation of any given item of digital content
corresponds to a different set of device capabilities;

operating the server system to maintain a product catalog
containing a description of the items of digital content, wherein
the product catalog includes, in association with each item of
digital content, a reference to each implementation of said item
of digital content;

receiving arequest from a wireless device used by one of
the subscribers;

in response to the request, selecting a portion of the
product catalogto be presented to the subscriber, based on
device capabilities of the wireless device used by the
subscriber; and

presenting the selected portion of the product catalog to
the subscriber via a wireless network, such that the selected
portion, as presented to the subscriber, providesonly a single
description of each item of digital content in said portion,
regardless of the number of implementations of each said item.

Ex. 1001, 15:34-61.
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IV. ASSERTED GROUNDS
Petitioner asserts that claims 1-14 of the *790 patentare unpatentable

on the following grounds (Pet. 22).

ta

02(a), (e)
103(a) Mehta, Schlipfer’®

V. LEVEL OF ORDINARY SKILL

Petitioner identifies a person of ordinary skill as someone with
“a bachelor’s degree in electrical or computer engineering, or a closely
related scientific field such as computer science, and two years of work
experience with digital multi-media content distribution and management,
and associated system infrastructures.” Pet. 16. “Altematively, any lack of
experience could be remedied with additional education (e.g., amaster’s
degree), and likewise, a lack of education can be remedied with additional
work experience (e.g.,4-5years).” Id. Patent Owner does not address the
level of ordinary skill. See generally, Prelim. Resp.

The level of ordinary skill in the art usually is evidenced by the
references themselves. See Okajimav. Bourdeau,261 F.3d 1350, 1355
(Fed. Cir. 2001); In re GPAC Inc.,57 F.3d 1573, 1579 (Fed. Cir. 1995);

In re Oelrich, 579 F.2d 86, 91 (CCPA 1978). AsPetitioner’s description of
a person of ordinary skill appears commensurate with the subject matter

before us, we apply Petitioner’s definition for purposes of this Decision.

3 The Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284
(2011) (“AIA”), amended 35 U.S.C. §§ 102, 103. Because the 790 patent

has an effective filing date prior to the effective date of the applicable ATA

amendment, we refer to the pre-AIA version of §§ 102, 103.

4 U.S. Publication No. 2022/0131404 A1; pub. Sept. 19, 2002 (Ex. 1003).

5 Schlipfer et al., Mobile Applications with J2ME, July 7, 2001 (Ex. 1009).

8
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VI. CLAIM CONSTRUCTION

We interpret claim terms using “the same claim construction standard
that would be used to construe the claim in a civil action under 35 U.S.C.
282(b).” 37 C.F.R. §42.100(b)(2019). Inthis context, claim terms “are
generally given their ordinary and customary meaning” as understood by a
person of ordinary skill in the artin question at the time of the invention.
Phillipsv. AWH Corp.,415F.3d 1303, 1312-13 (Fed. Cir. 2005) (citations
omitted) (en banc). “In determiming the meaning of the disputed claim
limitation, we look principally to the intrinsic evidence of record, examining
the claim language itself, the written description, and the prosecution
history, if in evidence.” DePuy Spine, Inc. v. Medtronic Sofamor Danek,
Inc., 469 F.3d 1005, 1014 (Fed. Cir. 2006) (citing Phillips,415 F.3d at
1312-17). Extrinsicevidence is “less significant than the intrinsic record in
determining ‘the legally operative meaning of claim language.”” Phillips,
415 F.3d at 1317 (citations omitted).

We construe only those claim terms that require analysis to determine
whetherto institute inter partes review. See Vivid Techs., Inc. v. Am. Sci. &
Eng’g, Inc.,200F.3d 795, 803 (Fed. Cir. 1999) (holding that “only those
terms needbe construed that are in controversy, and only to the extent
necessary to resolve the controversy”). Any special definition for a claim
term must be set forth in the specification with reasonable clarity,
deliberateness, and precision. In re Paulsen, 30 F.3d 1475, 1480 (Fed. Cir.
1994). Petitioner contends that “no claim termsrequire specific construction
toresolve the unpatentability issues presented” in the Petition. Pet. 23.

We agree and do not construeany terms at this stage.
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VII. ANALYSIS
A. Legal Standards

“In an [inter partesreview], the petitioner has theburden from the
onset to show with particularity why the patent it challengesis
unpatentable.” Harmonic Inc. v. Avid Tech., Inc., 815 F.3d 1356, 1363
(Fed. Cir. 2016) (citing 35 U.S.C. § 312(a)(3) (requiring inter partes review
petitions to identify “with particularity . . . the evidence that supports the
grounds for the challengeto each claim™)); see also 37 C.F.R. § 42.104(b)
(requiring a petition for inter partes review to identify how thechallenged
claim is to be construed and where each element of the claim is foundin the
prior art patents or printed publications relied upon).

To establish anticipation, each and every elementin a claim, arran ged
as recited in the claim, must be foundin a single prior art reference. Net
MoneylN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1371 (Fed. Cir. 2008).
Although the elements must be arranged or combined in the same way as in
the claim, “the reference need not satisty an ipsissimis verbis test,”1.e.,
identity of terminology is not required. In re Gleave, 560 F.3d 1331, 1334
(Fed. Cir. 2009) (citing In re Bond, 910 F.2d 831, 832-33 (Fed. Cir. 1990)).

A claim is unpatentable under 35 U.S.C. § 103(a) if “the differences
between the subject matter sought to be patented and the prior art are such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations, including: (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;

(3) thelevel of skill in the art; and (4) when in evidence, objective evidence

10
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of obviousness or nonobviousness, i.c., secondary considerations.® See
Grahamv. John Deere Co.,383U.S. 1, 17-18 (1966). An obviousness
analysis “need not seek out precise teachings directed to the specific subject
matter of the challenged claim, for a court can take accountof the inferences
and creative stepsthat a person of ordinary skill in the art would employ.”
KSR, 550U.S. at 418.

Additionally, the obviousness inquiry typically requires an analysis of
“whether there was an apparent reason to combine the known elements in
the fashion claimed by the patent at issue.” KSR, 550 U.S. at 418 (citing
In re Kahn,441F.3d 977,988 (Fed. Cir. 2016) (requiring “articulated
reasoning with some rational underpinning to support the legal conclusion of
obviousness™)). Furthermore, Petitioner does not satisfy its burden of
proving obviousness by employing “mere conclusory statements,” but “must
instead articulate specific reasoning, based on evidence of record, to support
the legal conclusion of obviousness.” In re Magnum Oil Tools Int’l, Ltd.,
829 F.3d 1364, 1380 (Fed. Cir. 2016).

B. Claims 1-4 and 811 As Anticipated By Mehta

1. Mehta— Exhibit 1003
Mehtarelates to “maintaining and distributing wireless applications to
wireless devices over a wireless network.” Ex. 1003 2. Mehta discloses a
Mobile Application System (“MAS”) that “is a collection of interoperating
server components that work individually and together in a secure fashion to
provide applications, resources, and other content to mobile subscriber

devices.” Id. {59.

¢ The parties do not direct us to any objective evidence of non-obviousness
at this stage of the proceeding.
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Figure 1 of Mehta is shown below.
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Figure 1 above is a block diagram that illustrates how subscribers
request and download software from an MAS. Id. {18. The MAS includes
a provisioning manager which includes verifiers “used to determine
compatibility of an application.” Id. {82, Fig. 5. When the MAS receives a
request, the “Device Verifier” of the provisioning manager “determines the
type and capabilities of the subscriber device” and “whether the device
capabilities are sufficient to support a specific application.” Id. I 82-85.
Mehta’sMAS may analyze “a subscriber profile, a device profile, and an
application profile to determine whether the subscriber is authorized to use
the application and whether the application’sneeds . . . are met by the
device.” Id. §67. The MAS then “compiles and returns a list of
applications that are available and appropriate based on the subscriber,

application profiles, and device profiles.” Id. | 70.
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2. Independent Claim 2

The preamble of claim 2 recites a “method of providing access to
digital content for use on wireless communication devices, the method
comprising.” Petitioner contends that Mehta discloses the preamble in
describing a Mobile Application System (“MAS”)and methods for
providing applications, resources, and other content to mobile subscriber
devices. Pet.26-27, 31 (citing Ex. 1003 ]2, 5, 5960, 62, 103, 127). Patent
Owner does not contend otherwise at this stage of the proceeding.”
Nonetheless, the burden remains on Petitioner to demonstrate
unpatentability. See Dynamic Drinkware, LLC v. Nat’l Graphics, Inc.,
800 F.3d 1375, 1378 (Fed. Cir. 2015). Based on the evidence and arguments
currently of record, for purposes of institution, Petitioner has sufficiently
demonstrated that Mehta discloses the features recited in the preamble of
claim 2.8

Claim 2 recites “receiving and storing in a server system a plurality of
items of digital content to be made available for use in wireless
communication devices used by a plurality of wireless services subscribers.”
Petitioner contends that Mehtadiscloses this limitation in describing an
MAS that receives applications from content providers and carrier services
to provision them for deliver to the subscriber device. Pet. 27-28, 31 (citing

Ex. 1003 [ 59, 62, 64, 68). Based on theevidence and arguments currently

7 Patent Owner does not challenge any of the proposed grounds at this stage
of the proceeding, with the exception of contending that the Petition does not
address amended claims 1 and 8 as discussed below.

8 Because Petitioner has shown that the features in the preamble are satisfied
by the prior art, we need not determine whether the preamble is limiting at
this time. See Vivid Techs.,200 F.3d at 803.
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of record, for purposes of institution, Petitioner has sufficiently
demonstrated that Mehta discloses this limitation of claim 2.

Claim 2 recites “including receiving and storing a plurality of
different implementations of at least one of the items of digital content,
where each implementation of any given item of digital content corresponds
to a different set of device capabilities.” Petitioner contends that Mehta
discloses this limitation in describing an MAS that stores and supports
functionally equivalent programs that are capable of running multiple kinds
of devices. Pet.28-29, 31 (citing Ex. 1003 | 64, 68, 98). Based on the
evidence and arguments currently of record, for purposes of institution,
Petitioner has sufficiently demonstrated that Mehta discloses this limitation
of claim 2.

Claim 2 recites “operating the server system to maintain a product
catalog containing a description of the items of digital content, wherein the
product catalogincludes, in association with each item of digital content, a
reference to each implementation of said item of digital content.” Petitioner
contends that Mehta discloses this limitation in describing an MAS that
includes a datarepository that stores applications along with descriptions of
the applications. Pet. 29-32 (citing Ex. 1003 (][ 64, 67, 97-99). Based on
the evidence and arguments currently of record, for purposes of institution,
Petitioner has sufficiently demonstrated that Mehta discloses this limitation
of claim 2.

Claim 2 recites “receiving a request from a wireless device used by
one of the subscribers.” Petitioner contends that Mehtadiscloses this
limitation in describingan MAS receives a wireless services request from a
wireless subscriber. Pet. 32—-33 (citing Ex. 1003 {6061, 64, Fig. 1). Based

on the evidence and arguments currently of record, for purposes of
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institution, Petitioner has sufficiently demonstrated that Mehta discloses this
limitation of claim 2.

Claim 2 recites “in responseto the request, selecting a portion of the
product catalogto be presented to the subscriber, based on device
capabilities of the wireless device used by the subscriber.” Petitioner
contends that Mehta discloses this limitation in describing an MAS that
analyzes various profiles to determine whether an application version meets
the devices requirements of a subscriber. Pet. 33-35 (citing Ex. 1003 67,
139, Fig. 4). Based on the evidence and arguments currently of record, for
purposes of institution, Petitioner has sufficiently demonstrated that Mehta
discloses this limitation of claim 2.

Claim 2 recites “presenting the selected portion of the product catalog
to the subscriber via a wireless network, such that the selected portion, as
presented to the subscriber, provides only a single description of each item
of digital content in said portion, regardless of the number of
implementations of each said item.” Petitioner contends that Mehta
discloses this limitation in describing an MAS that that filters the list of
content toonly identify those applications that are supported by the
subscriber’s device.” Pet. 35-37 (citing Ex. 1003 {67, 9, 16, 117). Based
on the evidence and arguments currently of record, for purposes of
institution, Petitioner has sufficiently demonstrated that Mehta discloses this
limitation of claim 2.

Based on the evidence and arguments currently of record, for
purposes of institution, we are persuaded that Petitioner has demonstrated a
reasonable likelihood of prevailingin showing that Mehta anticipates

claim 2.
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3. Dependent Claims 3 and 4

Claim 3 depends from claim 2 and recites “wherein said selecting a
portion of the product catalog comprises: in response to the request,
determining theidentity of the wireless device used by the subscriber.”
Petitioner contends that Mehtadiscloses this limitation in describing that the
subscriber verifier determines the type and capabilities of the subscriber
device. Pet. 37-38 (citing Ex. 1003 [ 83—84).

Claim 3 recites “wherein each implementation of the plurality of items
of digital content has been previously associated in the server system with at
least one device identity, according to corresponding device capabilities
supported by the implementation.” Petitioner contends that Mehta discloses
this limitation in describing that the deployment manager provisions each
application for specific device or subscriber profiles. Pet. 38 (citing Ex.
10039 79).

Claim 3 recites “selecting the portion of the product catalogto be
presented to the subscriber based on the identity of the wireless device used
by the subscriber.” Petitioner contends that Mehta discloses this limitation
in describing that the initial list is based upon subscriber and device
capabilities, and thefinal list to be presented to the subscriber is based on the
type and capabilities of the subscriber’sdevice. Pet. 38—39 (citing Ex. 1003
67,85, 139).

Claim 4 depends from claim 2 and recites “receiving from the
subscriber arequest for one of the items of digital content in said portion of
the product catalog.” Petitioner contends that Mehta discloses this limitation
in describing a data repository that stores applications, where subscribers of
wireless services request and download the applications. Pet. 3940 (citing
Ex. 1003 61, 64, 81-82, Fig. 1).
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Claim 4 recites “selectingan implementation of the requested item of
digital content, based on device capabilities of the wireless device used by
the subscriber.” Petitioner contends that Mehta discloses this limitation in
describing receiving a request to download an application, verifying that the
request is appropriate and permitted for download to the device and user,
and sending the application to the requesting device. Pet.41 (citing Ex.
10029 83).

Claim 4 recites “downloadingthe selected implementation of the item
of digital content to the wireless device used by the subscriber.” Petitioner
contends that Mehta discloses this limitation in describing downloading the
selected application to the subscriber device. Pet.42—-43 (citing Ex. 1002
q 84, Fig. 3.

Based on the evidence and arguments currently of record, for
purposes of institution, we are persuaded that Petitioner has demonstrated a
reasonable likelihood of prevailingin showing that Mehta anticipates claims
3 and4.

4. Independent Claim 9

Petitioner contends that claim 9 recites limitations similar to those
recited in claim 2, and that Mehta anticipates claim 9 for the reasons given in
the Petition’s analysis of claim 2. Pet. 46—47. Based on theevidence and
arguments currently of record, for purposes of institution, we are persuaded
that Petitioner has demonstrated a reasonablelikelihood of prevailing in
showing that Mehta anticipates claim 9.

5. Dependent Claims 10and 11

Petitioner contends that claim 10 contains limitations similar to those
recited in claim 3, that claim 11 recites limitations similarto those recited in

claim 4, and that Mehta anticipates claims 10 and 11 for the reasons given in
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the Petition’s analysis of claims 3 and 4. Pet.48. Based on the evidence and
arguments currently of record, for purposes of institution, we are persuaded
that Petitioner has demonstrated a reasonable likelihood of prevailing in
showing that Mehta anticipates claim 9.

6. Claims 1 and 8

Patent Owner contends that the Petition addresses only the original
pre-amendment versions of claims 1 and 8, which no longer exist. Prelim.
Resp. 1. Patent Owner contends that the Petition does not present any
arguments with respect to amended claims 1 and 8, and therefore, cannot
satisfy the “reasonable likelihood™ institution standard for amended claims 1
and8. Id. at9-11.

We agree that original claims 1 and 8 no longer exist because original
claims 1 and 8 have been replaced by amended claims 1 and 8. However,
the issue of whether the Petition and supporting evidence satisfies the
“reasonable likelihood™ standard for amended claims 1 and 8 does not
determine whether we can institute, because, as discussed above in our
analysis of claim 2, Petitioner has demonstrated a reasonable likelihood of
prevailing with respect to at least oneclaim of the 790 patent challenged in
the Petition. Therefore, we institute on all grounds andall claims challenged
in the Petition which, in this case, are claims 1-14, where claims 1 and 8 are
the currently existing claims as amended by the reexamination certificate.
See PGS Geophysical ASv. lancu, 891 F.3d 1354, 1360 (Fed. Cir. 2018).
We describe below why we do not believe that our decision runs afoul of the
Supreme Court’s cautionary words that “nothing suggeststhe Director
enjoys a license to depart from the petition and institute a different inter
partes review of h[er] own design.” Id. (quoting SAS Institute, Inc. v. lancu,
134 S.Ct. 1348,1356 (2018)).
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Petitioner contends that the Petition as originally filed puts Patent
Owner on notice of how the prior art asserted in the grounds anticipates or
teachesthe limitations added to amended claims 1 and 8. Paper 15, 1-2.
Petitioner contends that, when analyzing amended claims 1 and 8, the Board
can consider arguments already presented in the Petition with respect to
limitations from other claims, which were added by amendment to claims 1
and 8. Id. at 2-4 (citing Eizo Corp. v. Barco N.V.,IPR2014-00358 (PTAB
July 23,2014) (Paper 11)). Petitionercontends that considering arguments
already presented in the Petition when analyzing amended claims 1 and 8
does not amount to an amendment to the Petition, because neither Petitioner
nor the Board is proposing a new ground, rather, the grounds remain the
same. Id. at45. Petitioner contends that it can file amotion to submit
supplemental information to confirm that the analysis of the original claims
found in the Petition as originally filed fully address claims 1 and 8 as
amended. Id. at 5-6. Petitioner contends that such supplemental
information would clarify the record that the Petition as originally filed, not
a conclusion reached by the Board, shows that the challenged claims are
unpatentable. Id.

Patent Owner contends that the Petition does not address the amended
claims. Paper 16, 1, 3. PatentOwnercontends thatin Eizo, the Board
properly considered claim 64 as amended by a reexamination certificate,
because it was a combination of two original claims, 64 and 94, that were
addressed in the Petition. Id. at 4. Patent Owner contends that Petitioner
cannot amend the Petition and cannot submit supplemental information to
allow an entirely new analysis of the claims. Id. at 6-7.

Both parties seem to agree that the Board can analyze a challenged

claim that was amended to include limitations from another challenged
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claim. Paper 15, 2—4; Paper 16, 4. Both parties seem to agree that the
Petition cannot be amended, and that anew ground cannot be added to the
Petition. Paper15, 45; Paper 16, 6—7. Both parties seem to disagree on the
factual question of whether the grounds and supporting evidence in the
Petition sufficiently address the limitations of amended claims 1 and 8.
Paper 15, 2; Paper 16, 1.

The contentions of the parties appear consistent with the Supreme
Court’s statements about infer partes review. The Supreme Court hasheld
that “the petition must identify each claim challenged, the grounds for the
challenge, and the evidence supporting the challenge.” SAS Institute, Inc. v.
lancu, 138 S.Ct. 1348, 1353 (2018). Here, the Petition identifies claims 1—
14 as the challenged claims, grounds 1 and 2 as the grounds for the
challenge, and Mehta, Schlépfer, and the testimony of Mr. Wechselberger,
along with other exhibits, as the evidence supporting the challenge. Pet.26—
70. Thus, the Petition, on thisrecord, appears to satisfy SAS. Theissue at
this stage appearsto be whether the grounds and supporting evidence in the
Petition show that amended claims 1 and 8 are unpatentable. See Axonics,
Inc. v. Medtronic, Inc.,75 F.4" 1374, 1384 (Fed. Cir. 2023) (The Federal
Circuit held that “where a patent owner in an [PR first proposes a claim
construction in a patent owner response, a petitionermust be given the
opportunity in its reply to argue and present evidence of anticipation or
obviousness under the new construction, at least where it relies on the same
embodiments for each invalidity ground as were relied on in the petition.”).

We encourage the parties, during the course of thetrial, to explain
whether the grounds and supporting evidence show that claims 1 and 8 as
amended are unpatentable. In particular, we encourage the parties to address

(1) whether the Petition puts Patent Owner on notice of how the prior art
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asserted in the grounds anticipates or teaches the limitations of amended
claims 1 and 8, (2) whetherconsidering arguments already presented in the
Petition when analyzing amended claims 1 and 8 amounts to addinganew
ground, (3) whetherconsidering arguments already presented in the Petition
when analyzing amended claims 1 and 8 amounts to amending the Petition,
and (4) whether filing supplemental information to clarify that the Petition as
originally filed shows that amended claims 1 and 8 are unpatentable amounts
toa new analysis of the claims. We provide the following comparison of
amended claims 1 and 8 with original claims 1 and 8 and claims 2 and 9 to
guide the parties.

Amended claim 1 recites a “method of providing access to digital
content for use on wireless communication devices, the method comprising,”
Claim 2 recites a “method of providing access to digital content for use on
wireless communication devices, the method comprising.” On thisrecord,
the preamble of amended claim 1 appears to be identical to the preamble of

claim 2 as addressed in the Petition.

Amended claim 1 recites “receiving and storing in a server system a
plurality of items of digital contentto be made available for use in wireless
communication devices used by a plurality of wireless services subscribers,
including receiving and storing a plurality of different implementations of at
least one of the items of digital content, where each implementation of any
given item of digital content corresponds to a different set of device
capabilities.” Claim 2 recites

receiving and storing in a server system a plurality of items of
digital content to be made available for use in wireless
communication devices used by a plurality of wireless services
subscribers, including receiving and storing a plurality of
different implementations of at least one of the items of digital
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content, where each implementation of any given item of digital
content corresponds to a different set of device capabilities.

On this record, this limitation of amended claim 1 appears to be identical to
a limitation recited in claim 2 as addressed in the Petition.

Amended claim 1 recites “operating the server system to maintain

[maintaining] a product catalog containing a description of theitems of
digital content, wherein the product catalog [including] includes, in
association with each item of digital content, a reference to each
implementation of said item of digital content.” Claim 2 recites “operating
the server system to maintain a product catalog containing a description of
the items of digital content, wherein the produ ct catalog includes, in
association with each item of digital content, areference to each
implementation of said item of digital content.” On this record, this
limitation of amended claim 1 appears to be identical to a limitation recited
in claim 2 as addressed in the Petition.

Amended claim 1 recites “receiving a request from one of the wireless

communication devices.” Claim 2 recites “receiving a request from a

wireless device used by one of the subscribers.” To the extentthat the
limitations appear to be different, we leave it to the parties to explain
whetherthe scope of the limitations is the same, and if not, whetherthe
analysis of the claims in the Petition shows that Mehta describes this
limitation of amended claim 1.

Amended claim 1 recites “in response to the request, selecting a

portion of the product catalog to be presented on the one wireless

communication device, based in part on device capabilities of the one

wireless communication device.” Claim 2 recites “in response to the

request, selecting a portion of the product catalog to be presented to the
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subscriber, based on device capabilities of the wireless device used by the
subscriber.” To the extent that the limitations appear to be different, we
leave it to the parties to explain whether the scope of the limitations is the
same, and if not, whether the analysis of the claims in the Petition shows that
Mehta describes this limitation of amended claim 1.

Amended claim 1 recites “presenting the selected portion of the

product catalog to the one wireless communication device, such that the

selected portion, as presented, provides a single description of each item of

digital content in said portion, regardless of a number of implementations

that are available for each said item.” Claim 2 recites “presenting the

selected portion of the product catalog to the subscriber via a wireless
network, such that the selected portion, as presented to the subscriber,
provides only a single description of each item of digital content in said
portion, regardless of the number of implementations of each said item.” To
the extent that the limitations appear to be different, we leave it to the parties
to explain whether the scope of the limitations is the same, andif not,
whetherthe analysis of the claims in the Petition shows that Mehta describes
this limitation of amended claim 1.

The preamble of amended claim 8 recites a “system that provides

access to digital content for use on wireless communication devices, said

system comprising.” The preamble of claim 9 recites a “system
comprising.” We leave it to the parties to explain whether the preamble of
amended claim 8 is limiting, andif so, whether the analysis of the claims in
the Petition shows that the preamble of amended claim 8 is described by
Mehta.
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Amended claim 8 recites “a network interface through which to
communicate over acommunication network.” This limitation is found in
original claim 8.

Amended claim 8 recites “a download managerto.” Thislimitation is
found in original claim 8.

Amended claim 8 recites

receive and store a plurality of items of digital content to be made
available for use in wireless communication devices used by a
plurality of wireless telecommunications subscribers, including
receiving and storing a plurality of different implementations of
at least one of the items of digital content, where each
implementation of any given item of digital content corresponds
to a different set of device capabilities.”

Claim 9 recites

receive and store a plurality of items of digital content to be made
available for use in wireless communication devices used by a
plurality of wireless telecommunications subscribers, including
receiving and storing a plurality of different implementations of
at least one of the items of digital content, where each
implementation of any given item of digital content corresponds
to a different set of device capabilities.”

On this record, this limitation of amended claim 8 appears to be identical to
a limitation recited in claim 9 as addressed in the Petition.

Amended claim 8 recites “maintain a product catalog containing a
description of the items of digital content, wherein the product catalog
[including] includes, in association with each item of digital content, a
reference to each implementation of said item of digital content.” Claim 9
recites “maintain a product catalog containing a description of the items of
digital content, wherein the product catalog includes, in association with
each item of digital content, a reference to each implementation of said item

of digital content.” On thisrecord, this limitation of amended claim 8
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appears to be identical to a limitation recited in claim 9 as addressed in the
Petition.

Amended claim 8 recites “receive arequest from one of the wireless

communication devices.” Claim 9 recites “receive arequest from a wireless

device used by one of the subscribers.” To the extent that the limitations
appear to be different, we leave it to the parties to explain whether the scope
of the limitations is the same, and if not, whether the analysis of the claims
in the Petition shows that Mehta describes this limitation of amended claim

8.

Amended claim 8 recites “in response to the request, select a portion

of the product catalog to be presented on the one wireless communication

device, based in part on device capabilities of the one wireless

communication device.” Claim 9 recites “inresponse to the request, selecta
portion of the product catalog to be presented to the subscriber, based on
device capabilities of the wireless device used by the subscriber.” To the
extent that the limitations appear to be different, we leave it to the parties to
explain whether the scope of the limitations is the same, andif not, whether
the analysis of the claims in the Petition shows that Mehtadescribes this
limitation of amended claim 8.

Amended claim 8 recites “present the selected portion of the product

catalog to the one wireless communication device, such that the selected

portion, as presented, provides a single description of each item of digital

contentin said portion, regardless of a number of implementations that are

available for each said item.” Claim 9 recites

cause the selected portion of the product catalog to be presented
to the subscriber via a wireless telecommunications network,
such that the selected portion, as presented to the subscriber,
provides only a single description of each item of digital content
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in said portion, regardless of the number of im plementations of
each said item.

To the extent that the limitations appear to be different, we leave it to the
parties to explain whether the scope of the limitations is the same, and if not,
whether the analysis of the claims in the Petition shows that Mehta describes
this limitation of amended claim 8.
C. Claims 1-14 As Obvious Over Mehta and Schldpfer
1. Schldpfer— Exhibit 1009

Schlipferisa white paper to “provid[e] insight into Java technology
for the application development on mobile devices.” Ex. 1009, 3. Schlipfer
describes the Java 2 Micro Edition (“J2ME”), which 1s an edition of Java
designed for embedded devices and resource-constrained devices. Id. at 4.
A “[Plrofile” is “defined as a set of APIs for a specific vertical market and
relies upon the underlying configuration’s capabilities to create new, market-
specific APIs.” Id. at7.

The Mobile Information Device Profile (“MIDP”)addresses devices
with a small display, touch screen or keypad, and capable of communicating
via a mobile network with limited bandwidth. Id. at 7. Applications written
“according to the MIDP specifications are called MIDlets.” Id. Schlipfer
discloses provision of MIDlets. Id. at 11. The MIDlets may be combined
with supporting files, a manifest, and an application descriptorto form a “jar
file.” Id. at 7. The application descriptor includes mandatory attributes such
as name, version, vendor, URL, and size. Id. at 7-8.

2. Reasons to Combine the Teachings of Mehta and
Schldpfer

Petitioner contends a person of ordinary skill would havehad reason

to combine the teachings of Mehta and Schlidpfer because both references
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concern distributing digital contents to mobile devices over a wireless
network. Pet. 66. Petitioner also contends Mehta provides a motivation to
look to Schlédpfer because Mehta “recognizes the issue of resource
constraints on mobile devices and contemplates taking stepsto address those
constraints.” Pet. 67 (citingEx. 100399 10, 12). Petitioner contends that a
person of ordinary skill would have combined Mehta’s MAS with
Schldpfer’s teachings of limited screen space of mobile devices and limited
bandwidth of the mobile network, and an application descriptor and
associated attributes. Id. at 66 (citing Ex. 1009, 11). Mr. Wechselberger
testifies that a person of ordinary skill in the art would have provided a
single description of each supported application of Mehta in order to
accommodate the viewing capabilities of therequesting device as taught by
Mehta, such as limited screen space and signal processing capabilities of the
mobile device as taught by Schlédpfer. Ex. 1002 | 106—-108.

Petitioner argues that a person of ordinary skill would have had a
reasonable expectation of success in combining the teachings of Mehta and
Schlipfer because the two referencesrely on Java for distributing digital
content tomobile devices and refer to the specific J2ME edition of Java.
Pet. 68. Petitioner also contends that a person of ordinary skill would have
known that a provisioning model includes a corresponding set of
provisioning attributes and descriptors. Pet. 68—70.

For purposes of this Decision, we are persuaded that Petitionercites
sufficient evidence to support its contention that a person of ordinary skill

would have had reason to combine the teachings of Mehta and Schlipfer.
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3. Claims I and 8

We encourage the parties, during the course of thetrial, to explain
whether ground 2 and supportingevidence shows that claims 1 and 8 as
amended are unpatentable, as discussed above in our analysis of ground 1.

4. Claims 2-4 and 911

Petitioner contends that Mehtadiscloses the limitations of claims 2—4
and 9-11 for the reasons givenin ground 1. Pet.48-53, 63—65. Petitioner
further contends that to the extent Mehta alone may not disclose providing
only a single description of each item of digital content in said portion,
regardless of the number of implementations of each said item as recited in
claim 2, the combination of Mehta and Schlédpfer teaches this limitation.
Pet. 51-52. Petitioner contends that Mehta discloses the subscriber avoids
the problem of having to explicitly select a compatible application when the
MAS only lists the applications that are supported by the subscriber’s
device. Id. at 51 (citing Ex. 1003 117). Petitioner contends that Schlidpfer
discloses that mobile devices have a small display and communicate over a
mobile network with limited bandwidth. Id. (citing Ex. 1009, 7). Mr.
Wechselberger testifies that a person of ordinary skill in the art wouldhave
provided a single description of each supported application of Mehta in
order to accommodate the viewing capabilities of the requesting device as
taught by Mehta, such as limited screen space and signal processing
capabilities of the mobile device as taughtby Schlédpfer. Ex. 1002 ] 106—
108.

Based on the evidence and arguments currently of record, for
purposes of institution, we are persuaded that Petitioner has demonstrated a
reasonable likelihood of prevailingin showing that the combination of

Mehta and Schlipfer renders obviousclaims 2—4 and 9-11.

28

EX1002 - Page 203



IPR2023-00628
Patent 7,233,790 B2

5. Claims 5 and 12

Claim 5 depends from claim 4 and recites “associating each of the
items of digital content in the server system with a plurality of different
provisioning models, each of the provisioning models corresponding to a
different set of device capabilities.” Petitioner contends that Mehtadiscloses
this limitation in describing a plurality of different provisioning models, and
that a person of ordinary skill in the art would have associated each of the
items of digital content with the provisioning models for the benefit of
distributing content for use on a particular device by a particular customer,
in order to handle the device capabilities. Pet. 54-55 (citing Ex. 1003 {59,
85, 131).

Claim 5 recites “each provisioning model including a provisioning
protocol and a corresponding set of provisioning attributes and descriptors
for provisioning digital content in wireless devices.” Petitioner contends
that the combination of Mehta and Schlipfer teaches thislimitation. Pet. 55.
Petitioner contends that Mehta discloses extending known protocols using
well-known techniques to provide support for additional protocols. 1d.
(citing Ex. 1003q(71). Petitioner contends that a person of ordinary skill
would have included a set of provisioning attributes and descriptors for the
provisioning model as taught by Schlipfer. /d. at 55-56 (citing Ex. 1009,
78, 1112.

Claim 12 recites limitations similar to those foundin claim 5.
Petitioner contends that the combination of Mehta and Schlipfer teaches the
limitations of claim 12 for the reasons given in itsanalysis of claim 5. Pet.
65.

Based on the evidence and arguments currently of record, for

purposes of institution, Petitioner has sufficiently demonstrated a reasonable
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likelihood of prevailing in showing that the combination of Mehta and
Schlédpfer renders obvious claims 5 and 12.
6. Claims 6 and 13

Claim 6 depends from claim 5 and recites “receiving from the
subscriber arequest for one of the items of digital content in said portion of
the product catalog.” Petitioner contends that Mehta discloses this limitation
for the reasons given in its analysis of claim 4. Pet. 56.

Claim 6 recites “identifying device capabilities of the wirelessdevice
used by the subscriber.” Petitioner contends that Mehta discloses this
limitation in describing determining the type and capabilities of the
subscriber device. Pet. 5657 (citing Ex. 1003 { 64, 85).

Claim 6 recites “selectingone of a plurality of provisioning models
associated with the requested item in the server system, based on the device
capabilities of the wireless device used by the subscriber.” Petitioner
contends that Mehta discloses this limitation in describing that the MAS
selects an appropriate provisioning model based on device capabilities.

Pet. 57-58 (citing Ex. 1003 ({89, 61, 64, 131).

Claim 6 recites “packaging the requested item according to the
selected provisioning model.” Petitioner contends that Mehta discloses this
limitation in describing that during the provisioning process, the contentcan
be packaged appropriate to the requesting device. Pet. 58 (citing Ex. 1003
qq 12, 15).

Claim 6 recites “provisioning the requested item in the wireless device
used by the subscriber accordingto the selected provisioning model.”
Petitioner contends that Mehtadiscloses this limitation in describing that the
application is provisioned for a specific device. Pet.59-60 (citing Ex. 1003
9 64, 66, 131, Fig. 3).
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Claim 13 recites limitations similar to those recited in claim 6.
Petitioner contends that Mehtateaches the limitations of claim 6 for the
reasons given in Petitioner’s analysis of claim 6. Pet. 65.

Based on the evidence and arguments currently of record, for
purposes of institution, Petitioner has sufficiently demonstrated a reasonable
likelihood of prevailing in showing that the combination of Mehta and
Schlipfer renders obvious claims 6 and 13.

7. Claims 7 and 14

Claim 7 depends from claim 6 and recites “said packaging the
requested item comprises creating a provisioning descriptor for the requested
item according to the selected provisioning model, and associating the
provisioning descriptor with the requesteditem.” Petitioner contendsthat
the combination of Mehtaand Schlidpferteaches this limitation. Pet. 60—-62.
Petitioner contends that Mehta describes packaging content appropriate to
the requesting device during the provisioning process, and that Schlédpfer
discloses provisioning applications accompanied by an application
descriptor. Id. at 61 (citing Ex. 1003 ] 12; Ex. 1009, 78, 1112).

Claim 7 recites “said provisioning the requested item in the wireless
device comprises sending the packaged requested item to the wireless device
used by the subscriber according to a provisioning protocol associated with
the selected provisioning model.” Petitioner contends that Mehta discloses
this limitation in describing sending the packaged application to the
requesting subscriber device according to the determined protocol. Pet. 62—
63 (citing Ex. 1003 {70, 134, Fig. 5).

Claim 14 recites limitations similar to those recited in claim 7.

Petitioner contends that the combination of Mehta and Schlipfer teaches the
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limitations of claim 14 for the reasons given in Petitioner’s analysis of claim
7. Pet. 65.

Based on the evidence and arguments currently of record, for
purposes of institution, we are persuaded that Petitioner has demonstrated a
reasonable likelihood of prevailingin showing that the combination of

Mehta and Schlépfer renders obviousclaims 7 and 14.

VIII. CONCLUSION

Based on the arguments presented in the Petition, we conclude that
Petitioner has demonstrated a reasonable likelihood of prevailing with
respect to claims 1-14 of the *790 patent challenged in the Petition.
Accordingly, we institute a trial on all claims and all grounds asserted in the
Petition. The Board has not made a final determination under 35 U.S.C.
§ 318(a) with respect to the patentability of any challenged claim. Any final
determination will be based on the record developed during trial. We place
Patent Owner on express notice that any argument not asserted in a timely-
filed Response to the Petition, or in another manner permitted during trial,
may be deemed waived, even if that argument was presented in the

Preliminary Response.
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IX. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that, pursuantto 35 U.S.C. § 314(a), an inter partes
review of claims 1-14 of the >790 patent is instituted with respect to the
grounds set forth in the Petition; and

FURTHER ORDERED that, pursuantto 35 U.S.C. § 314(c) and
37 C.F.R. § 42.4(b), inter partes review of the *790 patent shall commence
on the entry date of this Decision, andnoticeis hereby given of the

institution of a trial.
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