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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after StX (6) MONTHS from the mailing date of this communication.
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2a)X] This action is FINAL. 2b)[] This action is non-final.
3)1J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. '

Disposition of Claims

4)X Claim(s) 1-14,16 and 17 is/are pending in th_e application.
4a) Of the above claim(s) is/are withdrawn from consideration.

5)J Claim(s) _____is/are allowed.

6)X Claim(s) 1-14,16 and 17 is/are rejected.

7)0J Claim(s) _____is/are objected to.

8)J Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[J The specification is objected to by the Examiner.
10)[X The drawing(s) filed on 26 April 2005 is/are: a)X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the cormrection is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)J The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
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1.0 cCertified copies of the priority documents have been received.
2.[J cCertified copies of the priority documents have been received in Application No. _____
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)). ‘
* See the attached detailed Office action for a list of the certified copies not received.
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U.S. Patent and Trademark Office
PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 071505
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DETAILED ACTION

1. This Office Action is in response to the Amendment filed 04/26/05.
Claim Objections
2. Claim 16 is objected since it appears that the phrase “vendor purchase
confirmation based as a currency transaction on the program account’ (lines 5-6) is
grammatically incorrect. Appropriate correction is required.
3. Claim 5 is objected since it appears that the word “first” in the last line
“confirmation of the corresponding first purchase request” is a typographical error. The
word first should be replaced with “second”.
Claims 6-9 are objected on the same rationale applied to claim 5.
Claim Rejections - 35 USC § 101

4. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.

5. Regarding claims 1-14 and 16-17, the language of the claims raises questions as
to whether the claims are directed merely to a collection of software that is stored on a
medium that can be read by a machine. As such, the claimed software is not tied to a
technological art, environment or machine which would result in a practical application
producing a concrete, useful, and tangible result to form the basis of statutory subject

matter under 35 U.S.C 101.
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Claim Rejections - 35 USC § 102
6. . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an applicationfiled in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

7. Claims 5 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by
Chien et al (“Chien”, US Pub. No. US2001/0054003 A1).
Regarding claim 5, Chien teaches a method for use by a plurality of participants
(1) of a program which awards points (loyalty points) to each participant (1) (see login
page in Fig. 4 wherein each user has to enter his user name and password to login),
wherein the awarded points are maintained in each participant’s point account
(participant accumulates points in a loyalty program account) (lines 3-6 of [0033]), said
method permitting each participant (1) to transact a purchase using the awarded points
(loyalty points) with a vendor system (5) (see [0029]) which transacts purchases in
currency (method allows participant to convert loyalty points to currency to facilitates a
purchase in currency) ([0025]), said method comprising the steps of:
" providing an interface between the participant and the vendor system (providing
-user interface 20 between participant 1 and merchant 5) (see Fig. 1) (also see [0032]);
converting a first purchase request from a first participant based in whole orin

part on points into a corresponding first purchase request based on a program account
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for use in currency transactions (credit card/transaction account) if the first participant's
account (loyalty account) has sufficient points to cover the pur;:hase (see [0051], [0052],
[0053], [0066])

causing the points for the first purchase request to be deducted from the first
participant's account in response to a received vendor purchase confirmation of the
corresponding first purchase request (see lines 17-19 of [0052]). |

Similarly, Chien teaches

converting a second purchase request from a second participant based in whole
or in part on points into a corresponding second purchase request based on a program
account for use in currency transactions (credit card/transaction account) if the second
participant's account (loyalty account) has sufficient points to cover the purchase (see
[0051], [0052], [0053], [0066])

causing the points for the second purchase request to be deducted from the
second participant's account in response to a received vendor purchase confirmation of
the corresponding second purchase request (see lines 17-19 of [0052]).

Although Chien does not explicitly teach a first participant and a second
participant can use the same program account for use in currency transactions (credit
card/transaction account) in both first and second transactions, Chien does not prohibit:
the use the same program account for use in currency transactions (credit
card/transaction account) in both first and second transactions. In fact, Chien's system
just requires participants to enter a credit card number (Fig 6) regardless whether the

same credit card number had been entered previously. Therefore, it is clear that a first
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participant, for example, a husband, can use his credit card number for a first purchase
request, and a second user, for example, the wife of the above husband, can use the
same credit card number for a second purchase request.

Regarding claim 9, Chien teaches that the program s a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account).

Claim Rejections - 35 USC § 103
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

9. Claims 1-4, 6-8, 10-14, and 16-17 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Chien et al (“Chien”, US Pub. No. US2001/0054003 A1) and Rouston
et al (“Rouston”, US Pub. No. US2001/0037243 A1)

Regarding claim 1, Chien teaches a system for use by a participant (1) of a
program (30) which awards points (onélty points) to the participant (1) wherein the

awarded points are maintained in a point account for the participant (participant 1
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accumulates points in a loyalty program account) (lines 3-6 of [0033], said system for
permitting the participant to transact a purchase using the awarded points with a vendor
system (5) which transacts purchases in currency (system allows participant 1 to
convert onaliy points to currency to facilitates a purchase in currency) ([0025]), said
system comprising:

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see
Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for broviding an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transactions info from the participant 1
through user interface 20); and adapted to provide the received participant-related

information to the vendor system (see figure 6 which shows that loyalty program 30
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receives participant's transaction information which is later used by merchant 5 to
complete the transaction in figures 8 and 9);

wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAPG0 are
adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant's point account (see figure 7, [0052] and [0066]);

whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant’s finaﬁcial transaction accoﬁnt) (see figure 9,
[0054]).

Chien differs from the claim in that Chien neither teaches the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5) nor teaches a program account hidden from the participant. However, such

teaching is known in the art as taught by Rouston. In the same field of using interface in
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conducting transaction by redeeming points, Rouston teaches that an application
programming interface (API) could be used as a gateway to facilitate and enhance
communications between central server 12 and shopping server 20 ([0023]). Rouston
further teaches a program account that is hidden from the participants (account for each
employer, which is hidden from employees ([0047] and [0048]). Thus, it would have
been obvious to one of ordinary skill in the art, having the teaching of Chien and
Rouston beforé him at the time the invention was made, to apply Rouston’s teaching of
using an application programming interface (AP!) as a gateway to communicate
between a central server and a shopping server in Chien’s interface (40, 50, 60) with
the motivation being to facilitate and enhance communications between a program
server 10 and a shopping server 5.

Regarding claim 2, Chien teaches the GUI includes instructions for
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (loyalty account)
(see figure 6 and [0052]; converting the received purchase request based on the points
into a corresponding purchase request'based on the point account if the point account
has sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the prograrﬁ account (credit card account) to the interface
(40, 50, 60) wherein the interface is adapted to receive the corresponding purchase
request from the GUI and provide the received corresponding purchase request to the

vendor system (see figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

CBM Page 136



Application/Control Number: 10/117,309 Page 9
Art Unit: 2173

Regarding claim 3, Chien teaches interface (40, 50, 60) is adapted to rec_:eive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation based on the program account from
the interface (lines 10-13 of [0054));

causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

convertiﬁg the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 4, Chien teaches that the program is a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the

points in the loyalty account).
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Regarding claim 6, Chien teaches a program interface (40, 50, 60) for interfacing
with the vendor system (5) (see Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1);

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transact‘ions info from the participant 1
through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to
complete the transaction in figures 8 and 9);

wherein éaid program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAP60 are

adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
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provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 30, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole orin part on the
points in the participant's point account (see figure 7, [0052] and [0066]);

. whereby, from the perspective of the vendbr system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant’s financial transaction account) (see figure 9,
[0054)).

Chien differs from the claim in that Chien does not clearly teaches the use of an
. application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to
_facilitate and enhance communications between central server 12 and shopping server
20 ([0023]). Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to

apply Rouston’s teaching of using an application programming interface (API) as a
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gateway to communicate between a central server and a shbpping server in Chien’'s
interface (40, 50, 60) with the motivation being to facilitate and enhance
communications between a program server 10 and a shopping server S.

Regarding claim 7, Chien teaches the GUl includes instructions for
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (see figure 6 and
[0052]; converting the received purchase request based on the points into a
corresponding purchase request based on the point account if the point account has
sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account to the interface (40, 50, 60) wherein
the interface is adapted to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to the vendor system (see
figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

Regarding claim 8, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUl includes
instructions for:

receiving the vendor purchase confirmation based on the program account from
the interface (lines 10-13 of [0054]);

“causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the

program account ([0052])
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converting the received vendor purchase confirmation based on the program
accouﬁt into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the.
participant in response to the received vendor purchase confirmation based
on the program account ([0073)).

Regarding claim 10, Chien teaches interface for use by a participant (1) of a
program (30) which awards points (loyalty points) to the participant (1) wherein the
awarded points are maintained in a point account for the participant (participant 1
accumulates points in a loyalty program account) (lines 3-6 of [0033], said interface for
permitting the participant to transact a purchase using the awarded points with a vendor
system (5) which transacts purchases in currency (system allows participant 1 to
conveft loyalty points to currency to facilitates a purchasé in currency) ([0025]), said
interface comprising:

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see
Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1);

wherein said user interface (20) includes instructions for receiving participant-

related information from the participant and providing the received participant-related
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information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transactions info from the participant 1
through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30

- receives participant’s transaction information which is later used by merchant 5 to

complete the transaction in figures 8 and 9);

wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAPG0 are
adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the

points in the participant's point account (see figure 7, [0052] and [0066]);
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whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transactipn with participant’s financial transaction account) (see figure 9,
[0054]).

Chien also teaches that the graphical user interface can be used by a plurality of
participant (see login page in Fig. 4 wherein each participant has to login with his user
name and password). \

Although Chien does not explicitly teach the same program account can be used
in currency transactions (credit card/transaction account) of the pllurality of participants,
Chien does not prohibit the use the same program account for use in currency
transactions (credit card/transaction account) in different transactions. In fact, Chien’s
system just requires participants to enter a credit card number (Fig 6) regardless
whether the same credit card number had been entered previously. Therefore, itis clear
that a first participant, for example, a husband, can use his credit card number for a first
purchase request, and a second user, for example, the wife of the above husband, can
use the same credit card number for a second purchase request.

Chien differs from the claim in that Chien does not teach the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston

teaches that an application programming interface (API) could be used as a gateway to
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facilitate and enhance communications between central server 12 and shopping server
20 ([0023]).. Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to
apply Rouston’s teaching of using an application programming interface (API) as a
gateway to communicate between a central server and a shopping server in Chien’'s
interface (40, 50, 60) with the motivation being to facilitate and enhance
communications between a program server 10 and a shopping server 5.

Regarding claim 11, Chien teaches the GUI includes instructions for
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (see figure 6 and ‘
[0052];converting the received purchase request based on the points into a
corresponding purchase request based on the point account if the point account has
sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account to the interface (40, 50, 60) wherein
the interface is adapted to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to the vendor system (see
figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

Regarding claim 12, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes

instructions for:
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receiving the vendor purchase confirmation based on the program account from
the interface (lines 10-13 of [0054));

causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 13, Chien teaches that the program is a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a trahsaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus; the credit card is just a
| front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account).

Regarding claim 14, Chien teaches a system for permitting the participant to
transact a purchase using the awarded points with a vendor system (5) which transacts
purchases in currency (system allows participant 1 to convert loyalty points to currency

to facilitates a purchase in currency) ([0025]), said system comprising:
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a loyalty program 30 which awards points (loyalty points) to the participant (1)
wherein the awarded points are maintained in a point account for the participant
(participa'nt 1 accumulates points in a loyalty program account) (lines 3-6 of [0033],

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see
Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communic;ating with the program (30) (see Fig.
1)

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (loyalty account)
(see figure 6 and [0052]; converting the received purchase request based on the points
into a corresponding purchase request based on the point account if the point account
has sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account (credit card account) to the interface

(40, 50, 60) wherein the interface is adapted to receive the corresponding purchase
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request from the GUI and provide the received corresponding purchase requeét to the
vendor system (see figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transactions info from the participant 1
through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to
complete the transaction in figures 8 and 9);

wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAP60 are
adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant's point account (see figure 7, [0052] and [0066]);

whereby, from the perspective of the vendor system, the vendor system conducts

the purchase transaction with the participant based on the program account (merchant
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5 process transaction with participant’s financial transaction account) (see figure 9,
[0054)).

Chien differs from the claim in that Chien does not clearly teaches the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to
facilitate and enhance communications between central server 12 and shopping server
20 ([0023]). Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to
apply Rouston’s teaching of using an application programming interface (API) as a
gateway to communicate between a central server and a shopping server in Chien’s
interface (40, 50, 60) with the motivation being to facilitate and enhance

communications between a program server 10 and a shopping server 5.

Regarding claim 16, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUIl includes
instructions for:

receiving the vendor purchase confirmation as a currency transaction based on

the program account from the interface (lines 10-13 of [0054]);
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causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
accountinto a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]). |

Regarding claim 17, Chien teaches that the program s a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the

points in the loyalty account).

10. Response to Applicant’s arguments filed on 04/26/05.

In response to Applicant’s argument that “the claims in the present application
recite software that produces a concreté, tangible, and useful result”’, it is noted that
software per se as recited in the claims are not tangible, since it is not tangibly
embodied in a manner so as to be executable. State Stréet, 149 F.3d at 1373, 47

USPQ2d at 1601-02. MPEP 2106.
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In response to Applicant’s argument regarding claims 5, 9-10, and 14, it is noted
that although Chien does not explicitly teach a first participant and a second participant
can use the same program account for use in currency transactions (credit
card/transaction account) in both first and second transactions, Chien does not prohibit
the use the same program account for use in currency transactions (credit
card/transaction account) in both first and second transactions. In fact, Chien’s system
just requires participants to enter a credit card number (Fig 6) regardless whether the
same credit card number had been entered previously. Therefore, it is clear that a first
participant, for example, a husband, can use his credit card number for a first purchase
request, and a second user, for example, the wife of the above husband, can use the
same credit card number for a second purchase request. Furthermore, Chien teaches
that the program is a loyalty program 30 and wherein the program account is a shadow
credit card (participant provides a credit card account for a transaction in figure 6, but
the credit card account was not charged with the $250. Instead, the loyalty account is
deducted 10,000 points which are then cbnverted to $250, and the credit card account
is credited with that same $250 to be used later to complete the purchase transaction.
Thus, the credit card is just a front/ghost account. The money used in the purchase
transaction truly comes from the points in the loyalty account).

In response to Applicant’s argument regarding “hidden program account’, it is
noted that Rouston teaches a program account that is hidden from the participants

(account for each employer, which is hidden from employees ([0047] and [0048]).
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11.  The prior art made of record on form PTO-892 and not relied upon is considered
pertinent to applicant's disclosure. Applicant is required under 37 C.F.R. 3 1.111(c) to
consider these references fully when responding to this action. The documents cited
therein teach shadow account and common account which relates to the claimed
invention.

12.  THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later
than SIX MONTHS from the mailing date of this final action.

13.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kieu D. Vu.

The examiner can normally be reached on Mon - Thu from 7:00AM to 3:00PM at
571-272-4057.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, John Cabeca, can be reached at 571-272-4048.

The fax phone numbers for the organization where this application or proceeding

is assigned are as follows:
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571-273-8300

and/or: _

571-273-4057 (use this FAX #, only after approval by Examiner, for “INFORMAL”
or “DRAFT” communication. Examiners may request that a formal paper / amendment
be faxed directly to them on occasions).

Any inquiry of a general nature or relating to the status of this application or
proceeding should be directed to the receptionist whose telephone number is (703-305-
3900).

Kieu D. Vu

Patent Examiner
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application of Bushold et al. Axt Unit: 2173
Serial No. 10/117,3089

Filed April 5, 2002

For SYSTEM AND METHOD FOR TRANSACTING PURCHASES WITH A CASH
VENDOR USING POINTS

RECEIVED
October 25, 2005 CENTRAL FAX GENTER
AMENDMENT B DCT 25 mms

TO THE COMMISSIONER OF PATENTS,

SIR:

In response to the Final Office action mailed July 28,
2005, please amend the above-identified application as

follows:

Amendments to the Claims are reflected in the listing
of claims which begins on page 2 of this paper.
Remarks begin on page 14 of this paper.
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Anendments to the Claims

This listing of claims will replace all prior

versions, and listings, of claims in the application:

Listing of Claims:

Claim 1 (currently amended): A computerized system for use

by a participant of a program which awards points to the
participant, wherein the awarded points are maintained in a
point account for the participant, said system for
permitting the participant to transact a purchase using the
awarded points with a vendor system which transacts
purchases in currency, said system comprising:

an application programming interface (API) for
interfacing with the vendor system;

a program account connected to the program hidden from

the participant for use in currency transactions;

a graphical user interface (GUI) for providing an
interface between the participant and the API and for
communicating with the program;

wherein said GUI includes instructions for receiving
participant-related information from the participant and
providing the received participant-related information to
the API;

wherein said GUI includes instructions for receiving

information regarding the program account and for providing

the received program account information to the API;

wherein said API is adapted to receive the

participant-related information and the program account

information from the GUI and adapted to provide the

PAGE §21* RCVD AT 1072512005 4:50:21 PM [Eastem Daylight Time] * SVR:USPTO-EFXRF /38 * DNIS:2738300 * CSID:3142314342* DURATION {mm-ss):05-38

CBM Page 157



0CT-25-2005 TUE 03:54 PM SENNIGER POWERS FAX NO. 3142314342 P. 06/21

3 ' MRZ 9239
PATENT

received participant-related information and the received

program account information to the vendor system;

wherein said API is adapted to receive vendor-related
information from the vendor system and adapted to provide
the received vendor-related information to the GUI; and

wherein said GUI inéludes instructions for receiving
vendor-related information from the API and for providing
the received vendor-related information to the participant;

such that from the perspective of the participant, the
partic¢ipant uses the GUI to conduct a purchase transaction
with the vendor system based in whole or in part on the
points in the participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
the participant as a currency transaction based on the

program's program account.

Claim 2 (previously presented): The system of claim 1
wherein the GUI includes instructions for:

receiving a purchase request from the participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

converting the received purchase request based on the
points into a corfesponding purchase request based on the
program account if the point account has sufficient points
to cover the purchase; and

providing the corresponding purchase request based on
the program account to the API wherein the API is adapted
to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to
the vendor system as a purchase request based on the

program account.
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Claim 3 (previously presented): The system of claim 1
wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUI, and wherein the GUI includes instxructions for:
‘receiving the vendor purchase confirmation as a
currency transaction based on the program account from the
API;
causing the points for the purchase to be deducted
from the partic¢ipant's point account in response to the
received vendor purchase confirmation based on the program
account; .
converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and
providing the corresponding purchase confirmation
based on the points to the participant in response to the
received vendor purchase confirmation based on the program

account .

Claim 4 (original): The system of claim 1 wherein the
program is a loyalty program and wherein the program

account is a shadow credit card.

Claim 5 (currently amended): A computerized method for use

by a plurality of participants of a program which awards
points to each partie¢ipant, wherein the awarded points are
maintained in a point account for each participant, said
method permitting each participant to transact a purchase

using the awarded points with a vendor system which
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transacts purchases in currency, said method comprising the
steps of:

providing a program account connected to the program

for use in currency transactions;

providing an interface between the participant and the

vendor system, said interface having access to information

regarding the program account;

converting a £irst purchase request from a £irst
participant based in whole or in part on points into a

corresponding fiwek purchase request provided to the vendor

system based on the[[a)]] program account_information fesx
use—n-curropey~trannaetions—if the £ixet participant’s
account has sufficient points to cover the #irst purchase
request;

causing the points for the £ixst purchase request to
be deducted from the £ixst participant’s point account in
response to a received vendor purchase confirmation of the
corresponding £i¥se purchase request[[;]].

eenverting—a-—-second-purehane—request—£rom—a—seecond
paredeipant-based—in-whele-or—in-part—on-points—inte—a
eerregpending—seeond-purehaso—request—provided—to—the
vender—gyrotem—based-on—the-program—aeecount—if—-the—voecond
partieipantio—account—has—suffiretent-peints—te—eover—the
seecond-purehage—request—and

eauainé—%he—peéaee~£e¥~Ehe«seeead—parehaeewfeqaeee—Ee
be—dedusted—£rom—the-geceond-parkiaipantle—point—aceount—in
respense—to—a—reeoived-vendor-purchase—confirmatien—of—the

eorregpending—firat-purehase-—regueet—-

Claim 6 (previously presented): The method of claim §

wherein the interface comprises a graphical user interface
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(GUI) and an application programming interface (API) for
the vendor system and:

wherein said GQUI includes instructions for receiving
participant-related information from each participant and
providing the received participant-related information to
the API;

wherein said API is adapted to receive the
participant-related information from the GUI and to provide
the received participant-related information to the vendor
system;

wherein said API is adapted to receive vendor-related
information from the vendor system and provide the received
vendor-related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related inforxrmation to the participant;

such that from the perspective of each participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based on the points in
each participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
each participant based as a currency transaction on the

program account,

Claim 7 (previously presented): The method of claim 6
wherein the GUI includes instructions for:

receiving a purchase request from each participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

converting the received purchase request based on the

points into a corresponding purchase request based on the
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program account if the point account has sufficient points
to cover the purchase; and

providing the corresponding purchase regquest based on
the program account to the API wherein the API is adapted
to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to
the vendor system as a purchase request based on the

program account.

Claim 8 (previously presented): The method of claim 7
wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUI, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation as a
currency transaction based on the program account from the
API;

causing the points for the purchase to be deducted
from each participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and

providing the corresponding purchase confirmation
based on the points to each €he participant in response to
the received vendor puréhase confirmation based on the

program account.

Claim 9 (original): The method of claim 5 wherein the
program is a loyalty program and wherein the program

account is a shadow credit card.
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Claim 10 (currently amended): A graphical user interface
for use by a plurality of participants of a program which
awards points to each participant, wherein the awarded
points are maintained in a point account for each
participant, said interface for permitting each participant
to transact a purchase using the awarded points with a
vendor system which transacts purchases in currency, said
interface comprising:

a program account connected to the program for use in

currency transactions of the plurality of participants;

an application programming interface (API) for
interfacing with the vendor system;

a-pregram—aceeunt—fer—ude-~in-eurrency-—transactionrs—of
the—plurality--of—partieipante

said graphical user interface (GUI) providing an
interface between the participant and the API and for
communicating with the program, said GUI having access to

the information reqgarding the program account;

wherein said GUI includes instxuctions for receiving
participant-related information from each participant and
providing the received participant-related infoxmation to
the APT;

wherein said GUIX includes instructions for receiving

information regarding the program account information and

providing the received program account information to the
API;

wherein said API is adapted to receive the

participant-related information and program account

information from the GUI and to provide the received

participant-related infoxrmation and the received program

account information to the vendor syatem;
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wherein said API is adapted to receive vendor-related
infoxmation from the vendor system and provide the received
vendor-related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related information to each participant;

such that from the perspective of each participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based in whole or in
part on the points in the participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
each participant as a currency transaction based on the

program's program account.

Claim 11 (previously presented): The interface of claim 10
wherein the GUI includes instructions for:

receiving a purchase request from each participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

converting the received purchase request based on the
points into a corresponding purchase request based on the
program account if the point account has sufficient points
to cover the purchase; and

providing the corresponding purchase request based on
the program ac¢count to the API wherein the API is adapted
to receive the corresponding purchase request from the GUL
and provide the received corresponding purchase request to
the vendor system as a purchase request based on the

program account.
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Claim 12 (previously presented): The interface of claim 10

wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUI, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation as a
currency transactions based on the program account from the
API;

causing the points for the purchase to be deducted
from each participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and

providing the corresponding purchase confirxmation
based in whole or in part on the points to the participant
in response to the received vendor purchase confirmation

based on the program account.
Claim 13 (original): The interface of claim 10 wherein the
program is a loyalty program and wherein the program

account is a shadow credit card.

Claim 14 (currently amended): A computerized system for

permitting a participant to transact a purchase using
awarded points with a vendor system which transacts
purchases in currency, said system comprising:

a loyalty program which awards points to a
participant, wherein the awarded points are maintained in a

point account for the participant;

PAGE 13721 RCVD AT 10/23/200§4.50:21 PM [Eastern Daylight Time]* SVR:USPTO-EFXRF-6/38 * DNIS:2738300* CSID:3142314342 * DURATION (mm-55).0-38

CBM Page 165



0CT-25-2005 TUE 03:56 PM SENNIGER POWERS FAX NO. 3142314342 P. 14/21

11 MRZ 9239
PATENT

an application programming interface (API) for
interfacing with the vendor system;

a program account connected to the program for use in

currency transactions;

a graphical user interface (GUI) for providing an
interface between the participant and the API and for
communicating with the program;

wherein said GUI includes instructions for:

receiving participant-related information from the
parﬁicipant and providing the received participant-related
information to the API; '

receilving a purchase request from the participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

receiving information regarding the program account

from the lovyalty program;

converting the received purchase request based on the
points ‘into a corresponding purchase request based on the

poeintprogram account information if the point account has

sufficient points to cover the purchase; and
providing the corresponding purchase request based on
the program account information to the API wherein the API

is adapted to receive the corresponding purchase request
from the GUI and provide the received corresponding
purchase request to the vendor system as a purchase request

based on the program account information([.]];

wherein said API is adapted to receive the
participant-related information from the GUI and to provide
the recejved participant-related information to the vendor

system;
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wherein said API is adapted to receive vendor-related
information from the vendor system and provide the received
vendor~-related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related information to the participant;

such that from the perspective of the participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based in whole or in
part on the points in the participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with

the participant based on the loyalty program's program

account.
Claim 15 (canceled):

Claim 16 (currently amended): The system of claim 14
wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUI, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation based as—a
enrreney-transaction-on the program account from the API;

causing the points for the purchase to be deducted
from‘the participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a correasponding purchase

confirmation based on the points; and
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prdviding the corresponding purchase confirmation
based on the points to the participant in response to the

received vendor purchase confirmation based on the program
account.

Claim 17 (original): 'The gystem of claim 14 wherein the

program account ig a shadow credit card.
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REMARKS

Applicants have thoroughly considered the final Office
action mailed on July 28, 2005. Claims 1-14, and 16-17 are
presented in the application for further examination.
Claims 1, 5, 10, 14 and 16 have been amended by this
Amendment B. Applicants are filing simultaneously herewith
a Request for Continued Examination that requests entry of
the present Amendment B. Reconsideration of the
application claims as amended and in view of the following

remarks is respectfully requested.

CLAIM OBJECTIONS

Reconsideration of the objections to claims 5-9 and 16
is respectfully requested. ¢laim 5 has been amended such
that it no longer recites "a first purchase request” and "a
second purchase request", therefore, the objections to
claim 5 and dependent claims 6-9 should be withdrawn.

Claim 16 has been amended to recite "vender purchase
confirmation based on the program account", thus, the
objection to claim 16 based on a grammatical error should

be withdrawn.

CLATM REJECTIONS - 35 USC § 101

Claims 1-14 and 16-17 stand rejected under 35 U.S.C. §
101 as being directed to non-statutory subject matter.
Applicants respectfully disagree with the Examiner's
assertion and resubmit the argument previously set forth in
amendment A that the claims in the present application
recite software that produces a concrete, tangible and
useful result. The final Office action fails to respond to

Applicants arguments concerning these claims. In
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particular, the Bxaminer asserts "the software per se as
recited in the claims are not tangible, since it is not
tangibly embodied in a manner so as to be executable", but
does not address Applicants argument that the claims are
not software per se because they produce a tangible result.
(Ssee Office action, page 21). The Examiner merely restated
the conclusion that claims are software per se without
support. Nevertheless, to further prosecution, Applicants
have amended claims 1 and 14 to recite "a computerized
system" and claim 5 to recite "a computerized method".

The present application is directed to a computerized
system and method for facilitating the use of loyalty
points in transactions between consumers (e.g.,
participants) and vendors via graphical user interface
(GUI) and an application programming interface (API). One
of the many concrete, tangible and useful results of the
present invention is a GUI that provides the consumer with
‘the ability to use loyalty points as a currency payment of
a good or service without the knowledge of the vendor that
loyalty points are being used. This is more than a mere
abstraction of idea or mathematical algorithm; it achieves
a practical application with a tangible results.
Arrhythmia‘Research Tech. v. Corazonix Corp., 948 F.2d
1053, 1057, 22 UsSPQ2d 1033, 1036 (Fed. Cir. 1992). Because
the claims result in a practical application with a
tangible result, the claims in the present application are
not software per se and are not "descriptive materials."
The claims in the present application do not " (1) consist
solely of mathematical operationb without some claimed
practical application or (2) simply manipulate abstract
ideas or a bubble hierarchy." In re Alappat, 33 F.3d 1526,
1543 n.19, 32 USPQ2d 1545, 1556 n,.19.
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Therefore, Applicants assert that the invention set
forth in the specification and the claims is statutory.
Hence, Applicants request that the rejection of claims 1-14
and 16-17 and be withdrawn. If, however, the Examiner is
inclined to maintain the rejectilon, Applicants once again
request the Examiner to identify the features of the
invention that would render the claimed subject matter
statutory if recited in the claims, pursuant to MPEP § 2106
(IV) (B).

CLAIM REJECTIONS - 35 USC § 102

Reconsideration of the rejection of claims 5 and 9
under 35 U.8.C. § 102(e) aa being anticipated by Chien et
al. (U.S. Pub. No. 2001/0054003 Al) is respectfully
requested. Applicants do not agree with the Examiner that
Chien et al. anticipates a method that provides a program
account. for use in currency transactions. Nonetheless, to
further prosecution, Applicants have amended claim 5 to
more clearly recite that the program account used to
facilitate the currency transaction is provided to the
interface by the program and not by the participant.

As the Examiner has stated on page 22 of the Office

action, Chien's system “"requires participants to enter a

credit card number". (Chien et al., Fig. 6) However,
claim 5 as amended recites "providing a program account

connected to the program" and "providing an interface

between the participant and the vender system, said
interface having access to information regarding the
program account". Thus, Applicants' method does not
require the participant to enter credit card information or
even have a credit card; instead the interface accesses the

program account information. Therefore, because Chien et
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al. does not disclose this element of claim 5, Chien et al.
cannot not anticipate the claim,

In view of the foregoing, Applicants respectfully
request reconsideration and withdrawal of the rejection of
claim 5., Claims 2-9, which depend directly or indirectly
from claim 5, are submitted as patentable for the same

reasons as set forth above with respect to claim 5.

CLAIM REJECTIONS - 35 USC § 103

Recongideration of the rejection of claims 1-4, 6-8,
10-14, and 16-17 under 35 U.S.C, § 103(a) as being
unpatentable over Chien et al. (U.S. Pub. No. 2001/0054003
Al) and Rouston et al. (U.S. Pub. No. 2001/0037243 Al) is
respectfully requested. Applicants do not agree with the
Examiner on page 6 of the Office action that Chien et al.
discloses a program account for use in currency
transactions. The Examiner is making the incorrect
assumption that the program account claimed is equivalent
to Chien's "participant's financial transaction account".
(See Office action page 6, Examiner quoting Chien et al. at
[0026]) Yet, to further prosecution, Applicants have
amended claims 1, 10 and 14 to more clearly recite that the
program account usged to facilitate the currency transaction
is accessed by the graphical user interface (GUI) and not
input by the participant.

Chien et al. discloses the requirement of a
"participant's financial transaction account”. (Chien et
al., [0026)]) However, claims 1 and 10, as amended, recite
"a program account connected to the program" and "wherein
said GUI includes instructions for receiving information
regarding the program account and providing the received
program account information to the API . Claim 14 recites
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"a-program account connected to the loyalty program" and
where the GUI receives "information regarding the program
account from the loyalty program". Thus, unlike Chien et
al., Applicants do not claim a system that requires the
participant to use or input his or her own financial
transaction account; instead the GUI accesses the program
account. Therefore, because Chien et al. and Rouston et
al. do not disclose every element of claims 1, 10 and 14.
they can not render claims 1, 10 and 14 obvious,.

In view of the foregoing, Applicants respectfully
request reconsideration and withdrawal of the rejection of
claims 1, 10, and 14. Claims 2-4, 6-8, 11-13, and 16-17
which depend directly or indirectly from claims 1, 10, and
14, are submitted as patentable for the same reasons as set
forth above with respect to claims 1, 10, and 14.

Applicants do not believe that a fee is due. 1If,
however, the Commissioner determines otherwise, such fees

may be charged to Deposit Account No. 19-1345,

Respectfully submitted,

]k €0 o

Frank R. Agovino, Reg. No. 27,416
SENNIGER POWERS

One Metropolitan Square, 1l&th Floor
St. Louis, Missouri 63102
314/231-5400 )

FRA/BAW/cjl
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Application No. Applicant(s)
10/117,309 BUSHOLD ET AL.
Office Action Summary Examiner ArtUnit
Kieu D. Vu 2173

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SiIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)K Responsive to communication(s) filed on 25 October 2005.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)[X Claim(s) 1-14.16 and 17 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5)J Claim(s) ____is/are allowed.
6)X] Claim(s) 1-14, 16-17 is/are rejected.
7)0 Claim(s) _____is/are objected to.
8)[] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on is/are: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11) The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)JAll b)(JSome * c)[] None of:
1.0 cCertified copies of the priority documents have been received.
2.[] certified copies of the priority documents have been received in Application No. _____
3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) I_—__l Notice of References Cited (PTO-892) 4) E] Interview Summary (PT0-413)
2) [[] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date.
3) [ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) ] Notice of Informal Patent Application (PTO-152)
Paper No(s)/Mail Date 6) [] Other:
U.S. Patent and Trademark Office
PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date
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Application/Control Number: 10/117,309 Page 2
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DETAILED ACTION
1. This Office action is responsive to the Request for Continued Examination (RCE)
filed under 37 CFR §1.53(d) for the instant application on 10/25/05. Applicants have
properly set forth the RCE, which has been entered into the application, and an
examination on the merits follows herewith.
Claim Rejections - 35 USC § 101

2. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.

3. Regarding claims 1-14 and 16-17, the language of the claims raises questions as
to whether the claims are directed merely to a collection of software that is stored on a
medium that can be read by a machine. As such, the claimed software is not tied to a
technological art, environment or machine which would result in a practical application
producing a concrete, useful, and tangible result to form the basis of statutory subject
matter under 35 U.S.C 101.

Claim Rejections - 35 USC § 102
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.
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5. Claims 5 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by
Chien et al (“Chien”, US Pub. No. US2001/0054003 A1).

Regarding claim 5, Chien teaches a computerized method for use by a plurality
of participants (1) of a program which awards points (loyalty points) to each participant
(1) (see login page in Fig. 4 wherein each user has to enter his user name and
password to login), wherein the awarded points are maintained in each participant’s
point account (participant accumulates points in a loyalty program account) (lines 3-6 of
[0033]), said method permitting each participant (1) to transact a purchase using the
awarded points (loyalty points) with a vendor system (5) (see [0029]) which transacts
purchases in currency (method allows participant to convert loyalty points to currency to
facilitates a purchase in currency) ([0025]), said method comprising the steps of:

providing a program account connected to the program for use in currency
transaction (participant’s financial transaction account) ([0026] [0051])

providing an interface between the participant and the vendor system (providing
user interface 20 between participant 1 and merchant 5) (see Fig. 1) (also see [0032)),
said interface having access to information regarding the program account (Fig. 6);

converting a purchase request from a participant based in whole or in part on
points into a corresponding purchase request based on the program account
information (credit card/transaction account) if the participant's account (loyalty account)

has sufficient points to cover the purchase (see [0051], [0052], [0053], [0066])
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causing the points for the purchase request to be deducted from the participant's
account in response to a received vendor purchase confirmation of the corresponding
purchase request (see lines 17-19 of [0052]).

Regarding claim 9, Chien teaches that the program is a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account). |

Claim Rejections - 35 USC § 103
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

7. Claims 1-4, 6-8, 10-14, and 16-17 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Chien et al (“Chien”, US Pub. No. US2001/0054003 A1) and Rouston
et al (“Rouston”, US Pub. No. US2001/0037243 A1)

Regarding claim 1, Chien teaches a computerized system for use by a participant
(1) of a program (30) which awards points (loyalty points) to the participant (1) wherein

the awarded points are maintained in a point account for the participant (participant 1
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accumulates points in a loyalty program account) (lines 3-6 of [0033], said system for
permitting the participant to transact a purchase using the awarded points with a vendor
system (5) which transacts purchases in currency (system allows participant 1 to
convert loyalty points to currency to facilitates a purchase in currency) ([0025]), said
system comprising:

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see
Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said interface (20) includes instructions for receiving information
regarding user’s credit card account for use in currency transactions (see Fig. 6);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20

enables the loyalty program 30 to receive transactions info from the participant 1
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through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to
complete the transaction in figures 8 and 9);

wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middieware 40, CAS 50 and FINCAP60 are
adapted to receive merchant info from merchant 5) (see figure 1) and user’s credit card
account and adapted to provide the received vendor-related information to the GUI and
wherein said GUI includes instructions for receiving vendor-related information from
program interface (40, 50, 60) and for providing the received vendor-related information
to the participant (see figures 3, 6-9 which show that user interface 20 presents user 1
with information from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant's point account (see figure 7, [0052] and [0066]);

whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant’s financial transaction account) (see figure 9,
[0054)).

Chien differs from the claim in that Chien neither teaches the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate

between a central server (account manager 10) and shopping server (merchant
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computer 5) nor teaches a program account connected to the program hidden from the
participant. However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to
facilitate and enhance communications between central server 12 and shopping server
20 ([0023]). Rouston further teaches a program account that is hidden from the
participants (account for each employer, which is hidden from employees ([0047] and
[0048]). Thus, it would have been obvious to one of ordinary skill in the art, having the
teaching of Chien and Rouston before him at the time the invention was made, to apply
Rouston’s teaching of using an application programming interface (API) as a gateway to
communicate between a central server and a shopping server in Chien’s interface (40,
50, 60) with the motivation being to facilitate and enhance communications between a
program server 10 and a shopping server 5.

Regarding claim 2, Chien teaches the GUI includes instructions for
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (loyalty account)
(see figure 6 and [0052]; converting the received purchase request based on the points
into a corresponding purchase request based on the point account if the point account
has sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account (credit card account) to the interface

(40, 50, 60) wherein the interface is adapted to receive the corresponding purchase
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request from the GUI and provide the received corresponding purchase request to the
vendor system (see figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

Regarding claim 3, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation based on the program account from
the interface (lines 10-13 of [0054));

causing the points for the purchase to be deducted from the participant’s point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 4, Chien teaches that the program is a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be

used later to complete the purchase transaction. Thus, the credit card is just a
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front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account).

Regarding claim 6, Chien teaches a program interface (40, 50, 60) for interfacing
with the vendor system (5) (see Fig. 1);

a program account for use in currency transactions (participant’s financial
transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transactions info from the participant 1
through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to

complete the transaction in figures 8 and 9);
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wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAPG60 are
adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant's point account (see figure 7, [0052] and [0066]);

whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant's financial transaction account) (see figure 9,
[0054]).

Chien differs from the claim in that Chien does not clearly teaches the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to

facilitate and enhance communications between central server 12 and shopping server
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20 ([0023]). Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to
apply Rouston's teaching of using an application programming interface (API) as a
gateway to communicate between a central server and a shopping server in Chien’s
interface (40, 50, 60) with the motivation being to facilitate and enhance
communications between a program server 10 and a shopping server 5.

Regarding claim 7, Chien teaches the GUI includes instructions for
receiving a purchase request from the participanf to conduct a purchase with the
vendor system based on the points in the participant's point account (see figure 6 and
[0052]; converting the received purchase request based on the points into a
corresponding purchase request based on the point account if the point account has
sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account to the interface (40, 50, 60) wherein
the interface is adapted to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to the vendor system (see
figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

Regarding claim 8, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the brogram account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation based on the program account from

the interface (lines 10-13 of [0054));
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causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 10, Chien teaches interface for use by a participant (1) of a
program (30) which awards points (loyalty points) to the participant (1) wherein the
awarded points are maintained in a point account for the participant (participant 1
accumulates points in a loyalty program account) (lines 3-6 of [0033], said interface for
permitting the participant to transact a purchase using the awarded points with a vendor
system (5) which transacts purchases in currency (system allows participant 1 to
convert loyalty points to currency to facilitates a purchase in currency) ([0025]), said
interface comprising:

a program account connected to the program for use in currency transactions of
the plurality of participants (participant'’s financial transaction account) ([0026]);

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see

Fig. 1);
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a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1) said GUI having access to the information regarding the program account (Fig. 6);

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related
information to program interface (40, 50, 60) (see figures 4-6 which shows that user
interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

wherein said GUI includes instructions for receiving information regarding the
program account information and providing the received program account information to
the program interface (Fig. 6);

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information and program account information from the GUI (see figures 4-6
which shows that user interface 20 enables the loyalty program 30 to receive
transactions info from the participant 1 through user interface 20); and adapted to
provide the received participant-related information and the received program account
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to
complete the transaction in figures 8 and 9);

wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middieware 40, CAS 50 and FINCAP60 are

adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
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provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant’s point account (see figure 7, [0052] and [0066]);

whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant's financial transaction account) (see figure 9,
[0054]).

Chien also teaches that the graphical user interface can be used by a plurality of
participant (see login page in Fig. 4 wherein each participant has to login with his user
name and password).

Although Chien does not explicitly teach the same program account can be used
in currency transactions (credit card/transaction account) of the plurality of participants,
Chien does not prohibit the use the same program account for use in currency
transactions (credit card/transaction account) in different transactions. In fact, Chien’s
system just requires participants to enter a credit card number (Fig 6) regardless
whether the same credit card number had been entered previously. Therefore, it is clear

that a first participant, for example, a husband, can use his credit card number for a first
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purchase request, and a second user, for example, the wife of the above husband, can
use the same credit card number for a second purchase request.

Chien differs from the claim in that Chien does not teach the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to
facilitate and enhance communications between central server 12 and shopping server
20 ([0023]).. Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to
apply Rouston’s teaching of using an application programming interface (API) as a
gateway to communicate between a central server and a shopping server in Chien’s
interface (40, 50, 60) with the motivation being to facilitate and enhance
communications between a program server 10 and a shopping server 5.

Regarding claim 11, Chien teaches the GUI includes instructions for
receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (see figure 6 and
[0052];converting the received purchase request based on the points into a
corresponding purchase request based on the point account if the point account has
sufficient points to cover the purchase ([0052]) and providing the corresponding

purchase request based on the program account to the interface (40, 50, 60) wherein
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the interface is adapted to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to the vendor system (see
figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

Regarding claim 12, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation based on the program account from
the interface (lines 10-13 of [0054));

causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 13, Chien teaches that the program is a loyalty program 30 and
wherein the program account is a shadow credit card (participant provides a credit card
account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then

converted to $250, and the credit card account is credited with that same $250 to be
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used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account).

Regarding claim 14, Chien teaches a computerized system for permitting the
participant to transact a purchase using the awarded points with a vendor system (5)
which transacts purchases in currency (system allows participant 1 to convert loyalty
points to currency to facilitates a purchase in currency) ([0025]), said system
comprising:

a loyalty program 30 which awards points (loyalty points) to the participant (1)
wherein the awarded points are maintained in a point account for the participant
(participant 1 accumulates points in a loyalty program account) (lines 3-6 of [0033],

a program interface (40, 50, 60) for interfacing with the vendor system (5) (see
Fig. 1);

a program account connected to the program for use in currency transactions
(participant'’s financial transaction account) ([0026]);

a graphical user interface (20) for providing an interface between the participant
(1) and the interface (40, 50, 60) and for communicating with the program (30) (see Fig.
1);

wherein said user interface (20) includes instructions for receiving participant-
related information from the participant and providing the received participant-related

information to program interface (40, 50, 60) (see figures 4-6 which shows that user
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interface 20 enables the loyalty program 30 to receive transactions info from the
participant 1 through user interface 20);

receiving a purchase request from the participant to conduct a purchase with the
vendor system based on the points in the participant's point account (loyalty account)
(see figure 6 and [0052];

receiving information regarding the program account from the loyalty program
(Fig. 6);

converting the received purchase request based on the points into a
corresponding purchase request based on the point account if the point account has
sufficient points to cover the purchase ([0052]) and providing the corresponding
purchase request based on the program account (credit card account) to the interface
(40, 50, 60) wherein the interface is adapted to receive the corresponding purchase
request from the GUI and provide the received corresponding purchase request to the
vendor system (see figure 6, 7, [0052] & [0066]) (also see Fig. 1 and 12A-D).

wherein said program interface (40, 50, 60) is adapted to receive the participant-
related information from the GUI (see figures 4-6 which shows that user interface 20
enables the loyalty program 30 to receive transactions info from the participant 1\
through user interface 20); and adapted to provide the received participant-related
information to the vendor system (see figure 6 which shows that loyalty program 30
receives participant’s transaction information which is later used by merchant 5 to

complete the transaction in figures 8 and 9);
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wherein said program interface (40, 50, 60) is adapted to receive vendor-related
information from the vendor system (middleware 40, CAS 50 and FINCAPG60 are
adapted to receive merchant info from merchant 5) (see figure 1) and adapted to
provide the received vendor-related information to the GUI and wherein said GUI
includes instructions for receiving vendor-related information from program interface
(40, 50, 60) and for providing the received vendor-related information to the participant
(see figures 3, 6-9 which show that user interface 20 presents user 1 with information
from merchant 5);

whereby, from the perspective of the participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based in whole or in part on the
points in the participant's point account (see figure 7, [0052] and [0066]));

whereby, from the perspective of the vendor system, the vendor system conducts
the purchase transaction with the participant based on the program account (merchant
5 process transaction with participant’s financial transaction account) (see figure 9,
[0054]).

Chien differs from the claim in that Chien does not clearly teaches the use of an
application programming interface (API) in the interface (40, 50 and 60) to communicate
between a central server (account manager 10) and shopping server (merchant
computer 5). However, such teaching is known in the art as taught by Rouston. In the
same field of using interface in conducting transaction by redeeming points, Rouston
teaches that an application programming interface (API) could be used as a gateway to

facilitate and enhance communications between central server 12 and shopping server
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20 ([0023]). Thus, it would have been obvious to one of ordinary skill in the art, having
the teaching of Chien and Rouston before him at the time the invention was made, to
apply Rouston’s teaching of using an application programming interface (API) as a
gateway to communicate between a central server and a shopping server in Chien's
interface (40, 50, 60) with the motivation being to facilitate and enhance
communications between a program server 10 and a shopping server 5.

Regarding claim 16, Chien teaches interface (40, 50, 60) is adapted to receive a
vendor purchase confirmation based on the program account and provide the received
confirmation based on the program account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation as a currency transaction based on
the program account from the interface (lines 10-13 of [0054));

causing the points for the purchase to be deducted from the participant's point
account in response to the received vendor purchase confirmation based on the
program account ([0052])

converting the received vendor purchase confirmation based on the program
account into a corresponding purchase confirmation based on the points; and

providing the corresponding purchase confirmation based on the points to the
participant in response to the received vendor purchase confirmation based
on the program account ([0073]).

Regarding claim 17, Chien teaches that the program is a loyalty program 30 and

wherein the program account is a shadow credit card (participant provides a credit card
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account for a transaction in figure 6, but the credit card account was not charged with
the $250. Instead, the loyalty account is deducted 10,000 points which are then
converted to $250, and the credit card account is credited with that same $250 to be
used later to complete the purchase transaction. Thus, the credit card is just a
front/ghost account. The money used in the purchase transaction truly comes from the
points in the loyalty account).

8. Applicant's arguments filed 10/25/05 have been fully considered but they are not
persuasive.

In response to Applicant’'s argument regarding 101 rejections of claims 1-14 and
16-17, it is noted that since there is no hardware element recited in the claims, the
claims are merely directed to a collection of software. It is further noted that that
software per se as recited in the claims are not tangible, since it is not tangibly
embodied in a manner so as to be executable. State Street, 149 F.3d at 1373, 47
USPQ2d at 1601-02. MPEP 2106.

In response to Applicant's argument that “Applicants’ method does not require
the participant to enter credit card information or even have a credit card” it is noted that
this feature is not recited in the claims.

In response to Applicant's argument that Chien does not teach “the interface
accesses the program account information”, “a program account connected to the
program”, “wherein said GUI includes instructions for receiving information regarding
the program account and providing the received program account information to the

API", it is noted that these features are taught by Chien since when the participant keys
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in information on participant’s financial transaction account on the screen (GUI in Fig.
6), Chien'’s interface accesses participant’s financial transaction account information

and the participant’s financial transaction account is connected to the loyalty program
(see Chien, [0051]).

9. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kieu D. Vu.

The examiner can normally be reached on Mon - Thu from 7:00AM to 3:00PM at
571-272-4057.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, John Cabeca, can be reached at 571-272-4048.

The fax phone numbers for the organization where this application or proceeding
is assigned are as follows:

571-273-8300

~and/or:

571-273-4057 (use this FAX #, only after approval by Examiner, for “INFORMAL"
or “DRAFT” communication. Examiners may request that a formal paper / amendment
be faxed directly to them on occasions).

Any inquiry of a general nature or relating to the status of this application or
proceeding should be directed to the receptionist whose telephone number is (703-305-
3900).

Kieu D. Vu
AU 2173 J
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application of Thomas R. Bushold et al. Art Unit 2173
Serial No. 10/117,309
Filed April 5, 2002

Confirmation No. 2271
For SYSTEM AND METHOD FOR TRANSACTING PURCHASES WITH A CASH

VENDOR USING POINTS
Examiner Kieu D. Vu

March 9, 2006
RECEIVED
AMENDMENT .C CENTRAL FAX CENTER

"MAR 09 200

TO THE COMMISSIONER FOR PATENTS,

SIR:
In response to the Office action wmailed December 13,
2005, please enter the following amendments and consider

the following remarks.

Amendments to the Claims are reflected in the listing
of claimas which begins on page 2 of this paper.
Remarks begin on page 14 of this paper.

1
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Amendments to the Claims

This listing of claims will replace all prior

versions, and listings, of ¢laims in the application:

Listing of Claims:

Claim 1 (currently amended): A computerized system
for use by a participant of a program which awards points
to the participant, wherein the awarded points are
maintained in a point account for the participant, said
system for permitting the participant to transact a
purchase using the awarded points with a vendor system
which transacts purchases in currency, said system

comprising a processor including instructions for defining:

an application programming interface (API) for
interfacing with the vendor system;

a program account hidden from the participant
connected to the program hidden—£rem—the~paxtieipant for
use in currency transactions;

a graphical user interface (GUI) for providing an

interface between the participant and the API and for
communicating with the program;

wherein said GUI includes instructions for receiving
participant-related information from the partiecipant and
providing the received participant-related information to
the API;

wherein said GUY includes instructions for receiving

information regarding the program account hidden from the

participant and for providing the received program account

information to the API;

2
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wherein said API is adapted to receive the
participant-related information and the program account
information from the GUI and adapted to provide the
received participant-related information and the received
program account information to the vendor system;

wherein said API is adapted to receive vendor-related
information from the vendor system and adapted to provide
the received wvendor-related information to the GUI; and

wherein said GUT includes instructions for receiving
vendor-related information from the API and for providing
the received vendor-related information to the participant;

such that from the perspective of the participant, the
participant uses the GUI to conduct a purchase transaction
with the vendor system based in whole or in part on the ‘
points in the participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
the participant as a currency transaction based on the

program's program account hidden from the participant

whereby the participant is not aware that the purchase

transaction with the vendor system is being transacted

using the program account.

Claim 2 (previously presented): The system of claim 1
wherein the GUI includes instructions for:

receiving a purchase request from the participant to
conduct a purchase with the vendor system based on the
points in the participant's point ac¢count;

converting the received purchase request based on the
points into a corresponding purchase request based on the
program account if the point account has sufficient points

to cover the purchase; and

3
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providing the corresponding purchase request based on
the program account to the API wherein the API is adapted
to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to
the vendor system as a purchase request based on the

program account.

Claim 3 (previously presented): The system of claim 1
wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUY, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation ae a
currency transaction based on the program account from the
APTI;

causing the points for the purchase to be deducted
from the participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and

providing the corresponding purchase confirmation
based on the points to the participant in response to the
received vendor purchase confirmation based on the program

account.,

Claim 4 (original): The system of claim 1 wherein the
program is a loyalty program and wherein the program

account is a shadow credit card.

4

PAGE 3720 * RCVD AT 3/$/2006 7:10:00PM [Eastem Standard Time) * SYR:USPTO-EFXRF6/1 * DNIS:2738300* CSID:3142314342* DURATION (mm-s}: 0442

CBM Page 207



MAR-09-2006 THU 08:15 PM SENNIGER POWERS FAX NO. 3142314342 P. 06
MRZ 9239
Claim 5 (currently amended): A—seomputerized In a

computer having a user interface including a display, a

method for use by a plurality of participants of a program

which awards points to each participant, wherein the
awarded points are maintained in a point account for each
participant, said method permitting each participant to
transact a purchase using the awarded points with a vendor
system which transacts purchases in currency, said method
comprising the steps of:

providing a program account hidden from the

participant connected to the program for use in currency

transactions;
providing an interface between the participant and the
vendor system, said interface having access to information

regarding the program account hidden from the participant;

converting a purchase request from a participant based
in whole or in part on points into a corresponding purchase
request provided to the vendor system based on the program
account information if the participant’s point account has
sufficient points to cover the purchase request;

causing the points for the purchase regquest to be
deducted from the participant’s point ac¢count in response
to a received vendor purchase confirmation of the

corresponding purchase request whereby the participant is

not aware that the purchase request provided to the vendor

system is being transacted using the program account.

Claim 6 (previously presented) : The method of claim
5 wherein the interface comprises a graphical user
interface (GUI) and an application programming interface

(API) for the vendor system and:;

S
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wherein said GUI includes instructions for receiving
participant-related information from each participant and
providing the received participant-related information to
the API;

wherein said API is adapted to receive the
participant-related information from the GUI and to provide
the received participant-related information to the vendor
system;

wherein said API is adapted to receive vendor-related
information from the vendor system and provide the received
vendor-related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related information to the participant;

such that from the perspective of each participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based on the points in
each participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
each participant based as a currency transaction on the

program account,

Claim 7 (previously presented): The method of claim 6
wherein the GUI includes instructions for:

receiving a purchase request from each participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

converting the received purchase request based on the
points into a corresponding purchase request based on the
program account if the point account has sufficient points

to cover the purchase; and

6
PAGE 7/20 * RCVD AT 392006 7:10:00 PM [Eastem Standard Time] * SVR:USPTO-EFXRF-6/1 * DNIS:2738300 * CSID:3142314342* DURATION (mm-ss):0442

CBM Page 209



MAR-08-2006 THU 06:15 PM SENNIGER POWERS FAX NO. 3142314342 P. 08
MRZ 9239

providing the corresponding purchase request based on
the program account to the API wherein the API is adapted
to receive the corresponding purchase request from the GUI
and provide the received corresponding purchase request to
the vendor system as a purchase request based on the

program account,

Claim 8 (previously presented): The method of claim 7
wherein the APY is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to thea
GUI, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation as a-
currency transaction based on the program account from the
API;

causing the points for the purchase to be deducted
from each participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and

providing the corresponding purchase confirmation
based on the points to each the participant in response to
the received vendor purchase confirmation based on the

program account.

Claim 9 (original): The method of claim S wherein the
program is a loyalty program and wherein the program

account is a shadow credit card.

7
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Claim 10 (currently amended): In a computer having a

graphical user interface including a display, the_[[A]]

graphical user interface for use by a plurality of
participants of a program which awards points to each
participant, wherein the awarded points are maintained in a
point account for each participant, said interface for
permitting each participant to transact a purchase using
the awarded points with a vendor system which transacts
purchases in currency, said interface comprising:

a program account hidden from the participant

connected to the program for use in currency transactions
of the plurality of participants;

an application programming interface (APX) for
interfacing with the vendor system;

said graphical user interface (GUI) providing an
interface between the participant and the API and for
communicating with the program, said GUI having access to

the information regarding the program account hidden from

the participant;
wherein said GUI includes instructions for receiving

participant-related information from each participant and
providing the received participant-related information to
the API;

wherein said GUI includes instructions for receiving
information regarding the program account information and
providing the received program account information to the
APY;

wherein said API is adapted to receive the
participant-related information and program account
information from the GUI and to provide the received
participant-related information and the received program

account information to the vendor system;

8
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wherein said API is adapted to receive vendor-related
information from the vendor system and provide the received
vendor-related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related information to each participant;

such that from the perspective of each participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based in whole or in
part on the points in the participant’'s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
each participant as a currency transaction based on the

program's program account hidden from the participant

whereby the participant is not aware that the currency

transaction with the vendor system is being transacted

using the program account.

Claim 11 (previously presented): The interface of
claim 10 wherein the GUI includes instructions for:

receiving a purchase request from each participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

converting the received purchase request based on the
points into a corresponding purchase request based on the
program account if the point account haa sufficient points
to cover the purchase; and

providing the corresponding purchase request based on
the program account to the API wherein the API is adapted
to receive the corresponding purchase request from the GUI

and provide the received corresponding purchase request to

9
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the vendor system as a purchase regquest based on the

program account.

Claim 12 (previously presented): The interface of
claim 10 wherein the API is adapted to receive a vendor
purchase confirmation based on the program account and
provide the received confirmation based on the program
account to the GUI, and wherein the GUI includes
instructions for:

receiving the vendor purchase confirmation as a
currency transactions based on the program account from the
API;

causing the points for the purchase to be deducted
from each participant's point account in response to the
received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchase
confirmation based on the points; and

providing the corresponding purchase confirmation
based in whole or in part on the points to the participant
in response to the received vendor purchase confirmation

based on the program ac¢count.

Claim 13 (original): The interface of claim 10
wherein the program is a loyalty program and wherein the

program account is a shadow credit card.
Claim 14 (currently amended): A computerized system

for permitting a participant to transact a purchase using

awarded points with a vendor gystem which transacts

10
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purchases in currency, said system comprising a processor

including instructions for defining:

a loyalty program which awards points to a
participant, wherein the awarded points are maintained in a
point account for the participant;

an application programming interface (API) for
interfacing with the vendor system;

a program account hidden from the participant

connected to the program for use in currency transactions;

a graphical user interface (GUI) for providing an
interface between the participant and the API and for
communicating with the program;

wherein said GUI includes instructions for:

receiving participant-related information from the
participant and providing the received participant-related
information to the API;

receiving a purchase request from the participant to
conduct a purchase with the vendor system based on the
points in the participant's point account;

receiving information regarding the program account
hidden from the participant from the loyalty program;

converting the received purchase request based on the

points into a corresponding purchase request based on the
program account information if the point account has
sufficient points to cover the purchase; and

providing the corresponding purchase request based on
the program account information to the API wherein the API
is adapted to receive the corresponding purchase request
from the GUI and provide the received corresponding
purchase request to the vendor system as a purchase requesat

based on the program account inforxrmation;

11
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wherein said API is adapted to receive the
participant-related information from the GUI and to provide
the received participant-related information to the vendor
system;

wherein said API is adapted to receive vendor-related
information from the vendor system and provide the received
vendor-~related information to the GUI; and

wherein said GUI includes instructions for receiving
vendor-related information from the API and providing the
received vendor-related information to the participant;

such that from the perspective of the participant,
the participant uses the GUI to conduct a purchase
transaction with the vendor system based in whole or in
part on the points in the participant’s point account; and

such that from the perspective of the vendor system,
the vendor system conducts the purchase transaction with
the participant based on the loyalty program's program
account hidden from the participant whereby the participant

is not aware that the purchase transaction with the vendor

gystem is being transacted using the program account.

Claim 1S (canceled),

Claim 16 (currently amended): The system of claim 14
wherein the API is adapted to receive a vendor purchase
confirmation based on the program account and provide the
received confirmation based on the program account to the
GUY, and wherein the GUI includes instructions for:

receiving the vendor purchase confirmation based on
the program account from the API;

causing the points for the purchase to be deducted

from the participant's point account in response to the

12
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received vendor purchase confirmation based on the program
account;

converting the received vendor purchase confirmation
based on the program account into a corresponding purchaae
confirmation based on the points; and

providing the corresponding purchase confirmation
based on the points to the participant in response to the
received vendor purchase confirmation based on the program

account.

Claim 1?7 (original): The system of claim 14 wherein

the program account is a shadow credit card.

13
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REMARKS

Applicants have thoroughly considered the Office
action mailed on December 13, 2005. Claims 1-14, and 16-17
are presented in the application for further examination.
Claims 1, 5, 10, and 14 have been amended by this
Amendment C. Reconsideration of the application claims as
amended and in view of the following remarks is

respectfully requested.

CLAIM REJECTIONS - 35 USC §l01

Claims 1-14 and 16-17 stand rejected under 35 U.S.C.
§101 as being directed to non-statutory subject matter.
Applicants respectfully disagree with the Examiner's
assertion and resubmit the argument previously set forth in
Amendments A and B that the claims in the present
application recite software that produces a concrete,
tangible and useful result. Again, the Office action fails
to respond to Applicants arguments concerning these claims.
In particular, the Examiner asserts "the software per se as
recited in the claims are not tangible, since it is not
tangibly embodied in a manner so as to be executable®", but
does not address Applicants argument that the claims are
not software per ge because they produce a tangible result.
(See Office action, page 21). The Examiner merely restated
the conclusion that claims are software per se without
support. Nevertheless, to further prosecution, Applicants
have amended claims 1 and 14 to recite "said system
comprising a processor including instructions for
defining..", c¢laim 10 to recite "In a computer having a

graphical user interface including a display..", and ¢laim 5

14
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to recite "In a computer having a user interface including
a display..".

The present application is directed to a computerized
system and method for facilitating the use of loyalty
points in transactions between consumers (e.g.,
participanta) and vendors via graphical user interface
(GUI) and an application programming interface (API). one
of the many concrete, tangible and useful results of the
present invention is a GUI that provides the consumer with
the ability to use loyalty points as a currency payment of
a good or service without the knowledge of the vendor that
loyalty points are being used. This is more than a mere
abstraction of idea or mathematical algorithm; it achieves
a practical application with a tangible results.
Arrhythmia Research Tech. v. Corazonix Corp., 948 F.2d4
1053, 1057, 22 USPQ2d 1033, 1036 (Fed. Cir. 1992). Because
the claims result in.a practical application with a
tangible result, the claims in the present application are
not software per se and are not "descriptive materials."
The claims in the present application do not " (1) consiast
solely of mathematical operations without some claimed
practical application or (2) simply manipulate abstract
ideas or a bubble hierarchy." In re Alappat, 33 F.3d4 1526,
1543 n.l9, 32 USPQ2d 1545, 1556 n.l9.

Therefore, Applicants assert that the invention set
forth in the specification and the claims is statutory.
Hence, Applicants request that the rejection of claimse 1-14
and 16-17 and be withdrawn. If, however, the Examiner is
inclined to maintain the rejection, Applicants once again
request the Examiner to identify the features of the
invention that would render the claimed subject matter

15

PAGE 16120 *RCVDAT 3/9/2006 7:10:00 PM [Eastern Standard Time) * SVR:USPTO-EFXRF-6/1 * DNIS:2738300* CSID:3142314342* DURATION {mm-ss):0442

CBM Page 218

16



MAR-08-2006 THU 06:17 PM SENNIGER POWERS FAX NO. 3142314342 P.
MRZ 9239

statutory if recited in the claims, pursuant to MPEP § 2106
(IV) (B).

CLAIM REJECTIONS - 35 USC §102

Reconsideration of the rajection of claims 5 and 9
under 35 U.S.C. §102(e) as being anticipated by Chien et
al. (U.8. Pub. No. 2001/0054003 Al) is respectfully
requested. Applicants do not agree with the Examiner that
Chien et al. anticipates a method that provides a program
account for use in currency transactions. Nonetheless, to
further prosecution, Applicants have amended claim § to
more clearly recite that the program account used to
facilitate the currency transaction is provided to the
interface by the program and not by the participant.

As the Examiner has stated on page 22 of the Office
action, Chien's system '"requires participants to enter a
credit card number". (Chien et al., Fig. &) However,

claim 5 as amended recites "providing a program account

hidden from the participant connected to the program" and

"providing an interface between the participant and the
vender system, said interface having access to information

regarding the program account hidden from the participant

whereby the participant is not aware that the purchase

request provided to the vendor system is being transacted

using the program account". Thus, Applicants' method

requires that the program account is connected to the
program and hidden from the participant. Accordingly., the
participant does not provide credit card information to the
program, and the participant is not aware that the
transaction is actually being transacted using the credit
card. (Specification, page 6, lst complete paragraph). In
contrast, Chien et al. teache that the participant is aware

16
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of the credit card. Therefore, because Chien et al. does
not disclose a shadow credit card and teach away from the
recited invention, Chien et al. cannot not anticipate
claim 5.

In view of the foregoing, Applicants respectfully
request reconsideration and withdrawal of the rejection of
claim 5. (Claims 2-9, which depend directly or indirectly
from claim 5, are submitted as patentable for the same

reasong as set forth above with respect to claim 5.

CLAIM REJECTIONS - 35 USC §103

Reconsideration of the rejection of claims 1-4, 6-8,
10-14, and 16-17 under 35 U.S.C. §103 (a) as being
unpatentable over Chien et al. (U.S8. Pub. No. 2001/0054003
Al) and Rouston et al. (U.S. Pub. No. 2001/0037243 Al) is
respectfully requested. As explained above, Chien et al.
discloses that the participant knows and enters credit card
information for use in currency transactions.

Rouston et al. teaches that an employer/client may
subscribe to a third-party system to encourage
employees/members to use frequent flier mile for business
travel. (Rouston et al., FIG. 5, Paragraph 17) The
employer/client has a client account and may create member
accounts for the employer's employees. (Rouston et al.,
FIG. 2, Paragraph 31) Employees/members earn credits in
their member accounts when they use frequent flier miles
for business travel. (Rouston et al., FIG. 3, Paragraph 3§)
However, the employer's account is not used by the system
when employee redeems his credits.

In paragraph 25, Rouston et al. teaches away from the
present invention and discloses that "central sexrver also

interacts with a credit card processing server, which

17
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processes member credit card information'" (member is the
employee not employer, see Rouston et al., paragraph 17).
Furthermore, Rouston et al. does not even mention a
currency or credit account when the member/employee redeems
credits for goods or services. (Rouston et al., FIG. 4,
Paragraph 42).

In paragraphs 47 and 48, Rouston et al. teaches that
the employer/client is billed a fee to the third-party for
each active member/client. This employer/client account is
not a currency or credit card account, but the third-party
client account. Additionally, the employer/client account
is billed by the third-party for program participation, not
used to transact a credit redemption for goods or services
between the member/employee and vender. Thus, Rouston et

al. does not teach or suggest using a program account

hidden from the participant connected to the lovalty

program for currency transaction as recited by claims 1,
10, and 14. Further, Rouston does not teach a "program

account hidden from the participant whereby the participant

is not aware that the purchase transaction with the vendor

system is being transacted using the program account" as

recited by claim 1. Claims 10 and 14 include similar
recitals.

Therefore, because Chien et al. and Rouston et al. do
not disclose every element of claims 1, 10 and 14, they can
not render claims 1, 10 and 14 obvious.

In view of the foregoing, Applicants reapectfully
request reconsideration and withdrawal of the rejection of
claims 1, 10, and 14. Claims 2-4, 6-8, 11-13, and 16-17
which depend directly or indirectly from claims 1, 10, and
14, are submitted as patentable foxr the same reasons as set

forth above with respect to claims 1, 10, and 14.
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Applicants believe that no fee is due. If, however,
the Commissioner determines otherwise, such fees may be

charged to Deposit Account No. 19-13485.

Respectfully submitted,

Frank R. Agovino, Reg.gﬁo. 27,4!6

SENNIGER POWERS

Cne Metropolitan Square, 16th Floor
St. Louis, Missouri 63102
314-231-5400

FRA/BAW/cil
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an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, and
submutting the completed application form to the USPTO. Time will va deg;ndmﬁ upon the individual case. Any comments on the amount of time you require to com%lete
this form and/or sx:Egestlons_ for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandria, Vi?mla 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

CBM Page 233



UNITED STATES PATENT AND TRADEMARK OFFICE
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
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I APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO. I
10/117,309 04/05/2002 Thomas R. Bushold MRZ 9239 2271
000321 7590 03/23/2006 r EXAMINER l
SENNIGER POWERS VU, KIEUD
ONE METROPOLITAN SQUARE | ART UNIT PAPERNUMBER |
16TH FLOOR po
ST LOUIS’ MO 63102 DATE MAILED: 03/23/2006

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 602 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 602 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or

(571)-272-4200.

Page 3 of 3
PTOL-85 (Rev. 01/06) Approved for use through 04/30/2007.
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Application No. Applicant(s)
. . 10/117,309 BUSHOLD ET AL.
, Notice of Allowability Examiner Art Unit
Kieu D. Vu 2173

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X This communication is responsive to the Amendment filed 03/09/06.

2. X The allowed claim(s) is/are 1-5. 7-14_and 16-17 (renumbered as 1-15).

3. [J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)d Al b)[d Some* c)d None of the:
1. [J Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).
* Certified copies notreceived: ____

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE:

4. ] ASUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
(a) (J including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached
1) [ hereto or 2) (] to Paper No./Mail Date _____,
(b) O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date _____.

ldentifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. (J DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. [ Notice of References Cited (PTO-892) 5. [J Notice of Informal Patent Application (PTO-152)
2. [ Notice of Draftperson's Patent Drawing Review (PTO-948) 6. [ Interview Summary (PTO-413),
Paper No./Mail Date .
3. [ Information Disclosure Statements (PTO-1449 or PTO/SB/08), 7. [ Examiner's Amendment/Comment
Paper No./Mail Date
4. [ Examiner's Comment Regarding Requirement for Deposit 8. [J Examiner's Statement of Reasons for Allowance
of Biological Material
9. [ Other .
U.S. Patent and Trademark Office
PTOL-37 (Rev. 7-05) Notice of Allowability Part of Paper No./Mail Date 031706
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Application/Control Number: 10/117,309 Page 2
Art Unit: 2173

Examiner’s Amendment
1. An examiner's amendment to the record appears below. Should the changes
and/or additions be unacceptable to applicant, an amendment may be filed as provided
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be

submitted no later than the payment of the issue fee.

2. Authorization for this examiner's amendment was given in a telephone interview
with Applicant’'s Representative Frank Agovino on 03/17/06.
3. The claims have been amended as follows:

Claim 5: In a computer having a user interface including a display, a method for
use by a plurality of participants of a program which awards points to each participant,
wherein the awarded points are maintained in a point account for each participant, said
method permitting each participant to transact a purchase using the awarded points with
a vendor system which transacts purchases in currency, said method comprising the
steps of:

providing a program account hidden from the participant connected to the
program for use in currency transactions;

providing an interface between the participant and the vendor system, said
interface having access to information regarding the program account hidden from the
participant;

converting a purchase request from a participant based in whole or in part on

points into a corresponding purchase request provided to the vendor system based on
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the program account information if the participant's point account has sufficient points to
cover the purchase request;

causing the points for the purchase request to be deducted from the participant’'s
point account in response to a received vendor purchase confirmation of the
corresponding purchase request whereby the participant is not aware that the purchase
request provided to the vendor system is being transacted using the program account;

wherein the interface comprises a graphical user interface (GUI) and an
application programming interface (API) for the vendor system and:

wherein said GUI includes instructions for receiving participant-related
information from each participant and providing the received participant-related
information to the API;

wherein said APl is adapted to receive the participant-related information from
the GUI and to provide the received participant-related information to the vendor
system;

wherein said API is adapted to receive vendor-related information from the
vendor system and provide the received vendor-related information to the GUI; and

wherein said GUI includes instructions for receiving vendor-related information
from the API and providing the received vendor-related information to the participant;

such that from the perspective of each participant, the participant uses the GUI to
conduct a purchase transaction with the vendor system based on the points in each

participant’s point account; and
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such that from the perspective of the vendor system, the vendor system conducts
the purchase transaction with each participant based as a currency transaction on the
program account.

Claim 6: canceled.

Claim 7 : line 1, replace “claim 6” with “claim 5"
4. Claims 1-5, 7-14, and 16-17 are allowed.

The Examiner has carefully considered the independent claims 1, 5, 10, and 14.

The prior art does not teach that the interface has access information regarding

program account “hidden from the participant” “whereby the participant is not aware that
the purchase request provided to the vendor system is being transacted using the
program account” in specific combinations recited in claims 1, 5, 10, and 14.
5. Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on
Statement of Reasons for Allowance.”
6. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Kieu D. Vu. The examiner can normally be reached on
Mon - Thu from 7:00AM to 3:00PM at 571-272-4057.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, John Cabeca, can be reached at 571-272-4048.

The fax phone numbers for the organization where this application or proceeding
is assigned are as follows:

571-273-8300
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and/or:

571-273-4057 (use this FAX #, only after approval by Examiner, for “iINFORMAL”
or “DRAFT” communication. Examiners may request that a formal paper / amendment
be faxed directly to them on occasions).

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

Primary Examiner
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Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

. o N g%nmlxsloner for Patents
. Alexandria, Virginla 223131450
or Fax (571)-273-2888
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l. Chanfﬁc;))f correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list

CFR1 (1) the names of up to 3 registered patent attorneys 1
(J Change of correspondence address (or Change of Correspondence or agents OR, alternatively,

Address form PTO/SB/122) attached. (2) the name of a single firm (having as a membera 2

Senniger Powers

() "Fee Address" indication (or "Fee Address" Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no nameis 3
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3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFI§3.1 1. Completion of this form is NOT a substitute for filing an assignment.
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(A Issue Fee ) (J A check in the amount of the fee(s) is enclosed.
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The Director of the USPTO is requested to q;f)ply the Issue Fee and Publication Fee (if any) or to re- gply any previously paid issue fee to the application identified above.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.
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