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Patent Owner Allergan hereby submits observations on the deposition
testimony of Petitioner’s Declarant Mr. Ivan T. Hofmann given on July 14, 2017
(Ex. 2084).

Mr. Hofmann Does Not Dispute That Restasis® is a Commercial Success

In Ex. 2084 at p. 8, lines 22 to 25, Mr. Hofmann admitted that Restasis® has
experienced significant sales and profits, indicating that it is a commercial success.
Mr. Hofmann’s testimony is relevant to his statement in 9§ 29 of his declaration
(Ex. 1041) where he states that he “ha[s] not seen evidence demonstrating that the
claimed commercial success of Restasis® is attributable to novel features of the
alleged inventions of the Patents-at-Issue.” Mr. Hofmann’s deposition testimony is
relevant because it demonstrates that his dispute with Allergan’s claim of
commercial success is premised solely on establishing the nexus between the
claimed invention and Restasis®, not on whether Restasis® itself was
commercially successful.

Mr. Hofmann Fails to Define a Relevant Market After
Incorrectly Criticizing Dr. Maness for the Same

In Ex. 2084 at p. 17 lines 5 to 19, Mr. Hofmann acknowledges that Dr.
Maness provided a definition for a relevant market in his declaration. Mr.
Hofmann also acknowledges that he did not define the relevant market in his
testimony. See Ex. 2084 at p. 18 lines 2-17 (“I haven’t done a definitive definition
of which products would comprise the relevant market.”). Mr. Hofmann’s

1



Case IPR2016-01131
Attorney Docket No: 13351-00081P5

testimony is relevant to his statement in 9 28 of his declaration (Ex. 1041) that
“sales must be considered in light of the relevant market” and in 4 42 that “[t]he
Maness Declaration is incomplete and flawed because it fails to provide the
appropriate context to the performance of Restasis® in the relevant market”. The
deposition testimony is relevant because it demonstrates that, by his own standard,
Mr. Hofmann’s analysis is flawed, as he did not analyze the relevant market in
which the sales took place.

Mr. Hofmann Does Not Dispute That Mere Presence of Product
Marketing Does Not Indicate Lack of Nexus

In Ex. 2084 at p. 47, line 25 to p. 48 line 6, Mr. Hofmann agrees that the
mere fact that a product is marketed does not mean there is a lack of nexus
between the commercial performance of a product and the patented invention.
Further, in Ex. 2084 at p. 48 lines 7-12, Mr. Hofmann admits that he did not
quantify how much marketing spend he considers excessive. Mr. Hofmann’s
testimony is relevant to his statement in 9 70 of his declaration (Ex. 1041) that “the
fact that Allergan has had to invest so heavily in sales and marketing efforts for
Restasis® undermines the Maness Declaration’s contention that a nexus exists
between the commercial performance of Restasis® and the claims of the Patents-
at-Issue.” The deposition testimony is relevant because it demonstrates that
marketing itself is not conclusive proof of lack of nexus, and that Mr. Hofmann did

not quantify about how much marketing is excessive.
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Mr. Hofmann Fails to Credit Marketing as a Percentage of Sales
In Ex. 2084 at p. 36 line 11 to p. 37 line 7, Mr. Hofmann testified that he

does not consider marketing as a percentage of sales to be relevant to the role that
marketing plays in driving the commercial success of Restasis®. He does not
argue that Dr. Maness’s calculations are erroneous (see Ex. 2084 at p. 44 lines 9 to
15, where he agrees “the math checks out”), but argues that the metric “diminishes
the marketing intensity,” or in other words, downplays Allergan’s marketing
efforts. Mr. Hofmann’s deposition testimony is relevant to his statements at 4 63-
64 of his declaration (Ex. 1041) where he discusses the purported effect of
advertising and promotion on the commercial success of Restasis®. Mr.
Hofmann’s testimony is relevant because it demonstrates that he has not taken into
account the marketing expenses in the broader context of Restasis® sales in
assessing the commercial success of Restasis®.

Mr. Hofmann Fails to Compare Expenditures to Other Products
in the Industry

In Ex. 2084 at p. 41 line 5 to p. 42 line 2, Mr. Hofmann admits that he does
not compare the sales and marketing expenses of Restasis® compared to other
pharmaceutical products with sales levels similar to Restasis®. See also Ex. 2084
p. 38 line 1 to p. 39 line 5. Mr. Hofmann’s testimony is relevant to Y 69-70 of his
declaration (Ex. 1041) where he sets forth the total sales and marketing expenses

of Restasis® from launch through 2016, and comments that “if the features of the
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claims of the Patents-at-Issue were as novel and important as the Maness
Declaration implies, Allergan would not have needed to engage in the degree of
such extensive, prolonged, and continued marketing efforts as described below.”
Mr. Hofmann’s testimony is relevant because, without a comparison of Allergan’s
marketing efforts for Restasis® to the “continued marketing efforts” of other
pharmaceutical products with similar net sales, his assertion that such extensive
marketing would not have been required lacks context and support.

Mr. Hofmann Fails to Conduct an Apportionment Analysis
After Criticizing Dr. Maness for the Same

In Ex. 2084 at p. 84 line 17 to p. 85 line 7, Mr. Hofmann criticizes Dr.
Maness for not apportioning the Restasis® sales and revenues across the prior art
patents and across the individual patents-in-suit. Mr. Hofmann acknowledges that
Dr. Maness considered apportionment (see Ex. 1034 at 250:10-251:9, 251:24-
252:21) and determined that it was inappropriate. Ex. 2084 at p. 85 lines 8-23.
Mr. Hofmann further admits that he never performed a quantitative apportionment
analysis, either across the alleged prior art patents (Ex. 2084 at p. 87 line 15 to p.
88 line 21) or across the individual patents-in-suit (Ex. 2084 at p. 85 line 24 to p.
86 line 17). See also Ex. 2084 at p. 89 lines 3 to 10. Mr. Hofmann’s testimony is
relevant to his statement in § 105 of his declaration (Ex. 1041) that “[t]he failure to
apportion the sales and identify nexus to the Patents-at-Issue individually, as well

as other drivers of the performance of Restasis®, such as the 979 Patent and *342
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Patent, is incomplete, flawed and unreliable.” The deposition testimony is relevant
because it demonstrates that again, by his own standard, Mr. Hofmann’s analysis is
flawed.

Mr. Hofmann Is Not Qualified to Interpret Scope of Patent Claims

In Ex. 2084 at p. 14, lines 5 to 8, Mr. Hofmann admitted that he is not an
expert in interpreting patent claims related to clinical features of pharmaceutical
formulations. Additionally, he testified at p. 99 lines 19 to 23, that “to determine
whether a patent is a blocking patent, you have to determine the scope of the
claims.” Ex. 2084; see also id. at p. 80 line 20 to p. 81 line 6. Mr. Hofmann’s
deposition testimony is relevant to his statements in 9 31 of his declaration (Ex.
1041) where he interprets the scope of the Ding *979 patent to encompass
Restasis®, and is further relevant to his opinions at 9 30-38 regarding which
patents served as blocking patents, as well as the purported effect these “blocking
patents” had on the competitive market for Restasis®. Mr. Hofmann does not cite
to any of Petitioner’s technical experts for his interpretation of the scope of the
Ding *979 patent in § 31. See Ex. 1041 at FN 55; Ex. 2084 at p. 66 line 21 to p. 67
line 17. His testimony is relevant because any conclusions Mr. Hofmann draws
about certain patents acting as blocking patents stem from his own interpretation of
the scope of the patent claims, for which he admits he is not qualified to offer an

opinion.
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