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Petitioner RPX Corp. is the only real party in interest in these inter partes 

reviews.  Under the framework of Taylor v. Sturgell, 553 U.S. 880 (2008), RPX 

has no “pre-existing ‘substantive legal relationship[]’” such as that of licensor, 

assignee, or successor, id. at 894, for any patent at issue; and RPX is expressly not 

a “designated representative” or “agent,” id. at 895, of Apple Inc. or any other 

relevant entity.  Accordingly, RPX has the right to petition in its own name. 

Patent Owner VirnetX, Inc. fails to fit RPX within any of Taylor’s 

categories.  VirnetX effectively concedes that it cannot prove Apple had control 

over RPX’s decision to file the present IPR petitions or RPX’s conduct in litigating 

them.  Instead, VirnetX relies on factually overstated and legally deficient 

allegations that Apple partially funded RPX and gave it access to Apple’s counsel.  

Under settled law, those allegations do not establish real-party-in-interest status.  

The Board should grant the RPX petitions and institute the requested IPRs.  

I. Factual Background 

RPX was founded as a Delaware corporation in July 2008 and issued shares 

to the public in May 2011.  At the end of 2013, RPX had more than 160 customers 

for its patent services.  RPX’s services include obtaining patent rights for its 

customers, facilitating settlement of active litigation, gathering and analyzing 

market intelligence and data, providing insurance against patent litigation risks, and 

other services to reduce patent risk to customers and to help rationalize the market 
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for patent licenses.  Apple’s contract for RPX’s services is in the record as Exhibits 

2046 (License Agreement dated Dec. 11, 2008) and 1083 (First Addendum to the 

Membership and License Agreement dated Oct. 22, 2013).  Those documents are 

the entire agreement between RPX and Apple.  See Ex. 2046, § 9.11 (“Entire 

Agreement”); Ex. 1083, § 3 (“No Other Amendment”). 

II. RPX Is the Only Real Party in Interest in Its Inter Partes Reviews 

RPX filed its IPR petitions in its own name under 35 U.S.C. § 311(a), which 

permits “a person who is not the owner of a patent [to] file with the Office a 

petition to institute an inter partes review of the patent.”  RPX’s independent 

business reasons for seeking IPR include the effect of a successful IPR on the 

overall market for patents, especially low-quality patents; reducing the risk of 

assertion of VirnetX’s patents against other companies (including not only Apple 

but RPX’s other customers, of which there are now more than 160); avoiding the 

potential impact of such assertions on RPX’s insurance product; demonstrating to 

future prospective supporters that RPX can effectively use IPR as a means of 

improving patent quality; and enhancing RPX’s reputation in the industry.  RPX is 

not its customers’ successor, assignee, agent, or representative.  RPX controls its 

own conduct before this Board; its customers do not.  While RPX, like all 

successful businesses, is motivated to engage in activities that are beneficial to 

RPX and its customers, that is not sufficient to make RPX’s customers real parties 
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in interest. 

In an Order dated March 17, 2014 (“Board’s Order”), the Board directed the 

parties to address whether Apple may be a real party in interest under the second or 

fifth exceptions identified in Taylor to the general rule against nonparty preclusion.  

RPX agrees that Taylor provides the governing framework.  Taylor reaffirmed that 

a nonparty to a prior suit is not precluded from contesting claims and issues settled 

in that suit because it “has not had a ‘full and fair opportunity to litigate’ th[ose] 

claims and issues.”  553 U.S. at 892.  Taylor further explained that courts recognize 

only limited exceptions to that general rule because, “[i]n this area of the law, . . . 

‘crisp rules with sharp corners’ are preferable to a round-about doctrine of opaque 

standards.”  Id. at 901 (citation omitted). 

1. RPX and Apple Do Not Have a “Substantive Legal Relationship” 
That Qualifies Under Taylor’s Second Exception 

Taylor’s second exception precludes a nonparty from litigating an issue 

where there is a pre-existing “‘substantive legal relationship[]’” between the 

nonparty and a party bound to the prior judgment.  553 U.S. at 894 (quoting David 

L. Shapiro, Civil Procedure: Preclusion in Civil Actions 78 (2001)).  Relationships 

that may cause preclusion under this exception include “preceding and succeeding 

owners of property, bailee and bailor, and assignee and assignor.”  Id. (citing 

Restatement (Second) of Judgments §§ 43-44, 52, 55 (1980)).  Exceptions for these 

relationships “originated ‘as much from the needs of property law as from the 
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values of preclusion by judgment.’”  Id. (quoting 18A Charles Alan Wright et al., 

Federal Practice and Procedure § 4448, at 329 (2d ed. 2002) (“Wright & 

Miller”)); cf. Litchfield v. Crane, 123 U.S. 549, 551 (1887) (“[T]he term ‘privity’ 

denotes mutual or successive relationship to the same rights of property.”).  RPX is 

not a preceding or succeeding owner, a bailee, a bailor, an assignee, or an assignor 

with respect to any relevant Apple property right. 

The Board’s Order refers to three additional specific relationships:  the 

relationship between “trade association” and its members; a licensor-licensee 

relationship; and an attorney-client relationship (i.e., RPX acting as Apple’s 

“alleged law firm”).  Order at 2.  None of those relationships are present here. 

First, RPX is not a trade association; and, even if it were, the Board has 

recognized that a trade association’s members are generally not real parties in 

interest to suits bought by the association.  See, e.g., Office Patent Trial Practice 

Guide, 77 Fed. Reg. 48,756, 48,760 (Aug. 14, 2012).  VirnetX relies (at 4-5) on a 

case in which a trade association had asserted “standing to sue [based] on [a] claim 

to represent its members as the real parties in interest.”  General Foods Corp. v. 

Massachusetts Dep’t of Pub. Health, 648 F.2d 784, 787 (1st Cir. 1981).  RPX has 

not claimed standing as a representative of its customers; rather, it has asserted 

independent standing under § 311(a). 

Second, RPX is not a licensor in any relevant way.  RPX has no property 
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interest in the patents at issue and cannot license them to Apple or anyone else. 

Third, RPX is not Apple’s “law firm.”  RPX is a publicly traded corporation; 

it is not an attorney and does not hold itself out as one.  Its contract with Apple 

reserves the decision whether to file any IPR to “RPX’s sole discretion,” and 

further contemplates that RPX might pursue RPX’s goal of promoting patent 

quality through nonlegal means such as “[g]athering and analyzing data relating to 

[the] costs” of “patent assertions by non-practicing entities” and “[e]ducating the 

general public . . . about inefficiencies in the current patent system.”  Ex. 1083, 

§ 1(a).  Even if RPX chose not to seek any IPR, Apple would be entitled to no 

refund.  Id. § 2.  No attorney could accept a case on such a basis.  VirnetX quotes 

(at 4) marketing materials calling RPX “an extension of a client’s in-house legal 

team,” but the quote is taken out of context.  The cited RPX materials further 

explain that the RPX services would help in-house counsel “better inform [their] 

long-term IP strategy,” not that RPX would serve as any particular client’s legal 

representative in litigation.  Ex. 2006. 

2. RPX Is Not an Agent or Representative of Apple for Purposes of 
Taylor’s Fifth Exception 

Taylor’s fifth exception prevents “[a] party [from] us[ing] a representative or 

agent to relitigate an adverse judgment.”  553 U.S. at 900.  The Taylor Court 

warned that “courts should be cautious about finding preclusion” based on agency; 

such preclusion “is appropriate only if the putative agent’s conduct of the suit is 



                                 Case IPR2014-00177 
 

6 

subject to the control of the party who is bound by the prior adjudication.”  Id. at 

906.  As VirnetX barely attempts to dispute, there is no such control here. 

i.  

 

 

 

 

  The Addendum that Apple signed to join RPX’s Innovation 

Promotion Fund contains no language creating an agency relationship; it reaffirms 

that the terms of the original agreement (that there is no agency) remain in full 

force.  See Ex. 1083, § 3.  It further provides that  

RPX will have complete control over any and all activities undertaken . . . , 

including complete control over the selection, initiation, termination, and 

funding of the activities and the manner and method in which the activities 

are undertaken, the hiring of outside counsel or consultants, and all strategic 

decisions in connection with any petitions or proceedings before the USPTO 

or otherwise. 

Id. § 1(a);  

.  No other agreement exists; the written agreement expressly states 

that it is the entire agreement.   Ex. 1083, § 3.  Following Taylor’s 

rejection of a broader concept of “virtual representation” and its instruction to 

apply “crisp rules with sharp corners,” 553 U.S. at 901 (citation omitted) – and its 
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rejection of attempts to impose preclusion based on a “mere whiff of ‘tactical 

maneuvering,’” id. at 906 – the parties’ clear intention should be sufficient. 

ii. Beyond the plain language of the Agreement and Addendum, there is 

no evidence that Apple has controlled RPX’s conduct with respect to the present 

petitions.  VirnetX argues (at 8, 10) that Apple “discuss[ed] VirnetX and filing of 

IPRs with RPX”; that Apple paid RPX to join the Innovation Promotion Fund; and 

that RPX had “access” to counsel and to an expert used by Apple.  Even if true, this 

unsupported argument does not establish control of RPX by Apple. 

A payment intended to fund the expenses of litigation does not give rise to 

nonparty preclusion.  In Rumford Chemical Works v. Hygienic Chemical Co. of 

New Jersey, 215 U.S. 156 (1909), the Supreme Court considered a case in which a 

defendant had “contributed to the expenses” of a patent infringement case brought 

against another company.  Id. at 160.  The Court assumed that the defendant 

“would have been glad to see the . . . patent declared void, and w[as] willing to pay 

something to that end.”  Id.  But the defendant did not “ha[ve] the right to 

intermeddle in any way in the conduct of the [other] case,” and so was not bound.  

Id.; see also Litchfield, 123 U.S. at 551 (no preclusion where nonparty had “no 

right to make a defense[,] . . . control the proceedings, [or] appeal”). 

More recent cases have also refused to find nonparty preclusion based on 

evidence that “a nonparty retained the attorney who represented a party to the 
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earlier action”; “assisted in financing the earlier action”; “procured witnesses or 

evidence”; or “furnished his attorney’s assistance.”  Gonzalez v. Banco Cent. 

Corp., 27 F.3d 751, 758-9 (1st Cir. 1994) (collecting cases).  In Taylor, “Taylor 

[himself] was represented by the lawyer who represented Herrick in the earlier 

litigation; and Herrick . . . gave Taylor documents that Herrick had obtained . . . 

during discovery.”  553 U.S. at 889.  Yet those facts were not enough for 

preclusion; and VirnetX cannot even show as much here, because RPX’s 

designated counsel in this proceeding – who have each affirmed RPX’s “sole 

discretion” and “control” over this proceeding (Pet. 3-4; Ex. 2001 at 63:15-21) – 

have never represented Apple in any matter. 

Preclusion by agency requires the ability to control the legal theories and 

proofs advanced.  See United States v. Bhatia, 545 F.3d 757, 760-61 (9th Cir. 

2008) (no preclusion based on “sharing of witness interviews”); Virginia Hosp. 

Ass’n v. Baliles, 830 F.2d 1308, 1313 (4th Cir. 1987) (no preclusion based on 

sharing of evidence, participation in a deposition, and attending conferences); 

Restatement (Second) of Judgments § 39 cmt. c (1982).  This Board’s decisions are 

in accord.  See, e.g., Unified Patents, Inc. v. Clouding IP, LLC, IPR2013-00586, 

Paper No. 9 at 5-6 (Mar. 21, 2014) (no real-party-in-interest status without 

evidence of “control” or “funding” the particular proceeding); In re Arviv 

Reexamination Proceeding, Control No. 95/001,526, Decision Dismissing § 1.182 
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and § 1.183 Petitions at 5 (Apr. 18, 2011) (no “participation in a request for 

reexamination” despite aid with “a search for” and “review of possibly useful prior 

art,” “preparation of an invalidity defense,” and “financial support”).  And, in 

contrast, the Board found sufficient control to exist in Zoll Lifecor Corp. v. Philips 

Elecs. N.A. Corp., IPR2013-00609, Paper 15 at 11, 14 (Mar. 20, 2014)(finding that 

the petitioner was a wholly owned subsidiary of a parent barred under § 315(b); 

that the parent had “100%” control, including the petitioner’s “budgets and plans”; 

and that the petitioner and the parent shared “a common corporate 

consciousness.”).  No such relationships exist between Apple and RPX.  VirnetX 

has not met the standard set forth in these cases for establishing control. 

iii. VirnetX argues (at 5-7) that control is not necessary under Taylor’s 

fifth exception as applied to a party’s “representative” rather than an “agent.”  But 

Taylor specifically referred to a party’s “designated representative.”  553 U.S. at 

895 (emphasis added).  The authorities cited in Taylor show that the Court meant a 

“representative [that has] been appointed by a valid procedure,” 18A Wright & 

Miller § 4454, at 434 (emphasis added), such as a procedure established by federal 

statute, see Chicago, R.I. & P. Ry. Co. v. Schendel, 270 U.S. 611, 617-18 (1926) 

(applying the Federal Employers’ Liability Act).  Id.  Here, RPX was never 

designated as Apple’s representative through any procedure of any kind. 

The cases VirnetX cites on this point (at 5-6) did not involve representative 
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status at all.  Both Aevoe Corp. v. AE Tech Co., 727 F.3d 1375 (Fed. Cir. 2013), 

and In re Cyclobenzaprine Hydrochloride Extended-Release Capsule Patent 

Litigation, 504 F. App’x 900 (Fed. Cir. 2013), involved a nonparty “‘in active 

concert’” with an enjoined defendant to violate a court order.  Aevoe, 727 F.3d at 

1384 (quoting Fed. R. Civ. P. 65(d)(2)(C)); Cyclobenzaprine, 504 F. App’x at 906 

(same).  That is not the standard for nonparty preclusion under Taylor. 

iv. VirnetX also relies (at 10) on In re Guan Inter Partes Reexamination 

Proceeding, Control No. 95/001,045, Decision Vacating Filing Date (Aug. 25, 

2008), but that case is easily distinguishable.  The Board’s decision in Guan was 

based on the petitioner’s statement on its website that the patent owner would 

“never know who or how many are behind the ‘hit’” on the patent in dispute and 

invited its customers to “[p]ick . . . patents” for that petitioner to challenge.  Id. at 

1, 2.  Here, by contrast, RPX’s agreement with Apple (which was filed at the outset 

with RPX’s petitions) gives Apple no right to demand that RPX file specific 

petitions (or any petitions), to direct RPX’s selection process, or to control the 

content or conduct of any petition that RPX chooses to file. 

VirnetX has now been allowed discovery to test its theory that Apple is a 

real party in interest, including access to the entire contract between RPX and 

Apple.  VirnetX has not met its burden to satisfy any of the recognized exceptions 

to Taylor’s rule.  RPX’s petitions should be permitted to proceed on the merits. 
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Respectfully submitted, 
 

March 28, 2014        /Oliver R. Ashe, Jr./     
Oliver R. Ashe, Jr. 
Registration No. 40,491 

       Counsel for Petitioner 
 
ASHE, P.C. 
11440 Isaac Newton Square North 
Suite 210 
Reston, VA 20190 
Tel.:  703-467-9001 
E-mail:  oashe@ashepc.com  
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