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UNITED STATES PATENT AND TRADEMARK OFFICE 

__________________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

__________________ 

METAVANTE CORPORATION AND  
FIDELITY NATIONAL INFORMATION SERVICES, INC. 
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v. 

CHECKFREE CORPORATION 

Patent Owner. 

_________________ 
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Before the Honorable BRIAN J. McNAMARA, BARRY L. GROSSMAN, and 
LYNNE E. PETTIGREW, Administrative Patent Judges 
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Further to 37 C.F.R. § 42.63(e), Petitioners hereby submit a current listing of 

Petitioner Exhibits filed with the Board or served on counsel for Patent Owner 

Checkfree Corporation (“Checkfree”).   

Exhibit Description Previously 
Submitted 

Exhibit 1001: U.S. Patent No. 7,792,749 X 

Exhibit 1002: CheckFree Complaint for Patent Infringement 
against FIS, filed January 5, 2012, CheckFree 
Corp. et al. v. Metavante Corp. et al., 3:12-cv-
00015 

X 

Exhibit 1003: PTAB Institution Decision for CMB2012-00001 
(January 9, 2013) X 

Exhibit 1004: Amendment filed April 9, 2010, for U.S. Patent 
Application No. 09/734,694 (U.S. Patent No. 
7,792,749) 

X 

Exhibit 1005: A Guide to the Legislative History of the 
America Invents Act; Part II of II, 21 Fed. Cir. 
Bar J. No. 4 

X 

Exhibit 1006: Deposition Transcript of Ravi Ganesan, 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, taken February 22, 2013 

X 

Exhibit 1007: En banc Opinion, CLS Bank International v. 
Alice Corporation (2011-1301), 2013 WL 
1920941 (Fed. Cir., May 10, 2013) 

X 

Exhibit 1008: USPTO Memorandum Regarding CLS Bank 
Opinion, dated May 13, 2013 X 

Exhibit 1009: PTAB Institution Decision for CMB2012-00005 
(January 23, 2013) X 

Exhibit 1010: PTAB Final Written Decision for CMB2012-
00001 (June 11, 2013) X 

Exhibit 1011: FIS Renewed Motion for Summary Judgment, 
filed June 3, 2013, CheckFree Corp. et al. v. 
Metavante Corp. et al., 3:12-cv-00015 

X 



Case CBM2013-00032 
Patent 7,792,749 

3 
 

Exhibit 1012: CheckFree Opening Claim Construction Brief, 
filed December 20, 2012, CheckFree Corp. et al. 
v. Metavante Corp. et al., 3:12-cv-00015, Dkt. 
No. 121 

X 

Exhibit 1013 CheckFree Opposition to FIS Renewed Motion 
for Summary Judgment, filed July 1, 2013, 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 187. 

X 

Exhibit 1014: CheckFree Responsive Claim Construction 
Brief, filed, January 22, 2013, CheckFree Corp. 
et al. v. Metavante Corp. et al., 3:12-cv-00015, 
Dkt. No. 144. 

X 

Exhibit 1015 Declaration of Jason W. Melvin in Support of 
Petitioners’ Motion for Admission Pro Hac Vice  
of Jason W. Melvin Under 37 C.F.R. § 41.10(c) 

X 

Exhibit 1016  Revised Joint Claim Construction Chart in 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 144-1  

X 

Exhibit 1017  Declaration of Michael I. Shamos, Ph.D., J.D.  X 
Exhibit 1018 Deposition Transcript of Michael I. Shamos, 

Ph.D., taken on July 31, 2014 X 

Exhibit 1019 Deposition Transcript of Michael I. Shamos, 
Ph.D., taken on August 1, 2014  
FILED UNDER SEAL 

X 

Exhibit 1020 Deposition Transcript of Michael I. Shamos, 
Ph.D., taken on August 1, 2014 
REDACTED 

X 

Exhibits 1021 
-1036 

RESERVED 
 

Exhibit 1037 Petitioners’ Demonstratives for Oral Hearing in 
CBM2013-00028, -30, -31, and -32  
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Served 
Documents 

Description Previously 
Served 

Enclosure 1 Defendants’ Dispositive Motion for Judgment on 
the Pleadings under Fed. R. Civ. P. 12(c), 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 32, filed May 17, 2012 

X 

Enclosure 2 Defendants’ Reply in Support of Dispositive 
Motion for Judgment on the Pleadings under 
Fed. R. Civ. P. 12(c), CheckFree Corp. et al. v. 
Metavante Corp. et al., 3:12-cv-00015, Dkt. 
No. 45, filed June 22, 2012 

X 

Enclosure 3 Defendants’ Dispositive Motion for Summary 
Judgment under 35 U.S.C. § 101, CheckFree 
Corp. et al. v. Metavante Corp. et al., 3:12-cv-
00015, Dkt. No. 105, filed December 3, 2012 

X 

Enclosure 4 Defendants’ Claim Construction Brief, 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 123, filed 
December 20, 2012 

X 

Enclosure 5 Defendants’ Rebuttal Claim Construction Brief, 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 146, filed 
January 22, 2013 

X 

Enclosure 6 Reply to CheckFree’s Opposition to Defendants’ 
Dispositive Motion for Summary Judgment 
under 35 U.S.C. § 101, CheckFree Corp. et al. v. 
Metavante Corp. et al., 3:12-cv-00015, Dkt. 
No. 148, filed February 4, 2013 

X 

Enclosure 7 Fidelity’s Renewed Dispositive Motion for 
Summary Judgment under 35 U.S.C. § 101, 
CheckFree Corp. et al. v. Metavante Corp. et al., 
3:12-cv-00015, Dkt. No. 181, filed June 3, 2013 

X 

Exhibit 1031  Declaration of Dr. John P. J. Kelly in Support of 
Apple Inc.’s Petition for Covered Business 
Method Patent Review of US Patent No. 
5,191,573 (Case No. CBM2013-00019)  

X 
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Petitioner hereby certifies that copies of all listed documents above have 

been served on counsel for CheckFree. 

Respectfully submitted, 
 
 

Dated: September 11, 2014 By:  /E. Robert Yoches/  
E. Robert Yoches (Reg. No. 30,120) 
Jason W. Melvin 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 
901 New York Avenue, NW 
Washington, DC 20001-4413 
 
Jeffrey A. Berkowitz 
Erika H. Arner  
Michael V. Young, Sr. 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 
11955 Freedom Dr. 
Reston, VA 20190-5675 
 
Stephen E. Kabakoff 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 
3500 SunTrust Plaza 
303 Peachtree Street, NE 
Atlanta, GA 30308-3263  
 
Attorneys for Petitioners  



CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that a copy of the foregoing Petitioner’s 

Updated Exhibit List was served on September 11, 2014 via e-mail to counsel 

of record for the Patent Owner at the following: 

 

Jeffrey P. Kushan jkushan@sidley.com 

Dale B. Nixon dnixon@sidley.com 

Thomas A. Broughan III tbroughan@sidley.com 

 

 
/Mark A. Rosenberger/                 

     Mark A. Rosenberger 
     Case Manager 
      

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 

 


